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INTRODUCTION
Intellectual property refers to creations of the mind: inventions; literary and artistic works; and symbols, names and images used in commerce. Intellectual property is divided into two categories: Industrial Property includes patents for inventions, trademarks, industrial designs and geographical indications. Copyright covers literary works (such as novels, poems and plays), films, music, artistic works (e.g., drawings, paintings, photographs and sculptures) and architectural design. Rights related to copyright include those of performing artists in their performances, producers of phonograms in their recordings, and broadcasters in their radio and television programs.

Intellectual property rights are like any other property right. They allow creators, or owners, of patents, trademarks or copyrighted works to benefit from their own work or investment in a creation. These rights are outlined in Article 27 of the Universal Declaration of Human Rights, which provides for the right to benefit from the protection of moral and material interests resulting from authorship of scientific, literary or artistic productions. The importance of intellectual property was first recognized in the Paris Convention for the Protection of Industrial Property (1883) and the Berne Convention for the Protection of Literary and Artistic Works (1886). Both treaties are administered by the World Intellectual Property Organization (WIPO).

There are several compelling reasons. First, the progress and well-being of humanity rest on its capacity to create and invent new works in the areas of technology and culture. Second, the legal protection of new creations encourages the commitment of additional resources for further innovation. Third, the promotion and protection of intellectual property spurs economic growth, creates new jobs and industries, and enhances the quality and enjoyment of life. An efficient and equitable intellectual property system can help all countries to realize intellectual property’s potential as a catalyst for economic development and social and cultural well-being. The intellectual property system helps strike a balance between the interests of innovators and the public interest, providing an environment in which creativity and invention can flourish, for the benefit of all.
Over the past two decades, intellectual property rights have grown to a stature from where it plays a major role in the development of global economy. In the 1990s, many countries unilaterally strengthened their laws and regulations in this area, and many others were poised to do likewise. At the multilateral level, the successful conclusion of the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) in the World Trade Organization enhanced the protection and enforcement of IPRs to the level of solemn international commitment. The new global IPR system comes with both benefits and costs. The domain of intellectual property is vast. Copyrights, Patents Trademarks and Designs are known to have received recognition for a long time. Newer forms of the protection are also emerging particularly stimulated by the exciting developments in scientific and technological activities.
The most noticeable difference between intellectual property and other forms of property, however, is that intellectual property is intangible, that is, it cannot be defined or identified by its own physical parameters. It must be expressed in some discernible way to be protectable. Generally, it encompasses four separate and distinct types of intangible property namely — patents, trademarks, copyrights, and trade secrets, which collectively are referred to as “intellectual property.” However, the scope and definition of intellectual property is constantly evolving with the inclusion of newer forms under the gambit of intellectual property. In recent times, geographical indications, protection of plant varieties, protection for semi-conductors and integrated circuits, and undisclosed information have been brought under the umbrella of intellectual property.
The concept of intellectual property is not new as Renaissance northern Italy is thought to be the cradle of the Intellectual Property system. A Venetian Law of 1474 made the first systematic attempt to protect inventions by a form of patent, which granted an exclusive right to an individual for the first time. In the same century, the invention of movable type and the printing press by Johannes Gutenberg around 1450, contributed to the origin of the first copyright system in the world. Towards the end of 19th century, new inventive ways of manufacture helped trigger large-scale industrialization accompanied by rapid growth of cities, expansion of railway networks, the investment of capital and a growing transoceanic trade. New ideals of industrialism, the emergence of stronger centralized governments, and nationalism led many countries to establish their modern Intellectual Property laws. At this point of time, the International Intellectual Property system also started to take shape with the setting up of the Paris Convention for the Protection of Industrial Property in 1883 and the Berne Convention for the Protection of Literary and Artistic Works in 1886. The premise underlying Intellectual Property throughout its history has been that the recognition and rewards associated with ownership of inventions and creative works stimulate further inventive and creative activity that, in turn, stimulates economic growth. Over a period of time and particularly in contemporary corporate paradigm, ideas and knowledge have become increasingly important parts of trade. Most of the value of high technology products and new medicines lies in the amount of invention, innovation, research, design and testing involved. Films, music recordings, books, computer software and on-line services are bought and sold because of the information and creativity they contain, not usually because of the plastic, metal or paper used to make them. Many products that used to be traded as low-technology goods or commodities now contain a higher proportion of invention and design in their value, for example, brand-named clothing or new varieties of plants. Therefore, creators are given the right to prevent others from using their inventions, designs or other creations. These rights are known as intellectual property rights.
The Convention establishing the World Intellectual Property Organization (1967) gives the following list of the subject matter protected by intellectual property rights: • literary, artistic and scientific works; • performances of performing artists, phonograms, and broadcasts; • inventions in all fields of human endeavor; • scientific discoveries; • industrial designs; • trademarks, service marks, and commercial names and designations; • protection against unfair competition; and • “all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fields.” With the establishment of the world trade Organization (WTO), the importance and role of the intellectual property protection has been crystallized in the Trade-Related Intellectual Property Systems (TRIPS) Agreement. It was negotiated at the end of the Uruguay Round of the General Agreement on Tariffs and Trade (GATT) treaty in 1994. The TRIPS Agreement encompasses, in principle, all forms of intellectual property and aims at harmonizing and strengthening standards of protection and providing for effective enforcement at both national and international levels. It addresses applicability of general GATT principles as well as the provisions in international agreements on IP (Part I). It establishes standards for availability, scope, use (Part II), enforcement (Part III), acquisition and maintenance (Part IV) of Intellectual Property Rights. Furthermore, it addresses related dispute prevention and settlement mechanisms (Part V). Formal provisions are addressed in Part VI and VII of the Agreement, which cover transitional, and institutional arrangements, respectively. The TRIPS Agreement, which came into effect on 1 January 1995, is to date the most comprehensive multilateral agreement on intellectual property. The areas of intellectual property that it covers are: (i) Copyright and related rights (i.e. the rights of performers, producers of sound recordings and broadcasting organisations); (ii) Trade marks including service marks; (iii) Geographical indications including appellations of origin; (iv) Industrial designs; (v) Patents including protection of new varieties of plants; (vi) The lay-out designs (topographies) of integrated circuits; (vii) The undisclosed information including trade secrets and test data.
Topic 1 
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What is Intellectual Property?

The history of the human race is a history of the application of imagination, or innovation and creativity, to an existing base of knowledge in order to solve problems or express thoughts. From early writing in Mesopotamia, the Chinese abacus, the Syrian astrolabe, the ancient observatories of India, the Gutenberg printing press, the internal combustion engine, penicillin, plant medicines and cures in Southern Africa, the transistor, semiconductor nanotechnology, recombinant DNA drugs, and countless other discoveries and innovations, it has been the imagination of the world’s creators that has enabled humanity to advance to today’s levels of technological progress.

Protection of intellectual property is ensured not only at the national but also at the international level. The World Intellectual Property Organization (WIPO) administers more than 20 treaties about intellectual property.

You may find other references at:

· http://www.wipo.int/about-wipo/en/what_is_wipo.html
· http://www.wipo.int/treaties/en/
What types of intellectual creations can be the subject matter of IP?

It is generally understood that IP includes rights relating to the following:
(a) Literary, artistic and scientific works (copyright)

(b) Performances of performing artists, phonograms, and broadcasts 

            (related rights)

(c) Inventions in all fields of human endeavor (industrial property)

(d) Scientific discoveries (industrial property)

(e) Industrial designs (industrial property)

(f) Marks and commercial names and designations (industrial property)

(g) Protection against unfair competition (industrial property)

(h) All other rights resulting from intellectual activity in the industrial, scientific, literary, and artistic fields

Intellectual property is sometimes divided into branches. The areas mentioned under (a) belong to the “copyright” branch and under (b) to the “related rights” branch of intellectual property. The areas under (c), (d), (e), (f), and (g) constitute the “industrial property” branch of IP.

READING 1

Exercise 1. Read through the text and answer the questions.

· What is intellectual property?
· What does the term “property” imply?
· How does intellectual property protection operate?
· Compare tangible rights and intangible rights.
· What subject matters of the IP do you know?

What is intellectual property (IP)?

IP is frequently referred to as ‘the novel products of human intellectual endeavour’. Yet, the use of the term ‘property’ to describe intellectual products implies the existence of rights and, perhaps more importantly, remedies in respect of the property and any unwarranted interference with it. A property paradigm, in turn, implies a system of control to be exercised by the right holder, that is, control of the subject matter of his property right. What makes a book your book in legal terms is the fact that no one can take, use or otherwise interfere with your property without your permission. At first level, intellectual property protection operates in a similar fashion. It is concerned with identifying and policing permissible and impermissible dealing with intellectual products, usually by reference to the consent of the right holder, at least in the first instance. However, in many other respects an analogy with tangible rights — that is, property rights over physical entities — does not help us to understand what we mean by intellectual property. For example, your book will not stop being your book at midnight tonight, yet in most cases intellectual property rights eventually expire, leaving the subject matter without an owner and so free to be used or exploited by anyone. Similarly, no one can require you to lend your book to others so that they might benefit from it, whereas with certain forms of intellectual property compulsory licences can be granted to third parties to exploit the property in question. Finally, all forms of intellectual property must qualify for protection according to stringent criteria which vary depending on the kind of property right that is being sought. This is not true of the other forms of property which assume the quality of property by sheer dint of their experience.

In law, intellectual property is an umbrella term for various legal entitlements which attach to certain names, written and recorded media, and inventions. The holders of these legal entitlements may exercise various exclusive rights in relation to the subject matter of the IP. The term intellectual property reflects the idea that this subject matter is the product of the mind or the intellect. The term implies that intellectual works are analogous to physical property and is consequently a matter of some controversy.

Exercise 2. Read through the text. Specify the principal forms of intellectual property and the statutes relevant to them in the UK
What is intellectual property law?

IP law comprises a wide range of forms of protection for intellectual property. It encompasses statutory and common law provisions and has aspects which are shaped by international, European and national consideration.

The statutory rights

There are four principal forms of intellectual property, and in the UK these are protected by statute. They are as follows:

Patents — Patents Act 1977

Patent law protects inventions, which can be described as technical solutions to technical problems. An invention can be a product or a process. An invention is the paradigmatic example of ‘industrial property’.

Copyright — Copyright, Design and Patents Act 1988

Copyright law is designed to protect aesthetic and artistic creations such as literary, musical, dramatic and artistic works — known as original works — together with derivative works such as films, sound recordings, cable programmes, broadcasts and the typographic arrangement of a published work (i.e. the way the material is laid out). Copyright was expanded considerably throughout the course of the 20th century to protect new and emerging forms of intellectual property such as computer software and databases. Copyright protection arises on the creation of a protectable work. There is no need to register the right.

Designs — Registered Designs Act 1949 and Copyright, Design and Patent Act 1988

Design law protects the way in which a commercially produced article ‘looks’ and/or ‘functions’. Designs can either be protected by registration (aesthetic designs) or automatically on the creation of a design document or an article embodying the design (primarily functional designs). The two forms of protection are not mutually exclusive. There is much potential for overlap between copyright protection for artistic works and design protection.

Trade marks — Trade Marks Act 1994

Trade marks operate to distinguish the goods and services of one enterprise from those of another. They exist as badges of origin and help the consumer to avoid confusion between goods or services of variable quality. Trade mark can assist greatly in bolstering protection for goods already protected by another form of intellectual property law. For example, patent protected drugs will invariably carry their own trade mark, e.g. Valium or Aspirin. Trade mark protection is awarded by registration.
The Concept of Intellectual Property Law

At the present stage of development of productive forces and formation of a postindustrial society, intellectual property relations turn from sphere of realization of human potential to a basic source of social and economic development of the nation. Nowadays intellectual property relation transformed in important component of social and economic basis of a society, and objects of intellectual property turned into defining factor of a social reproduction.

Intellectual activity is a process of mental activity, focused both on comprehension of human knowledge in a certain field, and on development and implementation of new knowledge to solve various problems (scientific, industrial, socio-cultural, etc.). The result of creative activity is an intellectual product, which under certain conditions (legal protection, classification, promulgation, etc.) becomes the intellectual property of its creator or a person to whom property rights are transferred according to the law or the contract.

According to the definition of the World Intellectual Property Organization, intellectual property (IP) means legal rights, which result from intellectual activity in the industrial, scientific, literary and artistic fields. There are several compelling reasons for promoting and protecting intellectual property. First, the progress and well-being of humanity rest on its capacity to create and invent new works in the areas of technology and culture. Second, the legal protection of new creations encourages the commitment of additional resources for further innovation. Third, the promotion and protection of intellectual property spurs economic growth, creates new jobs and industries, and enhances the quality and enjoyment of life. An efficient and equitable intellectual property system can help all countries to realize intellectual property’s potential as a catalyst for economic development and social and cultural well-being. The intellectual property system helps strike a balance between the interests of innovators and the public interest, providing an environment in which creativity and invention can flourish, for the benefit of all.
Intellectual property rights (IPR) refers to the legal rights given to the inventor or creator to protect his invention or creation for a certain period of time. IPRs allow creators, or owners, of patents, trademarks or copyrighted works to benefit from their own work or investment in a creation. These rights are outlined in Article 27 of the Universal Declaration of Human Rights, which provides for the right to benefit from the protection of moral and material interests resulting from authorship of scientific, literary or artistic productions.

Generally speaking, intellectual property law aims at safeguarding creators and other producers of intellectual goods and services by granting them certain time-limited rights to control the use made of those productions. Those rights do not apply to the physical object in which the creation may be embodied but instead to the intellectual creation as such. Intellectual property is traditionally divided into two branches, “industrial property” and “copyright.”

The Convention Establishing the World Intellectual Property Organization (WIPO), concluded in Stockholm on July 14, 1967 provides that “intellectual property shall include rights relating to: literary, artistic and scientific works, performances of performing artists, phonograms and broadcasts, inventions in all fields of human endeavor, scientific discoveries, industrial designs, trademarks, service marks and commercial names and designations, protection against unfair competition, all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fields.”

The areas mentioned as literary, artistic and scientific works belong to the copyright branch of intellectual property. The areas mentioned as performances of performing artists, phonograms and broadcasts are usually called “related rights,” that is, rights related to copyright. The areas mentioned as inventions, industrial designs, trademarks, service marks and commercial names and designations constitute the industrial property branch of intellectual property. The area mentioned as protection against unfair competition may also be considered as belonging to that branch, the more so as Article 1 of the Paris Convention for the Protection of Industrial Property includes “the repression of unfair competition” among the areas of “the protection of industrial property”.

The subject of intellectual property rights is a creator (creators) of the object of intellectual property that may be the author, performer, inventor, and other persons who own personal non-property and (or) property intellectual property rights.

Giving authors, artists and creators incentives in the form of recognition and fair economic reward increases their activity and output and can also enhance the results. By ensuring the existence and enforceability of rights, individuals and companies can more easily invest in the creation, development and global dissemination of their works. This, in turn, helps to increase access to and enhance the enjoyment of culture, knowledge and entertainment the world over, and stimulates economic and social development.

VOCABULARY IN USE

Exercise 3. Read through the text and fill in the gaps with appropriate words and phrases
validity of registered rights; harmonize jurisdiction and enforcement of judgments; infringement proceedings; by way of defense; recognition and enforcement of foreign judgments

The Hague Conference on Private International Law

For a number of years the Hague Conference on Private International Law has been working on the text of a Convention that would 1. … for commercial matters. However, the proposals have proved controversial, not least in the area of intellectual property. From ambitious beginning in 1996: “… to include in the Agenda of the Nineteenth Session the question of jurisdiction, and 2. … in civil and commercial matters’ the Convention, as finally agreed on 30 June 2005 concerns only agreed exclusive choice of court clauses in civil or commercial matters and the enforcement of judgments. The measures of intellectual property proved to be consistently difficult to negotiate. Questions arose as to whether intellectual property should be included at all, and if so, whether questions as to the 3. … should be excluded. On intellectual property matters the Convention does not apply to:
· The validity of intellectual property rights other than copyright and related rights;
· Infringement of intellectual property rights other than copyright and related rights, except where 4. … are brought for breach of a contract between the parties relating to such rights, or could have been brought for breach of that contract;
· The validity of entries in public registers.
But Article 2.3 goes on to state that notwithstanding what is said in Article 2 if an excluded matter arises ‘merely as a preliminary question and not as an object of the proceedings’, in particular if it arises 5. …, then proceedings are not excluded from the Convention ‘if that matter is not an object of the proceedings’.

Exercise 4. Discuss the following phrases in pairs and explain them in your own words.

— to harmonise jurisdiction and enforcement of judgments for commercial matters;
— to prove controversial;
— validity of registered rights;
— related rights;
— infringement proceedings;
— public register
READING 2

Exercise 5. Read through the text and translate it focusing on the speech connectors and inversion for stylistic purposes. Compare and contrast the following forms of intellectual property using the words whereas or while.

Patents protect inventions which must display novelty, i.e. the invention must never previously have been available to the public by any means anywhere in the world. This is the strictest requirement of its kind in intellectual property law. However, if it and the other patentability criteria are met, the reward is the strongest type of intellectual property monopoly available. This is the absolute monopoly which allows the holder to prevent every unauthorized use of his invention in the marketplace. Thus, rivals cannot make and sell illicit copies of the protected invention, nor import such copies, nor indeed sell the invention in a kit form without fear of an infringement action.

Copyright protects works that demonstrate originality. Here, originality simply means that there must be some evidence of independent skill or intellectual endeavour on the part of the creator, and that the work is not simply copied from an existing work. In the realm of copyright, originality does not mean novelty in the same sense we find in patent law. There is a good reason why different terminology is used because the threshold to qualify for protection is set a very different level. The monopoly one receives in a copyright law mere a right to prevent unauthorized copying or interference with one’s own work. It is not a monopoly throughout the market of the subject matter of the property right. A copyright monopoly is restricted to the particular expression that the intellectual property creator gives to his work. It is not a monopoly over the underlying idea itself. This is just as well, for were it otherwise copyright monopolies could significantly hinder the production of works in the fields of literature and arts. Human beings are not very imaginative creatures. We always explore the same themes through our stories: birth, death, love, betrayal, revenge, hate, reconciliation and salvation. Copyright does not prevent anyone writing about these subjects, it merely protects the ways in which particular stories are told.

VOCABULARY IN USE

Exercise 6. Complete the expressions below using the prepositions in the box. Give equivalents.

for; in (2); from (2); on; with; to; up

to operate … a similar fashion;

to benefit … something;
to exploit property … question;
to qualify … protection;
arise … the creation of a work;
to make … the body of IP law;
to comply … the European Directive;
to exclude foreign nationals … protection; to be accorded … foreign nationals

Exercise 7. Add the prefixes in-, un-, im-, il- to each of the following words to form its opposition and use in the sentences of your own.

tangible; permissible; adequate; registered; authorized; legal
READING 3

Exercise 8. Interpret the text and answer the question What does the term “passing off” imply?

Common law actions

Beyond these statutory rights a number of common law actions are also considered to make up the body of intellectual property law in the UK.
Passing off: Passing off protects the reputation or ‘goodwill’ of traders in respect of their product ‘get-up’, name or trading style. The action becomes relevant when traders copy a rival’s ‘get up’ and when this leads to, or is likely to lead to, public confusion between the competing products. There is much scope for overlap between trade mark protection and passing off. Often both actions are brought in same dispute.

Exercise 9. Read through the text and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

1. Nowadays the list of existing forms of intellectual property rights protection is comprehensive.

2. Semi-conductor topography is a special form of unregistered design right.
3. Plant breeders’ rights are not protected under UK legislation.
4. The only way to protect a database is to apply for a sui generis form protection.

Sui generis rights
In more recent years a series of new intellectual property rights have been introduced, usually because of the success of arguments that existing forms of protection are inadequate to accommodate emerging technologies, and/or because political agendas have desired a novel and unique form of protection. Some key examples include the following:

Semi-conductor topography concerns the layout of computer circuit boards. The UK originally created a ‘topography right’ in 1989 to comply with a European Directive. Since then topographies have been protected as a special form of unregistered design right. The move to protect this form of intellectual property came after pressure was brought to bear by the USA which threatened to exclude foreign nationals from protection under its own law if equivalent provision did not exist in their own countries.

Plant breeders’ rights: new varieties of plants and seeds can be protected by a right of protection under UK legislation which complies with a European regulation from 1994.

Database right: compilation of data can receive protection in Europe as a database in two separate ways. First, if the structure of the compilation is original, then the structure is protected by copyright. Second, the underlying material can be protected if sufficient investment has been made in its compilation. ‘Investment’ is broadly defined and includes both investment of time and money. This material is protected by a ‘database right’ which entitles the ‘maker’ of the database to prevent another from extracting the whole or a significant part of the database without permission. This is a sui generis form of protection which is not required under international obligations. It will therefore only be accorded to foreign nationals whose country accords similar degrees of protection. Copyright protection in the contents of the database is not precluded by the existence of the new right.

Exercise 10. Read through the text. Discuss with a partner the common elements of all forms of intellectual property protection, making use of the following sentence connectors.

The question of … arises with regard to…; as far as smth is concerned…; what is of importance is that…; clearly,…; furthermore…; next…; finally….

Summary of common themes

A series of common themes and elements run through many, sometimes all, forms of intellectual property protection.
· Qualification for protection: novelty
All forms of intellectual property must be ‘new’ in order to receive the protection of the law. However, the degree to which a creation must be new varies with each form of the IPR.

· Procedure for protection: Registration
Many of the statutory IPRs require registration. This assists in the identification of the property to be protected and administration of the rights to be granted.

· Form of protection: Monopoly
Monopolies are granted to IP producers to control how their property is used and exploited by others. Different forms of monopoly attach to the different IPRs. Note, however, a common feature of these monopolies is that they only give a negative right of exclusion from the marketplace. That is, there is no positive entitlement to privilege or success in the market, and the right is a public right to be exercised against those who would compete with the IP holder in a public forum. Intellectual property constrains rarely reach into the private sphere. Thus any party who has privately used an invention prior to its being the subject of a patent, or anyone who has honestly and concurrently been using a mark prior to its registration by a third party, cannot be prevented from continuing in their enjoyment of their property.

· Duration of protection: Time limits
One feature of the need to strike a balance in the provision of intellectual property protection can be seen in the imposition of the time limits on the duration of many intellectual property rights. Often, this is connected with the strength of the monopoly which is offered.

· Implementation of protection: Remedies
The remedies which are available for infringement of intellectual property rights are, in the main, uniform: injunction, delivery up, damages or account of profits.

VOCABULARY IN USE

Exercise 11. There are some notices of protection of intellectual property you may find attached to works. Match the following copyright notices with their description. Translate the descriptions.

1. patent pending
2. ®
3. ©
4. ™
5. D

6. P
7. T

а) Copyright protection arises automatically whenever a qualifying work is created. However, in order to gain international recognition and reciprocity of that protection under the Universal Copyright Convention (1971), this symbol should appear on the work, together with the name of the author and the date when the work was first made publicly available.

b) This term is used once a patent has been applied for but before it is granted. Inventors attach this to their inventions to put rivals on notice that an application is being considered. The novelty of an invention is tested by reference to what was publicly available prior to a patent application being filed. In this period an invention must not appear in the public domain — if it does, protection will never be granted. Once an application is filed, however, marketing of the invention can go ahead without any risk of prejudice to the patent application.

c) Intellectual property producers sometimes attach this symbol to signs, names or logos in an attempt to infer that these are trade marks. Often this happens when trade mark protection has been refused, or is unlikely to be granted, or the producer does not want to go to the time and expense of registering his mark. In Europe, this symbol has no legal effect whatsoever.

d) This symbol indicates that a trade mark is registered. Only formally registered marks are entitled to appear with this symbol. It is an offence falsely to represent that a mark is a registered trade mark.

e) This symbol appears in respect of topography rights under the EC Directive 87/54 of 16 December 1986. Where the legislation of member states provides that semiconductor products manufactured using protected topographies may carry an indication this should be in one of the following form: ‘T’, {T}, T*.

f) This notice appears on registered designs which seek recognition under the Hague Agreement Concerning the International Deposit of Designs (1960).The encircled symbol must appear together with the year of the deposit, the name of the deposit and number of the international deposit.

g) This symbol puts others on notice that rights of producers of phonograms or performers are being claimed under the Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organisations (1961). As above, name and date must also appear.

Exercise 12. Match these types of remedies (1–4) available for infringement of intellectual property rights with their definitions (a — d).

	
	a) compensation, in a monetary form, assessed by the

	1)
	court to reflect what, in its opinion, you have lost as a

	injunction
	result of an infringer’s activities;

	2)
	b) an action requiring a third party to desist unlawful

	delivery
	conduct (e.g. to prevent a trader from selling infringing

	up
	copies of your CD)

	3)
	c) this remedy ensures that the infringer must hand

	damages
	over all infringing copies for destruction to stop the

	4) account
	rogue trader from selling these copies;

	of profits
	d) this remedy requires that the infringer’s profits made

	
	from his illegal activities be handed over to you

	
	

	
	


PROJECT WORK

Exercise 13. Choose a topic and prepare a presentation.

1. What is intellectual property?
2. What is Intellectual Property Law?
3. The future of Intellectual Property Law in the Context of `Business and Economic Development.

Topic 2 
International Intellectual Property Law
VOCABULARY

constituent instrument 
intergovernmental organization 
specialized agency 
emerge under the auspices 
cross-border dispute settlement 
contractual dispute 
cost-efficient 
pending procedure 
venue of the proceedings 
governing law 
WIPO 
BIRPI 
READING 1

Exercise 1. Read through the text and answer the questions.

1. What is WIPO? What is the mission of WIPO?
2. When was WIPO established? What is the WIPO’s the constituent instrument?
3. When did the need for international protection of intellectual property become evident? What was the first step taken to protect intellectual works internationally?
4. What is the aim of the Berne Convention? What kind of works does the Berne Convention protect?
5. What does the Paris Convention cover?
6. What organization was the WIPO’s immediate predecessor?
7. What does BIRPI stand for?

What is WIPO?

WIPO is the global forum for intellectual property services, policy, information and cooperation. WIPO is a self-funding agency of the United Nations, with 188 member states.
The mission of WIPO is to lead the development of a balanced and effective international intellectual property (IP) system that enables innovation and creativity for the benefit of all. The WIPO’s mandate, governing bodies and procedures are set out in the WIPO Convention.

The WIPO Convention, the constituent instrument of the World Intellectual Property Organization (WIPO), was signed at Stockholm on July 14, 1967, entered into force in 1970 and was amended in 1979. WIPO is an intergovernmental organization which in 1974 became one of the specialized agencies of the United Nations system. The origins of WIPO go back to 1883 and 1886 when the Paris Convention for the Protection of Industrial Property and the Berne Convention for the Protection of Literary and Artistic Works provided for the establishment of an “International Bureau”. The two bureaus were united in 1893 and, in 1970, were replaced by the World Intellectual Property Organization, by virtue of the WIPO Convention.

WIPO — A Brief History

These are some of the key milestones in the Organization’s history.
1883 — Paris Convention
The Paris Convention for the Protection of Industrial Property is born. This international agreement is the first major step taken to help creators ensure that their intellectual works are protected in other countries. The need for international protection of intellectual property (IP) became evident when foreign exhibitors refused to attend the International Exhibition of Inventions in Vienna, Austria in 1873 because they were afraid their ideas would be stolen and exploited commercially in other countries. The Paris Convention covers: inventions (patents), trademarks, industrial designs.
1886 — Berne Convention
Following a campaign by French writer Victor Hugo and his Association Littéraire et Artistique Internationale the Berne Convention for the Protection of Literary and Artistic Works is agreed. The aim is to give creators the right to control and receive payment for their creative works on an international level. Works protected include:

— novels, short stories, poems, plays;

— songs, operas, musicals, sonatas; and drawings, paintings, sculptures, architectural works.

1891 — Madrid Agreement
With the adoption of the Madrid Agreement, the first international IP filing service is launched: the Madrid System for the international registration of marks. In the decades that follow, a full spectrum of international IP services will emerge under the auspices of what will later become WIPO.

1893 — BIRPI established
The two secretariats set up to administer the Paris and Berne Conventions combine to form WIPO’s immediate predecessor, the United International Bureaux for the Protection of Intellectual Property — best known by its French acronym, BIRPI.

(Bureaux Internationaux Reunis pour la Protection de la Propiete Intellectuelle — United International Bureaus for Protection of Intellectual Property). The organization, with a staff of seven, is based in Berne, Switzerland.

1974 — WIPO joins the UN
WIPO joins the United Nations (UN) family of organizations, becoming a specialized agency of the UN. All member states of the UN are entitled, though not obliged, to become members of the specialized agencies. 
READING 2
Exercise 2. Read through the text and answer the questions.
1. Why was the WIPO Arbitration and Mediation Center established?
2. Where is the office of the WIPO Arbitration and Mediation Center situated?
3. What does the subject matter of the proceedings include?
4. What is meant by contractual/non-contractual disputes? Give examples.
5. What parties do the WIPO disputes include?

WIPO Arbitration and Mediation Center

Based in Geneva, Switzerland, with a further office in Singapore, the WIPO Arbitration and Mediation Center was established in 1994 to offer Alternative Dispute Resolution (ADR) options for the resolution of international commercial disputes between private parties. Developed by leading experts in cross-border dispute settlement, the arbitration, mediation and expert determination procedures offered by the Center are widely recognized as particularly appropriate for technology, entertainment and other disputes involving intellectual property. Since 2010 the Center has an office at Maxwell Chambers in Singapore.

An increasing number of cases are being filed with the Center under the WIPO Arbitration, Expedited Arbitration, Mediation and Expert Determination Rules. The subject matter of these proceedings includes both contractual disputes (e.g. patent and software licenses, trademark coexistence agreements, distribution agreements for pharmaceutical products and research and development agreements) and non-contractual disputes (e.g. patent infringement). WIPO disputes have involved parties based in different jurisdictions including Austria, China, France, Germany, Hungary, India, Ireland, Israel, Italy, Japan, the Netherlands, Panama, Spain, Switzerland, the United Kingdom and the United States of America. The Center makes available a general overview of its caseload as well as descriptive examples of mediation and arbitration cases.

The Center believes that the quality and commitment of the neutrals are crucial to the satisfactory resolution of each case. The Center assists parties in the selection of mediators, arbitrators and experts from the Center’s database of over 1,500 neutrals with experience in dispute resolution and specialized knowledge in intellectual property disputes. Where necessary in individual cases, the Center will use its worldwide contacts to identify additional candidates with the required background. After appointment also, the Center monitors its cases in terms of their time and cost effectiveness.

The Center conducts a number of workshops focused on its procedures in Geneva during the course of the year which are frequented especially by intellectual property professionals including prospective WIPO neutrals. There is also available an online course on arbitration and mediation under the WIPO Rules.

The Center has focused significant resources on establishing an operational and legal framework for the administration of disputes relating to the Internet and electronic commerce. The Center provides time- and cost-efficient mechanisms to resolve internet domain name disputes arising out of the abusive registration and use of Internet domain names, without the need for court litigation. In addition, the Center is frequently consulted on other specialized dispute resolution services.

An independent and impartial body, the Center forms part of the World Intellectual Property Organization.

VOCABULARY IN USE

Exercise 3. Read through the text and fill in the gaps with appropriate words and phrases.

in principle; to a large extent; in the context of; on the part of; as well as; diversity; draw upon; in view of
Neutrals

Effective proceedings 1. … depend on the quality of the neutral. Intellectual property disputes demand not only optimal procedural skills 2. … the decision-maker, but also specialized knowledge within the areas of patents, trademarks, copyright, designs or other form of intellectual property that is the subject of the dispute.
Parties can 3. … a growing database of over 1,500 independent WIPO arbitrators, mediators and experts globally. The candidates on the WIPO List of Neutrals range from seasoned dispute resolution generalists to highly specialized practitioners and experts covering the entire legal and technical spectrum of intellectual property. Their geographical 4. … suits the international character of many disputes.
Where the WIPO Center is called upon to appoint a neutral 5. … a pending procedure under the WIPO Rules, the WIPO Center, taking into account the specific characteristics of the dispute, makes available detailed database profiles of suitable candidates. These dispute characteristics include:
· Method of resolving the dispute (i.e. arbitration, mediation, expert determination)
· Governing law
· Nationality and/or identity of the parties and their representatives
· Area of intellectual property law
· Technical or business area
· Language of the proceedings
· Venue of the proceedings

6. … the need for the neutral and the WIPO Center to preserve their impartiality and independence, the WIPO Center 7. … does not make unilateral recommendations to only one party (that is, does not normally do so to one party without the other party’s consent).
The WIPO Center has a strong commitment to the time and cost effective conduct of cases. In its selection process 8. … in the administration of the case, the WIPO Center makes every effort to ensure that its appointed neutrals share this commitment.
SPEAKING

Exercise 4. Read the text “Neutrals” more closely and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

1. Effective proceedings to a large extent depend on the subject matter of the dispute.
2. The WIPO Center in principle does not make unilateral recommendations to only one party without the other party’s consent.
3. The WIPO Center does not have a strong commitment to the time and cost effective conduct of cases.

Exercise 5. Answer the question to the text “Neutrals”.

1. What does the WIPO Center take into account when appointing a neutral to resolve a dispute?

2. What do dispute characteristics include?

VOCABULARY IN USE

Exercise 6. Discuss the following phrases in pairs and explain them in your own words.

time- and cost-efficient;
abusive registration;
neutrals;
dispute resolution generalists;
highly specialized practitioners.

Exercise 7. Translate and give equivalents.

Venue of the proceedings; pending procedure; geographical diversity; immediate predecessor; time and cost effective conduct of cases; highly specialized practitioners; a balanced and effective international intellectual property (IP) system; make every effort; the abusive registration of Internet domain names; a general overview of its caseload; French acronym; dispute resolution generalists; cross-border dispute settlement; neutrals; has a strong commitment; to frequent.

READING 3

Exercise 8. Read through the article and answer the questions.

1. What was the purpose of establishing the IP Court?
2. What are the functions of the IP Court as a court of first instance?
3. What is the second role of the IP Court?
4. What kind of cases keep the IP Court busy?
5. An infringement lawsuit still has to be first filed in a regional commercial court when does the IP Court step in?
6. Are the decisions given by the IP Court easily accepted?

PROJECT WORK

Exercise 9. Choose a topic and prepare a presentation
1. The WIPO Convention.
2. The Paris Convention.
3. The Bern Convention.
4. The Madrid Agreement.
5. The IP Court in the Russian Federation

Topic 3 
Copyright: Obtaining and enforcing copyright
VOCABULARY

embody in a tangible form of expression 

copyright notice 
substantial similarity 
derivative work 
moral rights 
right of publication 

right of integrity 
personality rights 
right of privacy 
resale right 

shop right 
outright transfer 
earn return 

be based on the material 
false attribution of authorship 
overlapping laws 
by operation of law 

within the scope of employment 
transferor 

What is copyright?

Copyright aims at providing protection to authors (writers, artists, music composers, etc.) on their creations. Such creations are usually designated as “works”.

What is covered by copyright?

Works covered by copyright include, but are not limited to, literary works such as novels, poems and plays; reference works such as encyclopedias and dictionaries; databases; newspaper articles; films and TV programs; musical compositions; choreography; artistic works such as paintings, drawings, photographs and sculptures; architecture; and advertisements, maps and technical drawings. Copyright also protects computer programs.

Copyright does not however extend to ideas, but only to the expression of thoughts. For example, the idea of taking a picture of a sunset is not protected by copyright. Therefore, anyone may take such a picture. But a particular picture of a sunset taken by a photographer may be protected by copyright. In such a case, if someone else makes copies of the photograph, and starts selling them without the consent of the photographer, that person would be violating the photographer’s rights.

Do you need to accomplish any formalities in order to be protected?

Copyright protection is obtained automatically without any need for registration or other formalities. A work enjoys protection by copyright as soon as it is created.

However, many countries provide for a national system of optional registration and deposit of works. These systems facilitate, for example, questions involving disputes over ownership or creation, financing transactions, sales, assignments and transfers of rights.

What types of rights does copyright provide?

There are two types of rights under copyright:

(a) Economic rights, which allow the owner to derive financial reward from the use and exploitation of the work; and

(b) Moral rights, which highlight the personal link existing between the author and the work.

What are the economic rights covered by copyright?

Under economic rights, the creators of a work can use their work as they see fit.

They can also authorize or prohibit the following acts- in relation to a work:

· reproduction in various forms, for example in a printed publication or by recording the work in cassettes, compact disks or videodiscs, or by storing it in computer memories;

· distribution, for example through sale to the public of copies of the work;

· public performance, for example by performing music during a concert, or a play on stage;

· broadcasting and communication to the public, by radio or T.V, cable or satellite;

· translation into other languages;

· adaptation, for example by converting a novel or a play into a screenplay for a film.
Recent international developments also allow for works to be protected in the context of the Internet. The WIPO Copyright Treaty (WCT), concluded in 1996, addresses the challenges posed by today’s digital technology, thus ensuring that copyright owners will be adequately and effectively protected when their works are disseminated through new technology and communications systems such as the Internet.

What rights do moral rights cover?

Under moral rights, the author may claim:

· the right to have authorship recognized on the work. That is basically the right of the creator to have his or her name mentioned as the author, in particular when the work is used.

· the right to integrity of the work, that is the right to object to the work being modified, or being used in contexts that may cause harm to the reputation or honor of the author.

How are economic rights exploited?

Many creative works protected by copyright require financial investment and professional skills for their production and further dissemination and mass distribution. Activities such as book publishing, sound recording or film producing are usually undertaken by specialized business organizations or companies, and not directly by the authors. Usually, authors and creators transfer their rights to these companies by way of contractual agreements, in return for compensation. The compensation may take different forms, such as lump sum payments, or royalties based on a percentage of revenues generated by the work.

Many authors do not have the ability or the means to manage their rights themselves. They often resort to collective management organizations or societies which provide for their members, the benefits of the organization’s administrative and legal expertise and efficiency in collecting, managing and disbursing royalties. These royalties are obtained from the national and international use of a member’s work on a large scale, by, for example, broadcasting organizations, discotheques, restaurants, libraries, universities and schools.

How long does copyright last?

Copyright has a time limit: it usually lasts for the life of the author and 50 years after his death. This rule, which is shared by the majority of countries, has been established by the Berne Convention for the Protection of Literary and Artistic Works. Once the term has expired, the work is in the “public domain”. Thereafter, everybody will be free to use the work, without obtaining a specific authorization from the copyright owner.

However, the Berne Convention allows to provide for a longer period (usually 70 years). In order to know what period of protection applies to a work in a particular country, it is advisable to read the national copyright legislation of that country.

To what extent can you use someone else’s work without getting permission?

Copyright is subject to limitations and exceptions, which take into account social, educational and other public policy considerations. International treaties, as well as national laws, allow to freely use limited portions of a work for certain purposes, such as news reporting, or making quotations in a way compatible with fair practices, or by way of illustration for teaching.

Such cases of free use may vary from country to country and it is advisable to revert to the national law of that country, in order to verify whether advantage can be taken of such a possibility.

Why protect copyright?

Copyright contributes to human creativity by giving creators incentives in the form of recognition and fair economic rewards. Under this system of rights, creators are assured that their works can be disseminated without fear of unauthorized copying or piracy. This in turn helps increase access to the works and enhances the enjoyment of culture, knowledge, and entertainment all over the world.

READING 1

Exercise 1. Read through the text and answer the questions.

1. What is copyright?
2. What are the subjects of copyright?
3. What are the differences in subject matter of the Berne and Rome Conventions?
4. What does copyright protect?

Copyright is a set of exclusive rights regulating the use of a particular expression of an idea or information. At its most general, it is literally “the right to copy” an original creation. In most cases, these rights are of limited duration. The symbol for copyright is ©, and in some jurisdictions may alternatively be written as either (c) or ©.

Copyright may subsist in a wide range of creative, intellectual, or artistic forms or “works”. Literary, dramatic, musical and artistic works and films will be collectively referred to as “author works”, and sound recordings, broadcasts will be grouped as “media works”. Designs or industrial designs may have separate or overlapping laws applied to them in some jurisdictions. The distinction is derived from the international structure of copyright: the Berne Convention for literary and artistic productions, and the Rome Convention for sound recordings and broadcasts.
The distinction rests on a number of points, of which the most important conceptually is the idea that the second group relies essentially on the operation of machinery and technology where the first depends upon one or more individuals as creator. Another element may be that the author works content is protected, whereas with media works it is media itself, or the signal, that is protected rather than the material embodied within it. So a song or music have author copyright, while the sound recordings and broadcasts containing them are purely media ones. Copyright is one of the laws covered by the umbrella term intellectual property.
Copyright law covers only the form or manner in which ideas or information have been manifested, the “form of material expression”. It is not designed or intended to cover the actual ideas, concepts, facts, styles, or techniques which may be embodied in or represented by the copyright work. For example, the copyright which subsists in relation to a Mickey Mouse cartoon prohibits unauthorized parties from distributing copies of the cartoon or creating derivative works which copy or mimic Disney’s particular anthropomorphic mouse, but does not prohibit the creation of artistic works about anthropomorphic mice in general, so long as they are sufficiently different to not be deemed imitative of the original. In some jurisdictions, copyright law provides scope for satirical or interpretative works which themselves may be copyrighted. Other laws may impose legal restrictions on reproduction or use where copyright does not — such as trademarks and patents.
Copyright laws are standardized through international conventions such as the Berne Convention in some countries and are required by international organizations such as the European Union or the World Trade Organization from their member states.

Exercise 2. Read through the text and fill in the gaps with appropriate words and phrases. Say whether the following statements are true or false. If they are false correct them, if they are true prove it.

in force at creation; mutual recognition and enforcement; entitled to all copyrights; the copyright expires; rather than merely bilaterally; implement large parts of it; being treated equivalently

1. Under the Berne Convention, an author has to apply for a copyright in countries adhering to the Berne Convention.

2. An author is entitled to all copyrights in the fixed work until the copyright expires.

3. The principle of national treatment means that states enter into negotiations for the mutual recognition and enforcement of foreigners’ copyrights.

4. The Berne Convention enables the reproduction of literary and artistic works without the right holder’s prior permission.

The Berne Convention

The major problem which domestic legislation alone could not solve was unauthorised activity outside the UK. Copyright remained entirely limited to the territory in which it was granted, leaving authors and publishers unprotected beyond their home shores. As international markets for creative output began to take off in the course of the 19th century, so states began to enter into negotiations for the 1. … of foreigners’ copyrights.
The 1886 Berne Convention first established recognition of copyrights among sovereign nations, 2. ... Under the Berne Convention, copyrights for creative works do not have to be asserted or declared, as they are automatically 3. … an author need not “register” or “apply for” a copyright in countries adhering to the Berne Convention. As soon as a work is “fixed”, that is, written or recorded on some physical medium, its author is automatically 4. … in the work, and to any derivative works unless and until the author explicitly disclaims them, or until the 5. …. This principle is called a focus on the author as the key figure in copyright. The Berne Convention also resulted in foreign authors 6. … to domestic authors, in any country signed onto the Convention — it’s the principle of national treatment. Another main feature of the Berne Convention is the possibility of exceptions to copyright, enabling the reproduction of literary and artistic works without the right holder’s prior permission.
The UK signed the Berne Convention in 1887 but did not 7. ... it until 100 years later with the passage of the Copyright, Designs and Patents Act of 1988. The USA did not sign the Berne Convention until 1989.
The regulations of the Berne Convention are incorporated into the World Trade Organization’s TRIPS agreement, thus making the Berne Convention practically world-wide.

VOCABULARY IN USE

Exercise 3. Discuss the following phrases in pairs and explain them in your own words.

• domestic legislation;

· unathorised activity;
· mutual recognition and enforcement of foreigners’ copyrights;
· be automatically in force at creation;
· disclaim the rights explicitly.

Exercise 4. Think of the differences between the words below, give their definitions and usein sentences of your own.

to sign;
to incorporate;
to implement;
to ratify.

LISTENING 1

Exercise 5. Listen to the first part of the text Rationale of copyright and interpret it sentence by sentence. Answer the question What made copyright develop in the early modern period?

Exercise 6. Listen to the second part of the text and complete the extract. Compare common law and civil law concepts of what copyright is for.

Rationale of copyright

Despite the harmonising effects of the Berne Convention two major conceptualisations of the functions of copyright can still be identified in the world’s legal systems. The Anglo-American tradition emphasises the ___________ of copyright. Protection of ____________ against unauthorised acts of exploitation enables right holders either to go to art market with a product based on the material, or to grant others, by ______________ or, more typically, by licence, the right to do so for whatever seems an appropriate price. In the absense of copyright, which would enable freeriding by would-be users, it is unlikely that producers of the material would earn any _________ for their work, and without that incentive production would dry up or slacken significantly.

Copyright is thus essentially a response to ___________, a means by which socially beneficial activities can be made financially worthwhile for those engaging in them. It rests ultimately upon the general or public interest in having ideas, information and entertainment made ___________, and in rewarding those — publishers as well as the creators of the works — who perform this function in society in accordance with the public demand for their efforts. In contrast, the Civil Law tradition sees copyright as springing from the _____________ of the individual creator of the subject matter. This perception is reflected in the name ‘author-law’ given to the topic by the various Continental systems. Protection is given out of respect for the individual’s creative act of production, and extends beyond the merely economic to the so-called ‘moral rights’: __________ — the right to be identified as the creator of a work, ____________ — the right to object to derogatory of his work, artists’ _________________ — a right to a royalty on any sale of work that is a resale subsequent to the first tranfer of ownership by the author, _______________ of certain photographs and films, false attribution of authorship — not to have a work attributed to him. Copyright is thus rooted in protection of the individual personality and interests of the author as expressed in his work. Companies and organisations can not be creators. 

READING 2
Exercise 7. Read through the text and answer the questions.
1. What are the requirements for the work to be qualified for copyright?

2. How can a holder in the United States obtain and enforce his or her exclusive rights?

3. What are the benefits of registration of works?

4. What is a “work for hire”?

5. In what courts can holders enforce their copyrights?

6. What are criminal sanctions aimed at?

Obtaining and enforcing copyright

Typically, a work must meet minimal standards of originality in order to qualify for copyright, and the copyright expires after a set period of time (some jurisdictions may allow this to be extended). Different countries impose different tests, although generally the requirements are low; in the United Kingdom there has to be some ‘skill, originality and work’ which has gone into it. However even fairly trivial amounts of these qualities are sufficient for determining whether a particular act of copying constitutes an infringement of the author’s original expression. In Australia and the United Kingdom it has been held that a single word is insufficient to comprise a copyright work. In the UK, however, single words or a string of words, usually less than eight, can be registered as a “Trade Mark” instead.
In the United States, copyright has been made automatic (in the style of the Berne Convention) since March 1, 1989, which has had the effect of making it appear to be more like a property right. Thus, as with property, a copyright need not be granted or obtained through official registration with any government office. Once an idea has been reduced to tangible form, for example by securing it in a fixed medium (such as a drawing, sheet music, a photograph, a videotape or a letter), the copyright holder is entitled to enforce his or her exclusive rights. However while a copyright need not be officially registered for the copyright owner to begin exercising his exclusive rights, registration of works (where the laws of that jurisdiction provide for registration) does have benefits; it serves as prima facie evidence of a valid copyright and enables the copyright holder to seek statutory damages and attorney’s fees (whereas in the USA, for instance, registering after an infringement only enables one to receive actual damages and lost profits). The original holder of the copyright may be the employer of the actual author rather than the author himself if the work is a “work for hire”. Again, this principle is widespread; in English law the Copyright Designs and Patents Act 1988 provides that where a work in which copyright subsists is made by an employee in the course of that employment, the copyright is automatically owned by the employer which would be a “Work for Hire.”

Copyrights are generally enforced by the holder in a civil law court, but there are also criminal infringement statutes. Criminal sanctions are generally aimed at serious counterfeiting activity, but are now becoming more commonplace as copyright collectives such as the RIAA* are, more and more, targeting the file sharing home Internet user. Thus far, however, most such cases against file sharers have been settled out of court for several thousands of dollars.

*RIAA — The Recoding Industry Association of America.

VOCABULARY IN USE

Exercise 8. Match the concepts with their definitions and translate.

exclusive right; derivative work; work for hire; creative work; jurisdiction; file sharing; prima facie; exclusive rights
1. Anglo-Saxon law; it is a de facto, non-tangible prerogative existing in law to perform an action or acquire a benefit and to permit or deny others the right to perform the same action or to acquire the same benefit.
2. In law, it is the practical authority granted to a formally constituted legal body or to a political leader to deal with and make pronouncements on legal matters and, by implication, to administer justice within a defined area of responsibility.
3. “On its first appearance”, or “by first instance”, and is used in modern legal English to signify a matter that appears on first examination to be self-evident from the facts.
4. It is an exception to the general rule that the person who actually creates a work is the legally-recognized author of that work.
5. It is a tangible manifestation of creative effort such as literature, paintings, software.

6. It is the practice of making files available for other users to download over the Internet and smaller networks.
7. It is an artistic creation that includes major, basic copyrighted aspects of an original, previously created first work.

Exercise 9. Translate focusing on the underlined constructions.

1. The issue was whether these parts of a larger work could by themselves constitute another work.
2. It was held that the three features were not, when taken in isolation, sufficiently separable from the remainder of the song as to be a musical work in their own right. Nor did they amount to a substantial part of ‘Forever After’ taken as a whole.

3. The works in question were excluded from copyright, not on the grounds of lack of merit, but on the grounds that they lacked the intellectual qualities of the categories under which copyright was claimed.
4. If a text is printed unaltered from a previous edition and the editorial matter consists of annotations and appendices, then, so long as these have independent value, there will be a new copyright, independent of that of the text, if any.

Exercise 10. Fill in the gaps with appropriate prepositions and translate the sentences.

1. Copyright may subsist … a wide range of creative, intellectual, or artistic forms or “works”.
2. Designs or industrial designs may have separate or overlapping laws applied … them in some jurisdictions. Other laws may impose legal restrictions … reproduction or use where copyright does not.
3. … the Berne Convention, copyrights for creative works do not have to be asserted or declared.
4. Copyrights for creative works are automatically in force at creation: an author need not “apply …” a copyright in countries adhering … the Berne Convention.
5. As soon as a work is “fixed” its author is automatically entitled … all copyrights in the work.

6. Isn’t it time that the talks resulted … a decision?

7. The Berne Convention also resulted … foreign authors being treated equivalently to domestic authors, in any country signed … the Convention.

8. A work must meet minimal standards of originality in order to qualify … copyright.

9. Criminal sanctions are generally aimed … serious counterfeiting activity.

SPEAKING

Exercise 11. Interpret the questions in English
_____________________________?

Copyright covers works of the sciences, literature, and the arts that are the result of creative activity. Copyright is a set of exclusive rights regulating the use of a particular expression of an idea or information.

_____________________________?

An ‘objective form’ is any realization of a work such that it can be perceived by others in any way.

_____________________________?

Copyright may subsist in a wide range of creative, intellectual, or artistic forms. These include poems, theses, plays, and other literary works, movies, choreographic works, musical compositions, audio recordings, paintings, drawings, sculptures, photographs, software, radio and television broadcasts of live and other performances, and, in some jurisdictions, industrial designs.

_____________________________?

Copyright law covers only the form or manner in which ideas or information have been manifested, the “form of material expression”.

_____________________________?

The copyright which subsists in relation to a Mickey Mouse cartoon prohibits unauthorized parties from distributing copies of the cartoon or creating derivative works which copy Disney’s particular anthropomorphic mouse, but does not prohibit the creation of artistic works about anthropomorphic mice in general, so long as they are sufficiently different to not be deemed imitative of the original.

_____________________________?

Under the Berne Convention, copyrights for creative works do not have to be asserted, as they are automatically in force at creation: an author need not “register” or “apply for” a copyright in countries adhering to the Berne Convention.

_____________________________?

The other main features of Berne Convention are the principle of national treatment and the possibility of exceptions to copyright, enabling the reproduction of literary and artistic works without the right holder’s prior permission.

_____________________________?

As soon as a work is “fixed”, that is, written or recorded on some physical medium, its author is automatically entitled to all copyrights in the work, and to any derivative works unless and until the author explicitly disclaims them, or until the copyright expires.

_____________________________?

In the United Kingdom there has to be some ‘skill, originality and work’ which has gone into it. In the United Kingdom it has been held that a single word is insufficient to comprise a copyright work. In the UK, however, single words or a string of words, usually less than eight, can be registered as a “Trade Mark” instead.

_____________________________?

Once an idea has been reduced to tangible form, for example by securing it in a fixed medium (such as a drawing, sheet music, a photograph, a videotape or a letter), the copyright holder is entitled to enforce his or her exclusive rights.

_____________________________?

While a copyright need not be officially registered for the copyright owner to begin exercising his exclusive rights, registration of works (where the laws of that jurisdiction provide for registration) does have benefits; it serves as prima facie evidence of a valid copyright and enables the copyright holder to seek statutory damages and attorney’s fees. Whereas in the USA, for instance, registering after an infringement only enables one to receive actual damages and lost profits.

_____________________________?

The original holder of the copyright may be the employer of the actual author rather than the author himself if the work is a “work for hire”. Again, this principle is widespread; in English law the Copyright Designs and Patents Act 1988 provides that where a work in which copyright subsists is made by an employee in the course of that employment, the copyright is automatically owned by the employer which would be a “Work for Hire”.

_____________________________?

Copyrights are generally enforced by the holder in a civil law court, but there are also criminal infringement statutes. Criminal sanctions are generally aimed at serious counterfeiting activity, but are now becoming more commonplace as copyright collectives such as the RIAA are, more and more, targeting the file sharing home Internet user.

LISTENING 2

Exercise 12. Listen to the lecture on the basics of copyright in the United States and answer the questions.

http://www.youtube.com/watch?v=Tamoj84j64I&list=PL8dPuuaLjXtMwV2btpcij8S3YohW9gUGN&index=2

1. What types of works are eligible for copyright protection?
2. What does “originality” mean in the context of copyright?
3. Why is the bar for creativity low?
4. Why is the list of copyrightable works vague on purpose?
5. What is the requirement for the works to be considered bona fide writings in the constitutional sense?
6. Are facts alone copyrightable? Why not?
7. What is the only limit to the rule that ownership initially goes to the author?
8. What is a “work for hire”?

Exercise 13. Choose a topic and prepare a presentation.

1. Copyright and the Internet.
2. Copyright protection in the European Union.
3. Plagiarism in scientific research and publications.

Topic 4 
Copyright: Moral and Economic rights 
VOCABULARY

economic rights 
exercise exclusive rights 
exercise attendant rights 
exploit copyright 
moral right 
paternity right(right of attribution) 
inalienability 
resale right 
reproduction right 
lending right 
first sale or distribution right 
public performance right 
public communication right 
adaptation right 
primary infringement 
secondary infringement 
derogatory treatment 
fair use (fair dealing) 
related (attendant, neighbouring) rights 
assert a right 

READING 1

Exercise 1. Read through the text and answer the questions.

1. In what way do economic rights differ from moral rights?
2. What two major moral rights are recognized by the Copyright Designs and Patents Act 1988?
3. What does ‘inalienability’ mean?
4. What major exclusive economic rights arise from ownership of the copyright?
5. Why do resale rights occupy the position between the economic and moral rights?
6. Why are the primary restricted acts so important for the copyright owner?

Moral rights. The Copyright Designs and Patents Act 1988 recognized two major moral rights: 1) paternity (the right to be identified as author of a literary, dramatic, musical or artistic work, or as director of a copyright film); and 2) integrity (the right of such authors and directors to prevent derogatory treatment of their work). The rights belong to the author/director, and cannot be alienated, although on death they are transmitted as part of the decedent estate. Inalienability means that these rights cannot be the subject of commerce in themselves; but under UK law, they may be waived, albeit this requires writing. Further, the paternity right must be ‘asserted’ before it can apply, and it is not generally available to authors whose works are created in the course of employment.
Economic rights: The rights to be considered are known as economic rights, because unlike the moral rights, they may be exploited by transferring them to others or licensing others to use them for a price.
The Berne Convention recognizes transferable economic rights enabling copyright owners to control the following activities in relation to their works:
· translation
· reproduction
· public performance and communication of dramatic and musical works
· broadcasting
· adaptation
Economic rights are so known because it is essentially through these rights that copyright can become a source of income for its owner, by selling them or licensing others to perform the acts restricted by the rights. Moral rights, on the other hand, cannot be transferred to persons other than the author of the work, and are essentially linked to the author’s interests in the work as an expression of an individual’s personality. Resale rights admittedly occupy something of a middle ground between the economic and moral rights, in that through them the author earns an income; but this is entirely contingent on the activities of others over which the author has no control.
Primary restricted acts
There are now six major exclusive economic rights arising from ownership of the copyright in any protected work. The restricted acts for which a licence must be sought if they are to be lawfully carried out by a person other than the copyright owner may be listed as follows:
· copying (reproduction right)
· issuing copies of the work to the public (first sale or distribution right)
· renting or lending the work to the public (rental/lending right)
· performing, showing or playing the work in public (public performance right)
· communicating the work to the public (public communication right)
· making an adaptation of the work (adaptation right)
The restricted acts may be described as methods of reproducing the work. Defining their scope is important for the copyright owner in two main ways: first, in determining the areas in which generally his license must be sought by others wishing to use the work, and, second, in deciding when action may be taken in respect of infringement of copyright. In addition, a person who without right to do so authorizes another to do any of the restricted acts is himself an infringer as well.
Exercise 2. Read the text more closely and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

1. The paternity right is not generally available to authors whose works are created in the course of employment.
2. Moral rights, unlike the economic rights, may be exploited by transferring them to others or licensing others to use them for a price.
3. Economic rights can not be transferred to persons other than the author of the work, and are essentially linked to the author’s interests in the work as an expression of an individual’s personality.
4. The restricted acts may be described as ways of reproducing the work.

VOCABULARY IN USE

Exercise 3. Match these concepts from the text with their definitions.

paternity right        a) the right to show or play the work in public
integrity right         b) the right to issue copies of the work to the public
reproduction     c) the right of authors to prevent derogatory sale/distribution treatment right        d) the right to communicate the work to the 
public communication right        e) the right to copy
public performance right       f) the right to be identified as author of a literal, dramatic, musical or artistic work
Exercise 4. Read the text and answer the question What is the difference between primary and secondary infringement of copyright?

Dealing in infringing copies of a work — e.g. selling, importing or exporting copies made without the licence of the copyright owner — may be an infringement of copyright. This type of infringement is termed secondary infringement in contrast with the primary infringements constituted by the six restricted acts listed above. It is unlikely that a copyright owner will grant licences to deal in infringing copies, and the nature of the infringement is distinct in various other ways, in particular in requiring that the infringer should know or have reason to believe that he was dealing in infringing copies. There is nothing comparable in respect of the primary infringements, as unauthorized performances of the restricted acts will henceforth be called. With them liability is strict and not dependent on the knowledge or fault of the infringer.

VOCABULARY IN USE

Exercise 5. Read through the text and fill in the gaps with appropriate phrases. 

issuing to the public; adaptation of a work; the right of first sale or of distribution; the publication right; the issue to the public; adaptation (2).

1. … is a form of infringement distinct from copying, applying only to literary, dramatic and musical works. 2. … is given a restricted meaning — it covers dramatizations and translations, for example — and it is specifically provided that no inference as to what does or does not amount to copying a work should be drawn from the definition of 3. … There may well be overlap, but copying is wider in scope.
4. … of the original work or of copies of the work without the authority of the copyright owner is an infringement of the copyright
5. … means:
‘putting into circulation copies not previously put into circulation on the European Economic Area by or with the consent of the copyright owner, or putting into circulation outside the EEA copies not previously put into circulation in the EEA or elsewhere’.

Specifically excluded from the definition is any subsequent distribution, sale, hiring or loan of such copies, or any subsequent importation of those copies into the UK or another EEA state. In other words, the owner has the right to be first to produce copies of the copyright work to be available to the public, whether in the form of books, posters, records, videos or whatever. The right is therefore sometimes described as the 6. … Only the copyright owner or his licensee can put a new reproduction of the work on the market.

7. … exists only as far as, or is exhausted by, the initial sale, however. So the second-hand bookseller does not require copyright licences in order to carry on business. Generally, of course, the author will exercise the right by the grant of a licence to a commercial publisher, because it is the latter’s business to put material into public circulation. Once the publisher has put copies of the work on the market, these may be dealt with freely, and no subsequent sale or other dealing with those copies can be an infringement of copyright. Those who subsequently issue other copies of the work without consent also do not infringe under this heading, because they are not trespassing on the owner’s very limited right under this first sale provision.
READING 3

Exercise 6. Read through the text and answer the questions.

1. What does ‘issuing to the public’ mean?
2. How does ‘lending’ differ from ‘rental’?
3. What are the key points on public communication right?
4. What are the differences between ‘broadcasting’ and ‘making available’?

Issuing to the public — the right is to be the first to sell or otherwise distribute copies of a work to the public; — a typical example is when an author licenses a publisher to publish his book; — the right does not reach second or subsequent sales: it is exhausted by the first transaction.

Rental is making a copy of a work available for use, on terms that it will or may be returned, for direct or indirect economic or commercial advantage.
The typical scenario where the right applies is that of a business or other organization which has purchased authorized copies of the works in question; in order to engage in the business of rental of these copies to customers requires a licence from the copyright owner.
Lending right is defined similarly to rental, save that the restricted act is one performed otherwise than for direct or indirect economic or commercial advantage, and is carried out through an establishment which is accessible to the public. Libraries and archives other than public libraries, which are not conducted for profit and are prescribed as such by the Secretary of State also do not infringe copyright by lending any copy of a work. The power lending right gives copyright owners is subject to further control inasmuch as the Secretary of State may, by order, provide that lending to the public shall be treated as licensed by the copyright owner subject only to the payment of such reasonable royalty as may be agreed or fixed by the Copyright Tribunal.
The public communication right is concerned with electronic transmission of works to the public; the right covers broadcasting and Internet transmission of works; the right covers both transmissions where the transmitter decides when the transmission takes place and those where the recipient decides.
Public communication includes:
1) broadcasting the work (electronic transmission of visual images, sounds or other information, transmitted for simultaneous reception by members of the public, capable of being lawfully received by members of the public).
2) making available to the public of the work by electronic transmission in such a way that members of the public may access it from a place and at a time individually chosen by them.

VOCABULARY IN USE

Exercise 7. Translate the sentences focusing on ‘rather than’.
1. Copyright in general always expires at the end of the year concerned, rather than on the exact date of the author’s death.
2. The question depends on the conduct of the parties, on their words and behavior, rather than on their thoughts.
3. Copyright is often called a “negative right”, as it serves to prohibit people (e.g. readers, viewers, or listeners, and primarily publishers and would be publishers) from doing something, rather than permitting people (e.g. authors) to do something.

READING 4

Exercise 8. Read though the text and translate it focusing on the Infinitives. Summarize the text making use of the phrases.

The author of the text analyses the nature; the text provides useful information.., focuses on.., explains…, points out…; on reading the text we realize that ...
The phrase “exclusive right” means that only the copyright holder is free to exercise the attendant rights and others are prohibited from using the work without the consent of the copyright holder.
There is debate on whether copyright should be considered a property right or a moral right. Many argue that copyright does not exist merely to restrict third parties in publishing ideas and information, and that defining copyright purely as a negative right is incompatible with the public policy objective of encouraging authors to create new works and enrich the public domain.
A copyright covers the expression of an idea, not the idea itself — this is called the idea/expression or fact/expression dichotomy. For example, if a writer has a general concept or idea for a television program, a copyright of that “idea” does not prohibit other writers from creating the same general idea for a project. However, if the writer develops the idea to a point of detailed and specific aspects and storylines of the show, then that specific expression of the idea is copyrighted. Many writers will seek electronic proof-of-creation for their developed ideas. Once a writer secures their copyright or registration with one of these services, they must then take care to track all exposure with documentation, either via fax, certified mail, or electronic proof of submission.
In some cases, ideas may be capable of intelligible expression in only one or a limited number of ways. Therefore even the expression in these circumstances is covered. In the United States this is known as the merger doctrine, because the expression is considered to be inextricably merged with the idea. Merger is often pleaded as an affirmative defense to charges of infringement. That doctrine is not necessarily accepted in other jurisdictions.
Copyright may also be licensed. Some jurisdictions may provide that certain classes of copyrighted works be made available under a prescribed statutory license (e.g. musical works in the United States used for radio broadcast or performance). This is also called a compulsory license, because under this scheme, anyone who wishes to copy a covered work does not need the permission of the copyright holder, but instead merely files the proper notice and pays a set fee established by statute for every copy made. Failure to follow the proper procedures would place the copier at risk of an infringement suit. Because of the difficulty of following every individual work, copyright collective or collecting societies and performing rights organizations have been formed to collect royalties for hundreds (thousands and more) works at once. Though this market solution bypasses the statutory license, the availability of the statutory fee still helps dictate the price per work collective rights organizations charge, driving it down to what avoidance of procedural hassle would justify.
Copyright does not prohibit all copying or replication. In the United States, the fair use doctrine, codified by the Copyright Act of 1976, permits some copying and distribution without permission of the copyright holder or payment to the latter. The statute does not clearly define fair use, but instead gives four non-exclusive factors to consider in a fair use analysis. Those factors are: the purpose and character of your use; the nature of the copyrighted work; what amount and proportion of the whole work was taken, and the effect of the use upon the potential market for or value of the copyrighted work.
In the United Kingdom and many other Commonwealth countries, a similar notion of fair dealing was established by the courts or through legislation. The concept is sometimes not well defined; however in Canada, private copying for personal use has been expressly permitted by statute since 1999. In Australia, the fair dealing exceptions under the Copyright Act 1968 are a limited set of circumstances under which the copyright material can be legally copied or adapted without the copyright holder’s consent. Under current Australian law it is still a breach of copyright to copy, reproduce or adapt the copyright material for personal or private use without permission from the copyright owner. Other technical exemptions from infringement may also apply, such as the temporary reproduction of a work in the machine readable form for a computer.
Later acts amended US Copyright law so that for certain purposes making 10 copies or more is construed to be commercial, but there is no general rule permitting such copying. Indeed making one complete copy of a work, or in many cases using a portion of it, for commercial purposes will not be considered fair use. The Digital Millennium Copyright Act prohibits the manufacture, importation, or distribution of devices whose intended use, or only significant commercial use, is to bypass an access or copy control put in place by a copyright owner. An appellate court has held that fair use is not a defense to engaging in such distribution.

VOCABULARY IN USE

Exercise 9. Match the words to form collocations as they appear in the article. 
	1. intelligible
	a) readable

	2. machine
	b) societies

	3. fair
	c) rights

	4. collecting
	d) hassle

	5. procedural
	e) expression

	6. attendant
	f) dealing


Exercise 10. Discuss in pairs and explain the following concepts in your own words: exclusive right; idea/expression or fact/expression dichotomy; the merger doctrine; collecting societies; the fair use doctrine (USA)/fair dealing (UK).
Exercise 11. Translate and give equivalents.

Moral right; inalienability; hassle; public performance right; paternity right (right of attribution); first sale or distribution right; fair use (fair dealing); related (attendant, neighbouring) rights; assert a right; idea/expression or fact/expression dichotomy; public communication right; merger doctrine (USA); derogatory treatment; affirmative defense; exhaustion (expiration) of rights; statutory or compulsory license.

LISTENING

Exercise 12. You are going to hear Dr Raman Mittal from India talking about moral and economic rights. Listen and answer the questions.

https://www.youtube.com/watch?v=yKquoH9SHGE 
1. What is the general nature of copyrights?

2. Why is copyright considered to be a negative right?

3. Who do economic/moral rights belong to?

4. What economic rights are mentioned by Dr. Mittal? Tell a few words about each of them.

5. What are the author’s special rights?

PROJECT WORK

Exercise 13. Choose a topic and prepare a presentation.

1. Moral and economic rights in Common Law.
2. Moral and economic rights protection in the European Union.
3. Property (exclusive) and non-property (moral) rights of the author provided by the Civil Code of the RF.
4. Copyright protection in public libraries and state archives in the RF and worldwide.

Topic 5 
Copyright. Protection of Computer Software 
VOCABULARY

sui generis system 
copyright infringement 
software 
fair use/fair dealing 
backup 
commercial use of non-commercial software 
counterfeiting 
hard-disk loading 
make void 
unauthorised user 
“file-sharing” on peer-to-peer network 
READING 1

Exercise 1. Read through the text and answer the questions.

1. What are the two ways of protecting computer software?
2. What does copyright protection extend to?
3. When is a patent granted?
4. Is the law relating to the patentability of software harmonized all over the world? Why?

Copyright Protection of Computer Software

Introduction

Software development over the last decades represents a pace of change not seen since the Industrial Revolution. Software is pervasive, affecting virtually every aspect of human life in all parts of the world. From the perspective of intellectual property rights (IPRs), discourse and debate focuses not only on how software should be protected, but also on a myriad of issues reflecting the many roles that software plays in digital distribution of creative content.
In the 1970s and 1980s, there were extensive discussions on whether the patent system, the copyright system, or a sui generis system, should provide protection for computer software.
These discussions resulted in the generally accepted principle that computer programs should be protected by copyright, whereas apparatus using computer software or software-related inventions should be protected by patent.
Copyright law and patent law provide different types of protection. Copyright protection extends only to expressions, and not to ideas, procedures, methods of operation or mathematical concepts as such, whereas a patent is an exclusive right granted for an invention, which is a product or a process that provides a new way of doing something, or offers a new technical solution to a problem.
Copyright protection is formality-free in countries party to the Berne Convention for the Protection of Literary and Artistic Works (the Berne Convention), which means that protection does not depend on compliance with any formalities such as registration or deposit of copies.
A patent is generally granted after completing an examination procedure by a government agency. Copyright protection of computer software is established in most countries and harmonized by international treaties to that effect.
The law relating to the patentability of software is still not harmonized internationally, but some countries have embraced the patentability of computer software and others have adopted approaches that recognize inventions assisted by computer software.

Exercise 2. Read through the text. Say whether the following statements are true or false. If they are false correct them, if they are true prove it.
1. Sui generis is a Latin term meaning ‘a special kind’. In Intellectual property rights discourse the term refers to a special form of protection regime outside the known framework.
2. At the WIPO and UNESCO forum in Geneva a ‘soft law’ model was worked out which clarified that computer programs should be protected as literary works under of the Berne Convention.
3. Copyright protection of computer programs is still a disputable issue.
4. Software itself is not just a technical result, but it is a creative, original expression which has “active” nature.

Brief History of Copyright Protection of Computer Software

WIPO started to consider the question of the legal protection of computer programs in the 1970s, and, first, the idea of working out a sui generis system emerged. The sui generis protection covered all three elements of computer programs: object code, source code and documentation. “Source code” is the original code of the computer program written in program languages which can be read and understood by human beings, particularly those who are specialized in this field; “object code” is a version of the program that is directly usable by a computer, in binary form — a series of “zeros” and “ones” — that computer processors may understand, but human beings cannot unless it is “decompiled”, that is transformed into source code. However, the WIPO Model Provisions on the Protection of Computer Programs which provided for a sui generis system were not followed by national legislators, and the idea began to prevail that copyright should be applied for the protection of computer programs. In February 1985, WIPO and UNESCO convened in Geneva a joint Group of Experts on the Copyright Aspects of the Protection of Computer Programs. At this meeting, on the basis of a thorough study and an animated debate, a breakthrough took place towards the recognition of computer programs.
There were then two developments which completed, at the level of binding regional and international norms, what had been worked out at the WIPO forums in the form of a “soft law” model: first, the publication, in July 1991, of the Computer Programs Directive of the European Community and the adoption, in April 1994, of the TRIPS Agreement, both of which clarified that computer programs should be protected as literary works under of the Berne Convention. Article 10 of The TRIPS Agreement contains an interpretive provision stating that computer programs, whether in source or object code, shall be protected by the Berne Convention.
There are very few voices today that argue against copyright protection of computer programs. Computer programs are not “merely” technical solutions, even if software developers are sometimes considered as “outsiders” by other, more traditional creators in the musical or literary fields. Indeed software itself is not just a technical result, but an author’s creation which has a technical character. The only difference is the “active” nature of the computer program, meaning that it has technical (physical) effects in computer hardware during its operation. But this is not a reason for the exclusion of software — as a creative, original expression — from copyright protection.

VOCABULARY IN USE

Exercise 3. Discuss the following phrases in pairs and explain them in your own words.
· to embrace the patentability of computer software;
· sui generis system;
· source code and object code;
· binding regional and international norms;
· to contain an interpretive provision;
· “active” nature of the computer program.

Exercise 4. Match the types of copyright infringement of software with their definitions.

According to the Business Software Alliance, copyright infringement of software takes several forms, which include the following:
1) CD-R infringement       a) using educational or other commercial-use-restricted  software  in violation of the software license
2) hard-disk loading     b)  original  equipment manufacturer software  is  only  legally  sold  with specified hardware
3) OEM infringement/unbundling    c) illegal uploading of software on to the Internet for anyone to copy
4) softlifting     d) occurs when a copy of a software program is copied onto an organization’s servers and the organization’s network“clients” are allowed to freely access the software in violation of the terms of the license agreement
5) Internet infringement   e) occurs when an individual or company sells computers preloaded with illegal copies of software
READING 2
Exercise 5. Read through the text and answer the question How is software protected under the WIPO Copyright Treaty? Summarize the text making use of the following phrases.

the article states that…; it clarifies…; the definition reads as follows…; the recital indicates…; the dominant position is…; the article provides as follows…; it should be emphasised that…; it is another matter that…; a further issue concerning…; it is possible to find certain views…; it is also important to note that…; the question may emerge: why…; the reason seems to be that…; it seems also more appropriate considering the possibility that….

Protection of Software under the WIPO Copyright Treaty

Article 4 of the WCT states that computer programs are protected as literary works within the meaning of Article 2 of the Berne Convention. Such protection applies to computer programs, whatever may be the mode or form of their expression. In an agreed statement, it also clarifies that the scope of protection for computer programs under Article 4 of this Treaty is consistent with the Berne Convention and on part with the relevant provisions of the TRIPS Agreement. The WCT does not contain any definition of “computer program”. In the course of the preparatory work of the Treaty, it was agreed upon that the definition of “computer program” adopted as part of the WIPO Model Provisions on the Protection of Computer Programs was still valid. This definition reads as follows: “’computer program’ means a set of instructions capable, when incorporated in a machine-readable medium, of causing a machine having information-processing capabilities to indicate, perform or achieve a particular function, task or result”. Definitions of “computer programs” included in national laws, are, in general, in harmony with the basic substantive elements of the above-quoted definition in the Model Provisions. However, sometimes a broader definition of “computer program” is used which also includes the preliminary material for the creation of a program. For example, Article 1.1 of the Computer Programs Directive of the European Community 4 provides that “for the purpose of this Directive, the term ‘computer programs’ shall include their preparatory design material”. One of the recitals of the Directive indicates what is meant by the notion of preparatory material; it reads as follows: “Whereas, for the purpose of this Directive, the term ‘computer program’ shall include programs in any form, including those which are incorporated into hardware; whereas this term also includes preparatory design work leading to the development of a computer program provided that the nature of the preparatory work is such that a computer program can result from it at a later stage.” It should be emphasised that the preparatory material the way it is understood, for example, in the Computer Programs Directive is not covered by the concept of “computer program” proper. This is so since such preparatory material cannot be regarded yet as a set of instructions the purpose of which is to cause a computer to execute a particular task or function; it is only a basis for the creation of such set of instructions in a later stage. This means that, although national laws may extend the definition of “computer program” to such preparatory material, under Article 4 of the WCT (as well as under Article 10.1 of the TRIPS Agreement which also only speaks about computer programs) this is not an obligation. It is another matter that such preparatory material also may, and in general do, deserve copyright protection, as such, in accordance with the general provisions on literary and artistic works.

A further issue concerning the concept of “computer program” is whether the images generated on screens as a result of the operation of a program (for example, in the case of video games) may or should be regarded as parts of a “computer program”. It is possible to find certain views according to which an affirmative answer should be given to this question, and such views have been accepted exceptionally even at the level of national legislation, but the dominant opinion, as well as the dominant position under national laws, is that the images generated by a computer program in the form of screen display go beyond the concept of computer programs proper. The concept of “computer program” under Article 4 of the WCT also does not extend to the images generated by computer programs on screens.
Screen displays containing moving images may, and, if they correspond to the requirement of originality, they do, enjoy copyright protection as audiovisual works (and fixed images also may and frequently are protected as graphic or photographic works). It is also important to note that the copyright status of the different categories of works are not necessarily the same. Therefore, the differentiation between the copyright status of computer programs and that of screen images generated by them seems particularly justified. Article 4 of the WCT can be understood as an adapted version of the clarification included in the TRIPS Agreement regarding computer programs. Article 10.1 of the TRIPS Agreement provides as follows: “Computer programs, whether in source or object code, shall be protected as literary works under the Berne Convention (1971)’. The question may emerge: why this provision speaks about the forms of computer programs — source code and object code — when, under Article 2(1) of the Berne Convention, a literary or artistic work is protected “whatever may be the form or mode of its expression”. The reason seems to be that this was necessary in order to reject certain unfounded views that computer programs may only be protected by copyright as literary works as long as they are in source code, and that programs in object code, due to the utilitarian purpose of programs in such code, are not protected (this position was wrong, not only because the Berne Convention, in general, does not allow exclusion of works from copyright protection just because they serve utilitarian purposes, but also because it had neglected that programs may be decompiled from object code into source code). 
The agreed statement concerning Article 4 WCT was adopted at the request of some delegations, mainly from developing countries, which wanted to make sure that the scope of application of the protection of computer programs under Article 4 does not change — and, in particular, that it is not extended — in comparison with what is provided in Article 10.1 of the TRIPS Agreement. This has been found necessary due to the fact that the text of Article 10.1 of the TRIPS Agreement and that of Article 4 of the WCT are not identical. The former speaks about “computer programs, whether in source code or object code”, while the latter about “computer programs, whatever may be the mode or form of their expression”. The latter text seems more appropriate since it is the one which corresponds to the provisions of Article 2(1) of the Berne Convention (from where the expression “whatever may be the mode or form of their expression” has been taken word by word). It seems also more appropriate considering the possibility that, in the future, the source code/object code categorization might become obsolete.

VOCABULARY IN USE

Exercise 6. Fill in the gaps with appropriate prepositions and translate the sentences.

under; upon; on, with; between; within; with;in; by; to (2)

1. Article 4 of the WCT states that computer programs are protected as literary works … the meaning of Article 2 of the Berne Convention. Such protection applies to computer programs
2. It also clarifies that the scope of protection for computer programs … Article 4 of this Treaty is consistent … the Berne Convention
3. In the course of the preparatory work of the Treaty, it was agreed … that the definition of “computer program” was still valid.

4. It is another matter that such preparatory material also may, and in general do, deserve copyright protection, as such, … accordance … the general provisions … literary and artistic works.

5. It is possible to find certain views according … which an affirmative answer should be given to this question

6. Screen displays containing moving images may, and, if they correspond … the requirement of originality, they do, enjoy copyright protection as audiovisual works.

7. Therefore, the differentiation … the copyright status of computer programs and that of screen images generated … them seems particularly justified.

Exercise 7. Translate focusing on the underlined constructions.

1. Such protection applies to computer programs, whatever may be the mode or form of their expression.

2. Whereas, for the purpose of this Directive, the term ‘computer program’ shall include programs in any form, including those which are incorporated into hardware; whereas this term also includes preparatory design work leading to the development of a computer program provided that the nature of the preparatory work is such that a computer program can result from it at a later stage.

3. This is so since such preparatory material cannot be regarded yet as a set of instructions the purpose of which is to cause a computer to execute a particular task or function.

4. This has been found necessary due to the fact that the text of Article 10.1 of the TRIPS Agreement and that of Article 4 of the WCT are not identical.

5. The former speaks about “computer programs, whether in source code or object code”, whilethe latter about “computer programs, whatever may be the mode or form of their expression”.

6. The latter text seems more appropriate since it is the one which corresponds to the provisions of Article 2(1) of the Berne Convention.

READING 3

Exercise 8. Read through the text and complete the spaces using these sentences. 
a) Patent law, on the other hand, protects the underlying functionality of the program; it protects what the code does, not just how it is written.
b) However, enforcement of patents is dealt with by national courts and, as the law may differ between Member States, the level of protection may, in practice, also vary.
c) Although copyright protects “literal expressions” of computer programs, it does not protect “ideas” behind the computer programs, which often are a core part of their commercial value.

d) But key court decisions and other developments in the period from 1980 to 2000 changed this perception and as a result software is now patentable subject matter in a number of different jurisdictions.

Patent Protection of Computer Software

Many in the legal community took the view that software would never qualify for patent protection in addition to copyright, because a computer program was too similar to a mathematical algorithm. 
1._____________________. The debate is not over, however, as evidenced by the EU Parliament’s rejection, on July 6, 2005, of a proposed Directive on computer-implemented inventions. The proposed Directive aimed to harmonize the way that national patent laws deal with computer-implemented inventions, and to ensure that those who invest in developing new products dependent on computer-implemented technology could obtain patent protection. To some extent such inventions can already be patented by applying to either the European Patent Office (EPO) or the national patent offices of the Member States. 
2. ____________________________. The debate on intellectual property protection of computer software continues at the national and international levels. The controversy is linked to the unique nature of computer software that performs technical functions through creative expression. 
3.________________________________. For example, two programs with different text (that is, different “expressions”) can carry out a substantially identical function. Under copyright, the second comer can develop a program having an identical function, but which expresses a completely different text. Since, in fact, ideas behind programs often provide technical functions such as controlling machinery or regulating room temperature, program developers started to seek protection of computer software through the patent system. In other words, copyright law merely protects the specific expression of code in a program. 
4._______________________. Therefore, in general terms it has been said that copyright protects against piracy, while patents protect against copying by competitors.
Exercise 9. Read through the text and say whether the following statements are true or false. If they are false correct them, if they are true prove it.
1. The growing problem of online piracy will inevitably lead to a global reduction in creative output.

2. Governments and national economies are not the victims of piracy.

3. Consumers and producers are the most evident victims of piracy.

4. Technological advances have made it easy for anyone to reproduce and distribute copyrighted works anywhere, anytime and to anyone.

5. Many government and non-government organisations are working at their best level to reduce piracy.

Fighting Software Piracy in a Global Environment

Thirty-five percent of the software installed on personal computers worldwide was pirated in 2005, the same level as in 2004. Yet, losses due to piracy increased from $33 billion to $34 billion. The growing problem of online piracy poses a significant challenge to the long-term viability of global digital commerce. Piracy is sometimes fed by a vision of the Internet that says it is acceptable to appropriate the creative works of others in order to disseminate them to the world free of charge. This vision will inevitably lead to a global reduction in creative output. Moreover, any vision of the Internet that would permit piracy victimizes local culture as well as the economies of developing countries. 
The victims of piracy include artists whose creativity goes unrewarded, governments who lose hundreds of millions in tax revenues, national economies that are deprived of new investments, consumers whose product choices are fewer and less diverse, and the producers of creative works who, due to rampant theft, have fewer resources to invest in the development of new digital products and services. Until fairly recently, unauthorized copying of software required physical exchange of floppy disks, CDs or other hard media. But software piracy has become much easier as Internet use spreads (an estimated one billion people around the globe will have Internet access by the end of this year), gets faster and ever less expensive. The Internet allows products to move from computer to computer, with no hard media transaction and little risk of detection. 
Some piracy schemes may even involve computers without the owner’s knowledge. Piracy that once required an understanding of complex computer codes can now take place with the click of a mouse over P2P networks, through mail order and auction sites, over news groups or even as simple email attachments. Strong measures are needed at local, national and international level to counter these dangerous trends. For instance, the Computer Program Deliberation and Mediation Committee of Korea has embarked upon the creation of a “fair-use environment” for software through a number of anti-piracy measures, including consultation on legitimate software management, free software to detect illegal copies, monitoring of suspicious websites, and an awareness campaign to change public attitudes toward legitimate software in Korea. 
The Business Software Alliance, which represents the software industry, has recommended several concrete steps for Governments to take in reducing software piracy, including implementation of the WCT, creation of strong enforcement mechanisms and resources dedicated to applying them, and increased public education and awareness.

VOCABULARY IN USE
Exercise 10. Match the concepts with their definitions and translate them.

patentable subject matter; P2P network; fair-use environment; legitimate software management

1. It is the practice of managing the lifecycle of legally acquired software assets within an organization.
2. It is a class of distributed systems in which peers (computers or “nodes”) work together without a central server to coordinate the peers (computers) in the network.
3. The setting or conditions in which an equitable balance between the interests is promoted and asserted.
4. Actions or things which may obtain patent protection subject to the conditions and requirements of the title of patent.

Exercise 11. Translate and give equivalents.

Pace of change; patentability of software; animated debate; interpretive provision technical effect; serve utilitarian purpose; scope of application; deserve copyright protection; computer-imlemented invention; protect underlying functionality; be consistent with; mode of expression.

Exercise 12. Translate focusing on the underlined constructions.

1. Under the open-sourse software (OSS) model, the rights to copy, modify and redistribute are granted to the user subject to license conditions in the applicable open source license.
2. Also, the penalties for patent infringement are generally much harsher than for copyright infringement, and apply even if one is not aware of the patent’s existence.
3. One popular model, the Berkeley Software Distribution, is highly permissive and allows taking the software and doing whatever one wishes with it, including modification and distribution of free or proprietary derivatives, provided that each copy contains a specified form of license that includes a copyright notice and a disclaimer of warranties and liability.
4. This allows revenue to be obtained from clients interested in using the new version without delay while limiting competitors’ access to the free versions.
5. While there are differences of approach in the development of proprietary and open source software, both forms are growing in market presence. Increasingly, software products combine both proprietary and open source code.

SPEAKING

Exercise 13. Interpret the questions in English.

______________________?
The copyright infringement of software refers to several practices when done without the permission of the copyright holder:
Creating a copy and/or selling it is copyright infringement in most countries and is unlikely to be fair use or fair dealing if the work remains commercially available. This is the act that some people refer to as “software piracy”.
Creating a copy to serve as a backup can be infringement, depending on the laws currently undergoing changes in many countries. In the US, legal action was taken against companies which made backup copies while repairing computers and as a result, US law was changed to make it clear that this is not copyright infringement.
Renting the original software. Software licenses often try to restrict the usual right of a purchaser of a copyrighted work to let others borrow the work.
Reselling the original software. Licenses often say that the buyer does not buy the software but instead pays for the right to use the software. In the US, the first-sale doctrine ruled that software sales are purchases, not licenses, and resale, including unbundling, is lawful regardless of a contractual prohibition.
______________________?
“Commercial Use of Non-commercial Software” is using educational or other commercial-use-restricted software in violation of the software license. It is considered a form of copyright infringement.
_____________________?
“Counterfeiting” is the duplication and sale of unauthorized copies of software in such a manner as to try to pass off the illegal copy as if it were a legitimate copy produced or authorized by the legal publisher.
_____________________?
“Hard-disk loading” occurs when an individual or company sells computers preloaded with illegal copies of software.
_____________________?

“Internet infringement” is the illegal uploading of software on to the Internet for anyone to copy.
___________________________?
“Softlifting” is a neologism invented by anti-copyright infringement advocates, and is a term used to describe when a person purchases a single licensed copy of a software program and loads it on several machines, in violation of the terms of the license agreement.
___________________________?
“Unrestricted client access infringement” occurs when a copy of a software program is copied onto an organization’s servers and the organization’s network “clients” are allowed to freely access the software in violation of the terms of the license agreement.
___________________________?
The production of a program is a complex process involving first the expression of an analysis of the function to be performed as a set of algorithms; second its restatement in a computer language; and finally the translation by a computer running under a compiler program of the source code into a machine-readable language.
___________________________?
The lack of a definition of a computer program is to avoid failure to cover advances in the technology; arguments that object code is incapable of copyright protection are no longer sustainable.
___________________________?
A work seems likely to be treated as computer-generated when the machine is merely provided with data by its operators which it analyses and converts into output. Where the operator has some role in the formulation of the output beyond the supply of data, then the work is more likely to be computer-aided only.
___________________________?
“Reverse engineering” is producing a second program which can perform the same functions on the same machines as the first program.

LISTENING

Exercise 14. Listen to a man talking about IP infringement and computer software and answer the questions.

http://www.youtube.com/watch?v=IK4hgCbr5Wo

1. What options do you have if you want to protect anything related to computer source code?

2. Prove that copyright is a balance between protecting the authors’ rights and public good.

PROJECT WORK

Exercise 15. Choose a topic and prepare a presentation.

1. Major factors behind software piracy: public awareness, high prices of software, legal enforcement, social and cultural factors.

2. Are you a software pirate? Show an example of software piracy.

3. The top three countries with the highest piracy rates. Possible preventive measures.

Topic 6 
Copyright: “Whose format is it anyway?” 
READING 1

Exercise 1. The article below comes from a legal journal. Read through the article and match each of the headings (a-d with the paragraph (1–4) to which it best corresponds.

a) Worldwide Protection of Formats
b) Norowzian v Arks
c) UK Copyright Protection
d) Spotlight on Piracy

In brief

The huge rise in the popularity of reality television programmes has turned the spotlight on format piracy.
This has led to production companies taking action to protect their intellectual property rights.
It was expected that the Pop Idol/X Factor case would create a legal precedent on the extent to which format ideas could be legally protected.
The case settled but there is nothing in any of the current UK and worldwide case law to suggest that format rights are not protectable in the UK.
Copyright does not protect general ideas but the expression of ideas. However, in IPC Media Ltd v Highbury-SPL Publishing Ltd Mr Justice Laddie recognized the difficulty in defining the boundary between the taking of general ideas and concepts and copying in the copyright sense.
Copyright protection for television programmes hit the news in November 2005 with the high-profile case brought by Simon Fuller’s 19 TV against Fremantle Media Ltd. It involves a dispute about the music talent shows The Pop Idol and The X Factor. However, the case settled without any further judicial guidance.
(1)………….
The rise in the popularity of reality television programmes has turned the spotlight on format piracy. In April 2000 the Format Recognition and Protection Association (FRAPA) was formed by international industry figures to combat the problem. According to a report from Screen Digest and FRAPA, the Global Trade in Television Formats, a major study on the global television format business was worth over €2.4bn pounds in 2004. Celador’s Who wants to be a Millionaire? (which was sold last year to 2waytraffic as part of £106m deal) and 19 TV/FremantleMedia’s Idol series have been worldwide successes, with Idols watched by more than 110m viewers in about 30 countries. The exportation of format is, therefore, big business, particularly for the UK where 29% of all formats broadcast have originated. Understandably, producers and broadcasters feel a need to protect their investment, which has led to the rise in litigation.
Historically, few format disputes got to court because, despite wanting to protect their investment, producers and broadcasters depend on relationships with each other and with other members of the industry, which may be affected by litigation. The industry has traditionally relied on the fact that competitors ‘borrow’ ideas from each other to achieve maximum freedom of creativity without coping substantial amounts. However, this tradition no longer appears to be sufficient in a multimillion pound international industry and has led to big players (such as Endemol and RDF) taking action to protect their intellectual property rights.
(2)………..
In the Pop Idol/X Factor litigation, the claimant argued that the Idol series (each episode and the series as a whole) were protected as dramatic copyright works. 19TV argued that The X Factor involved the reproduction of the whole or a substantial part of the original, dramatic work copyright in the Idols series or each episode. It relied on the case of Norowzian v Arks Ltd. to support its argument that the Idols series should be protected as dramatic copyright work(s).
In Norowzian the claimant made a short unscripted film, called Joy, of an individual performing a dance. The film was heavily edited such that the film gave the impression that the actor was performing movements impossible for any human being. The defendant used the ideas of jump-cutting, which had been used in Joy, to produce an advertisement for Guinness, called Anticipation, showing a man doing a dance that no ordinary person could perform.
The claimant argued that Joy should be protected by copyright as a dramatic work. At first instance Mr Justice Rattee held that a film could not be a dramatic work and that a film of the dance depicted in Joy was not a recording of a dramatic work because a dramatic work had to be capable of being physically performed. This part of the judgment was overturned by the Court of Appeal, which held that a film could be a dramatic work and was capable of physical performance by an audience playing the film.

(3)…………
In IPC Media, the publisher of Ideal Home magazine sued Highbury, the publisher of the competing title, Home, for copyright infringement. IPC argued that the «design, subject matter, theme and presentational style” of its magazine had been copied, claiming that, although the text and photographs used were different, these elements remained the same. Laddie J drew analogy between these ‘design elements’ and television format, quoting the sections from the decision in Green (see box below) where Lord Bridge spoke about

the difficulty in identifying the nature of the work in which copyright subsists.
Laddie J said that copyright exists in discrete works, such as the magazine cover, and not in general themes, styles or ideas. However, he did have some sympathy for protection for formats. He suggested that coping the design elements could amount to copyright infringement if they constituted a substantial part of a copyright work, i.e. they represent sufficient of the author’s skill and labour that went into creating the copyright work. He said that copying one or two individual features that are commonplace in the design field, or the television industry as the case may be, may not amount to the taking of a substantial part. The claim was dismissed because IPC had not been able to prove the alleged copying or, if there was copying, that a substantial part had been copied. Laddie J also criticized IPC for presenting the similarities at “such a high level of generality that all the numerous and important differences are sidelined”.
The principles stated by Laddie J have been reaffirmed in the recent Court of Appeal decision in Nova Productions Ltd. v Mazooma Games Ltd., in which the claimant alleged that its artistic and literary copyright in its pool-themed arcade video game Pocket Money was infringed by the defendant’s pool-themed video games. Lord Justice Jacob said that although “in many cases a coincidence in the copyright work and the alleged infringement of small, unimportant details is an indication of copying”, those details alone did not indicate that there has been substantial copying. It was held that even though the claimant’s work had inspired some aspects of the defendant’s games, it was too general to amount to a substantial part of the claimant’s game, in particular as these ideas had little to do with the skill and effort expended by the programmer in writing the program code.

(4)…………
Outside the UK, particularly in Australia, Brazil and the Netherlands, there has been a more noticeable move towards expanding the scope of protection for formats. The Australian case Nine Films & Television Pty Ltd v Ninox Television Ltd involved alleged copyright infringement of the reality television programme Dream Home featuring two New Zealand families in a home renovation competition, by a programme called The Block, which also featured home renovation in a competitive environment. Nine Films successfully claimed for relief for unjustified threats of copyright infringement against Ninox.
Mr Justice Tamberlin determined that, to succeed, Ninox must show that the combination of series of dramatic events in The Block reproduced in a substantial way the situations or incidents in the Dream Home format. This is a significant departure from Green because Tamberlin J starts from the position that the relevant copyright work is the Dream Home format. However, it was held that “simply by reason of the fact that there are large elements of unscripted dialogue and interaction within the overall framework of the programs, there cannot be any substantial reproduction”.
In Brazil the courts have gone one step further. In TV Globo Ltd/Endemol Entertainment International BV v TV SBT TV SBT had negotiated with Endemol for licence to use the Big Brother format to broad cast Big Brother in Brazil. However, following the breakdown of these negotiations, the defendant commissioned and broadcast a version called Casa dos Artistas (Artist’s House). TV Globo/Endemol sued for copyright infringement and the defendant argued that the Big Brother format was not protected by copyright because a reality show is nothing more than an idea. The court found that formats are a much wider concept than just the idea of the programme. The format was held to encompass an extensive group of technical, artistic, economical and business information, such as the atmosphere of the house, the positioning of the cameras and the form through which the participants have contact with the external world. The court upheld TV Globo’s claim and found the defendant liable for copyright infringement.
There is nothing in any of the case law to suggest that television formats are not protectable in the UK. This assumes there is certainty of subject matter and the claimant can identify the copyright work sufficiently, perhaps by reference to a number of repeating elements in a programme, and a substantial part has been taken.

Exercise 2. Read through the article again and answer the questions.

1. Are television format ideas protectable in the UK?
2. Why did not the Pop Idol/X Factor case create a legal precedent?
3. Why do producers and broadcasters feel a need to protect television formats?
4. Why were only few format disputes settled in courts?
5. What was the judgement of the first instance in the case of Norowzian v Arks Ltd? And why did the Court of Appeal overturn it?
6. What principles were stated by Laddie J concerning coping the design elements?
7. In what way was the TV format defined by the court in Brasil? What was the court’s decision in the case TV Globo Ltd/Endemol v TV SBT?

VOCABULARY IN USE

Exercise 3. Match the words to form collocations as they appear in the article. Translate them.

	1. to turn
	a) the problem

	2. to be capable of
	b) subsists (exists)

	3. the copyright
	c) in legal precedent

	4. format
	d) piracy

	5. to create
	e) being physically performed

	6. high-profile
	f) the spotlight on

	7. to combat
	g) case

	8. judicial
	h) guidance


SPEAKING
Exercise 4. Summarize the article and express your opinion on the topic making use of the following phrases.

The author gives a brief survey of …; tackles the problem of…; the article contains a description…; deals with…; covers…; reveals the problem of..; the publication focuses on …; in conclusion the article reads…; the author comes to the conclusion that…; in my opinion; from my point of view….

READING 2

Exercise 5. Read the text and translate it.

History of Protection for Formats in the UK

The only decided UK case involving copyright protection for a television programme is Green v Broadcasting Corn of New Zealand.
The case was brought by Hughie Green, presenter of the game show Opportunity Knocks, for copyright infringement of his show by a New Zealand broadcaster.
Green claimed to be the author of copyright in the ‘dramatic format’, certain signature elements of the show repeated in each performance of the show, which he alleged were copied, including the title, the use of particular catchphrases and the use of a ‘clap o meter’ to measure the audience’s level of applause.
Green’s case was unsuccessful because the Privy Council considered these unifying features (the programme’s ‘format’) to be a general idea and not sufficient to be a copyright work. “The protection which copyright gives creates a monopoly and there must be certainly in the subject matter of such monopoly in order to avoid injustice to the rest of the world”.
However, the case was decided in 1989 and counsel for Green has said that dramatic work copyright was not argued before the Privy Council. Since this decision, however, the suggestion of a lack of protection for format rights has been felt by the industry and it has been argued that specific protection is necessary to protect investment in programmes produced to a format. In 1996 the Patent Office consulted on protection for television formats, but the consultations did not result in any amendment to the legislation protecting copyright works.

VOCABULARY IN USE

Exercise 6. Translate and give equivalents.

To turn the spotlight on; in the spotlight; the copyright subsists (exists) in discrete works; to give the impression; to amount to; judicial guidance; alleged copying; arcade video games; clap-o-meter; the ideas of jump-cutting; a substantial part; competitive environment.

CASE STUDY

READING 3

Exercise 7. Read the description of the case. Answer the questions.

1. Who are the parties?
2. What is the object of copyright?
3. What are the facts of the case?
4. What is the legal issue?
5. What would be the simplest way to resolve the problem?
6. What do you think the outcome of the case would be?

Kenrick v. Lawrence

Kenrick v. Lawrence (1890) L. R.* 25, Q. B. D. ** 99 was a seminal English case on the nature of copyright. In it the court establishes the extent to which copyright protection is given for a work and at which point it crosses the line from “expression”, which is protected, to “idea”, which is not.
A company held the copyright in a drawing of a hand, holding a pencil, and drawing a check-mark into a box. The drawing was used on voter cards to help the illiterate in voting. A rival company produced a card with a similar but not identical drawing of a hand drawing a check-mark in a box. They were sued for copyright infringement.
The Court mused on how detailed and accurate an imitator must be to constitute copyright infringement. The Court characterized the plaintiff claim as a claim to the subject matter itself. The defendant claimed, on the other hand, that only an exact reproduction could be protected. The Court took a middle ground, ruling that the greater the labor and skill invested into the work the broader the protection will be granted, while simpler works will receive narrower protection.
Thomas, J., filed a concurring opinion, in which Ginsburg, JJ., joined:
“It seems to me, therefore, that although every drawing of whatever kind may be entitled to registration, the degree and kind of protection given must vary greatly with the character of the drawing, and that with such a drawing as we are dealing with the copyright must be confined to that which is special to the individual drawing over and above the idea...there are scarcely more ways that one of drawing a pencil or the hand that holds it. If the particular arrangement of square, cross, hand, or pencil be relied upon it is nothing more than a claim of copyright for the subject, which in my opinion cannot possibly be supported”.
While it is possible for simple drawings to be protected by copyright, where a drawing is considered to be mundane copyright protection has been refused.
In this case the plaintiffs were a firm of printers. A member of the firm devised the idea of printing and publishing cards bearing a representation of a hand holding a pencil in the act of completing a cross within a square for the purpose of using such cards as an instruction leaflet for illiterate voters in the marking of their ballot papers. The firm employed an artist to make a drawing of such a hand. Subsequently the defendants published similar cards with a hand holding a pencil in the act of completing a cross in a particular square of voting paper. The hand was depicted in a slightly different position but the idea was taken from the plaintiffs cards. Neither the plaintiff’s nor the defendant’s drawings were considered to be of any artistic merit.
It was held that an action for infringement of copyright could not be maintained on the grounds that the plaintiffs’ drawing was not subject to copyright protection and was therefore not entitled to protection against an imitation which was not an exact reproduction.

Exercise 12. Read the judgement and translate it focusing on the underlined phrases.

Wills J said:

“... I think that I am upon very safe ground in saying that the mere choice of subject can rarely, if ever, confer upon the author of the drawing an exclusive right to represent the subject, and certainly where the subject chosen is merely the representation to the eye of a simple operation which must be performed by every person who records a vote there cannot possibly be an exclusive right to represent that operation in a picture. It may well be that something special in the way of artistic treatment even of this simple operation, if it existed, might be the subject of copyright; but nothing of the kind has been suggested or exists in the present case, and if it does exist without being discovered it has not been imitated, for there is nothing which by any flight of imagination can be called artistic about either the plaintiff’s or the defendants’ representation of a hand making the mark of a cross. It may be also that even the coarsest, or the most commonplace or the most mechanical representation of the commonest object is so far protected on registration that an exact reproduction of it, such as photography for instance would produce, would be an infringement of copyright. But in such a case it must surely be nothing short of an exact literal reproduction of the drawing registered that can constitute the infringement, for there seems to me to be in such a case nothing else that is not the common property of all the world. It is possible that in this case the proprietors of the drawing registered may have a right to be protected from a reproduction of their picture of a hand drawing a cross in which every line, dot, measurement and blank space shall be rendered exactly as in the original, or in which the variation from such minute agreement shall be microscopic. But I cannot see how they can possibly make a higher claim, or say that because they have registered a drawing of a hand pencilling a cross within a square that no other person in the United Kingdom is at liberty to draw a hand pencilling a cross within a square for perhaps the next half century”.

On the subject of artistic quality he considered that
“The phrase “artistic faculty” which I have used is vague enough; but here, again it is easier to say what is not the product of any artistic faculty than to define what is so; and here it is easy to pronounce that no such faculty has been exercised. No kind of value is given to the article produced by reason of its being a pleasing, a particularly accurate, or a tasteful representation upon paper of the object represented, or by reason of that object itself or the method of treating it appealing in any way to imagination, affection, memory or association.

It has less even of such properties than the geometric figures which illustrate a proposition of Euclid, and the kind of moral claim, if I may so speak, which such a drawing has to protection is far more of the nature which attaches to a trade design than to that which belongs to a work of art — a production which has merit or value as and in its character of a drawing, a painting, or a photograph and not simply because it conveys by way of a picture a description or direction which could be just as well put into words, if words were not to many people a sealed book.
Without going further, therefore, my judgment would be for the defendant.”

Exercise 13. Interpret the questions in English.

_______________________?
“Expression” is the nature of copyright for which copyright protection is given.

_______________________?
A company held the copyright in a drawing of a hand, holding a pencil, and drawing a check-mark into a box. The drawing was used on voter cards to help the illiterate in voting. A rival company produced a card with a similar but not identical drawing of a hand drawing a check-mark in a box. They were sued for copyright infringement.

_____________________?
The Court should muse on how detailed and accurate an imitator must be to constitute copyright infringement.

_____________________?
In this case the plaintiffs were a firm of printers. A member of the firm devised the idea of printing and publishing cards bearing a representation of a hand holding a pencil in the act of completing a cross within a square for the purpose of using such cards as an instruction leaflet for illiterate voters in the marking of their ballot papers. Subsequently the defendants published similar cards with a hand holding a pencil in the act of completing a cross in a particular square of voting paper. The hand was depicted in a slightly different position but the idea was taken from the plaintiffs’ cards.

_____________________?
Neither the plaintiff’s nor the defendant’s drawings were considered to be of any artistic merit.

_____________________?
It was held that an action for infringement of copyright could not be maintained on the grounds that the plaintiffs’ drawing was not subject to copyright protection and was therefore not entitled to protection against an imitation which was not an exact reproduction.

_____________________?
I think that I am upon very safe ground in saying that the mere choice of subject can rarely, if ever, confer upon the author of the drawing an exclusive right to represent the subject, and certainly where the subject chosen is merely the representation to the eye of a simple operation which must be performed by every person who records a vote there cannot possibly be an exclusive right to represent in a picture that operation.

_____________________?
It may well be that something special in the way of artistic treatment even of this simple operation, if it existed, might be the subject of copyright; but nothing of the kind has been suggested or exists in the present case, and if it does exist without being discovered it has not been imitated, for there is nothing which by any flight of imagination can be called artistic about either the plaintiff’s or the defendants’ representation of a hand making the mark of a cross.

___________________?
In such a case it must surely be nothing short of an exact literal reproduction of the drawing registered that can constitute the infringement, for there seems to me to be in such a case nothing else that is not the common property of all the world.

____________________?
“The phrase “artistic faculty” which I have used is vague enough; but here, again it is easier to say what is not the product of any artistic faculty than to define what is so; and here it is easy to pronounce that no such faculty has been exercised. No kind of value is given to the article produced by reason of its being a pleasing, a particularly accurate, or a tasteful representation upon paper of the object represented, or by reason of that object itself or the method of treating it appealing in any way to imagination, affection, memory or association.

_____________________?
Without going further, therefore, my judgment would be for the defendant.

PROJECT WORK

Exercise 14. Choose a topic and prepare a presentation.

1. Legal status of broadcasting companies.

2. Copyright protection of theatrical performances and TV- shows.

3. Related rights and its protection under.

What are related rights?

Related rights provide protection to the following persons or organizations:

· performers (actors, musicians, singers, dancers, or generally people who perform), in their performances;

· producers of sound recordings (for example, cassette recordings and compact discs) in their recordings; and

· broadcasting organizations, in their radio and television programs.

Sometimes, these rights are also referred to as neighboring rights.

Is there a distinction between related rights and copyright?

Copyright and related rights protect different people. Copyright protects authors of works. For example, in the case of a song, copyright protects the composer of the music and the writer of the words.

In the same example, related rights would apply to :

· the musicians and the singer who performs the song,

· the producer of the sound recording (called also phonogram) in which the song is included, and

–the organization that broadcasts a program containing the song.

What are the rights granted to the beneficiaries of related rights?

National laws differ as to the extent of rights which are provided to performers, producers of sound recordings or broadcasting organizations.

Different international treaties address this issue, such as the Rome Convention, the TRIPS Agreement, as well as the WIPO Performances and Phonograms Treaty (WPPT).

Performers, in general, enjoy economic rights to prevent fixation, broadcasting and communication to the public of their live performances. Some national laws as well as the WIPO Performances and Phonograms Treaty (WPPT) grant them also rights of reproduction, distribution and rental of their perfrormances fixed in phonograms, as well as moral rights to prevent unreasonable omission of their name, or to object to modifications to their performances included in a sound recording, if such modifications are likely to harm their reputation.

Producers of sound recordings (also called phonograms) enjoy mainly the right to authorize or prohibit the reproduction and distribution of their sound recordings by others.

Furthermore, the WIPO Performances and Phonograms Treaty (WPPT) ensures that producers of phonograms, as well as performers of works contained therein, are adequately and effectively protected when the sound recordings are disseminated through new technology and communications systems, such as the Internet.

Broadcasting organizations are provided the rights to authorize or prohibit re-broadcasting, fixation and reproduction of their broadcasts.

Related rights are subject to the same exceptions as for copyright, which would allow anyone to make free use of the performances, sound recordings or broadcasts for certain specific purposes, such as quotations, and news reporting.

Why protect related rights?

Performers are protected by reason of their creative contribution. Producers of sound recordings deserve protection because of the creative input as well as technical and financial resources needed to bring the recording to the public. Likewise broadcasting organizations have a justified interest in protecting their technical and organizational skill in programs from acts of piracy.

Topic 7 
Trademarks: definition, functions, registration and use

VOCABULARY

trademark / trade mark 
trade name 
service mark 
certification mark 
collective mark 
renew the registration 
Patent and Trademarks Office (PTO) 
be eligible for registration 
deny / refuse registration 
qualify 

pending 
cease and desist letter 
wrongful user 
distinctive character of a mark 
generic mark 
defensive trade mark 
deceptive mark 
detriment 
blurring 
dilution 
tarnishment 

What is a trademark?

A trademark is a sign that is used to identify certain goods and services as those produced or provided by a specific person or enterprise. Hence, it helps to distinguish those goods and services from similar ones provided by another.

For example, “DELL” is a trademark that identifies goods (computers and computer related objects). “CITY BANK” is a trademark that relates to services (banking and financial services).

What kind of signs can be used as trademarks?

Trademarks may consist of a word (e.g. Kodak) or a combination of words (Coca-Cola), letters and abbreviations (e.g. EMI, MGM, AOL, BMW, IBM), numerals (e.g.7/11) and names (e.g. Ford, or Dior) or abbreviations of names (e.g. YSL, for Yves St-Laurent). They may consist of drawings (like the logo of the Shell oil company, or the Penguin drawing for Penguin books), or three-dimensional signs such as the shape and packaging of goods (e.g. the shape of the Coca-Cola bottle or the packaging for the Toblerone chocolate). They may also consist of a combination of colors or single colors (e.g. the orange color used for ORANGE telephone company). Even non visible signs, such as music and fragrances, may constitute trademarks.

In all cases, the trademark must be distinctive: it must be capable of distinguishing the goods or services with which it is used. A name which is purely descriptive of the nature of the goods and services that are offered may not constitute a valid trademark. For example, Apple may serve as a trademark for computers but not for actual apples. However, a given trademark may not be distinctive from the outset, but may have acquired distinctive character or “secondary meaning” through long and extensive use.

What types of trademark exist?

In addition to trademarks identifying the commercial source of goods or services, several other categories of marks exist.

Collective marks are marks used to distinguish goods or services produced or provided by members of an association. Collective marks are marks used to identify the services provided by members of an organization (e.g. UAW for United Auto Workers).

Certification marks are marks used to distinguish goods or services that comply with a set of standards and have been certified as such (e.g. The Woolmark symbol to show that products are made from 100% wool and comply with performance specifications set down by the Woolmark Company. It is registered in 140 countries and is licensed to manufacturers who are able to meet these quality standards in 67 countries).

What function does a trademark perform?

Trademarks may perform different functions. In particular they :

· help consumers identify and distinguish products or services;
· enable companies to differentiate between their products;

· are a marketing tool and the basis for building a brand image and reputation;
· may be licensed and provide a direct source of revenue through royalties;
· are a crucial component of business assets;
· encourage companies to invest in maintaining or improving quality products; and
· may be useful for obtaining finance.
How is a trademark protected?

The most common and efficient way of protecting a trademark is to have it registered . Trademarks are territorial rights. This means that they must be registered separately in each country in which protection is desired. Note that, unless a given trademark is protected in a specific country, it can be freely used by third parties. Moreover, trademark protection is in general always limited to specific goods and services (unless the trademark in question is a well-known or famous trademark). This means that the same trademark can be used by different companies as long as it is used for dissimilar goods or services. Almost all countries in the world maintain a Register of Trademarks, at the appropriate trademark office.

Registration is not, however, the only way of protecting a trademark: unregistered trademarks are also protected in some countries, but in a less reliable form.

What kind of protection is provided by a trademark ?

A trademark owner is given the exclusive rights:

to use the trademark to identify his goods or services;

to prevent others from using and marketing the same or a similar trademark for the same or similar goods or services;
to authorize others to use the trademark, (e.g. by franchising or licensing agreements) and in return for payment.

How is a trademark registered?

First, an application for registration of a trademark must be filed with the appropriate national or regional trademark office. The application must contain a clear reproduction of the sign filed for registration, including any colors, forms, or three-dimensional features. The application must also contain a list of goods or services to which the sign would apply.

The sign must fulfill certain conditions in order to be protected as a trademark or another type of mark:
it must be distinctive, so that consumers can distinguish it as identifying a particular product, as well as from other trademarks identifying other products;
it must not be deceptive, that is, it should not be likely to mislead the consumers as to the nature or quality of the product;
it should not be contrary to public order or morality;
it should not be identical or confusingly similar to an existing trademark. This may be determined through search and examination by the national office, or by the opposition of third parties who claim similar or identical rights.

How long is a registered trademark protected for?

The period of protection varies (it is usually 10 years), but a trademark can be renewed indefinitely on payment of the corresponding fees.

How extensive is trademark protection?

Almost all countries in the world register and protect trademarks. Each national or regional office maintains a Register of Trademarks which contains full application information on all registrations and renewals, thereby facilitating examination, search, and potential opposition by third parties. The effects of such a registration are, however, limited to the country (or, in the case of a regional registration, countries) concerned.

In order to avoid the need to register separately with each national or regional office, WIPO administers a system of international registration of marks. This system is governed by two treaties, the Madrid Agreement Concerning the International Registration of Marks, and the Madrid Protocol. A person who has a link (through nationality, domicile, or establishment) with a country party to one or both of these treaties may, on the basis of a registration or application with the trademark office of that country, obtain an international registration having effect in some, or all of the countries of the Madrid Union.

What are well-known marks and how are they protected?

Well- known marks are marks that are considered to be well-known by the relevant sector of the public in the country in which protection is sought. Well-known marks benefit from stronger protection than marks in general:

· they may be protected even if they are not registered in a given territory, and

· they may be protected against confusingly similar marks that are used on dissimilar goods or services, whereas marks are generally protected against confusingly similar marks if used for identical or similar products.

For example, let us consider a trademark such as Mercedes Benz. Normally the company that owns the trademark would be protected against unauthorized use of the mark by third parties with respect to the products for which the mark has been registered. To the extent that Mercedes Benz is a well-known trademark, protection would also be available for unrelated goods. So that if another company decides to use the trademark in relation to other goods such as, say, men’s underwear, it may be prevented from doing so.

What is a domain name and how does it relate to trademarks?

Domain names are Internet addresses, and are commonly used to find websites. For example, the domain name “wipo.int” is used to locate the WIPO website at www.wipo.int. Domain names may be made up, sometimes, of a trademark. In such case, it may happen that the person who has registered the domain name has done it in bad faith, as he is not the owner of the trademark under which the domain name has been registered. This activity is referred to as cybersquatting.

It is important to know that many national laws, or courts, treat as trademark infringement the registration of the trademark of another company or person as a domain name. If this happens, the person who has chosen the trademark of another as a domain name may not only have to transfer or cancel the domain name, but may also have to pay damages or a heavy fine.
It may be interesting for you to know that if the trademark of your company is being used as a domain name by another individual or company, you may take action to stop such misuse of the rights of your company. In such a case, an option would be to use WIPO’s online procedure for domain name dispute resolution at: arbiter.wipo.int/domains. This WIPO website includes a model complaint as well as legal index to the thousands of WIPO domain name cases that have already been decided.

Why protect trademarks?

The basic rationale for protecting trademarks, whether through registration or not, is twofold. First, it provides business people with a remedy against unfair practices of competitors, which aim at causing confusion in the consumers’ minds by leading them to believe that they are acquiring the goods or services of the legitimate owner of the trademark, whereas in fact they are acquiring an imitated product, which furthermore may be of lesser quality. The legitimate owner may hence suffer from loss of potential customers, as well as harm to his own reputation.

The second rationale flows from the first, namely to protect consumers from those unfair and misleading business practices.

In addition to those two arguments, a further one is gaining more and more prominence. This is that a trademark is often the only tangible asset that represents the investments made in the building of a brand. Where, for example, a business is sold, or companies merge, the question of brand evaluation becomes an important issue. The value of companies may depend to a large extent on the value of their trademarks.

READING 1

Exercise 1. Read through the text and match the questions with the appropriate paragraphs. Answer the questions.

1. How can a trademark be protected?
2. What kinds of trademark can be registered?
3. What rights does trademark registration provide? How long does trademark protection last?
4. What is a service mark?
5. How can trademark registration be maintained?
6. What is a trademark? What is it designed for?

A trademark or trade mark is a distinctive sign or indicator of some kind which is used by an individual, business organization or other legal entity to uniquely identify the source of its products and/or services to consumers, in other words, a trademark is a sign capable of distinguishing the goods or services of one enterprise from those of other enterprises. A trademark is a type of intellectual property, and thus protected by intellectual property rights.

Typically a trademark is a word or a combination of words, letters, and numerals can perfectly constitute a trademark. But trademarks may also consist of drawings, symbols, three-dimensional features such as the shape and packaging of goods, non-visible signs such as sounds or fragrances, or color shades used as distinguishing features — the possibilities are almost limitless. 
When a trademark is used in relation to services rather than products, it may sometimes be called a service mark, particularly in the United States. A service mark may be registered for retail services. While it will not be necessary to specify in detail the services for which registration is sought, it will be necessary to specify the goods, or type of goods, to which the retail service relates.

At the national/regional level, trademark protection can be obtained through registration, by filing an application for registration with the national/regional trademark office and paying the required fees. At the international level, you have two options: either you can file a trademark application with the trademark office of each country in which you are seeking protection, or you can use WIPO’s Madrid System.

In principle, a trademark registration will confer an exclusive right to the use of the registered trademark. This implies that the trademark can be exclusively used by its owner, or licensed to another party for use in return for payment. Registration provides legal certainty and reinforces the position of the right holder, for example, in case of litigation.
The term of trademark registration can vary, but is usually ten years. It can be renewed indefinitely on payment of additional fees. Trademark rights are private rights and protection is enforced through court orders.

A related issue that permeates registered trademark law is that of ‘use’. As mentioned above, a trademark registration can be kept on the register indefinitely and so, unlike patents or copyright, a mark need not fall into public domain after a specific time. In consequence a trademark has to be used in order to maintain the registration. The obligation to use has been adopted in almost all jurisdictions.

READING 2

Exercise 2. Read through the article and answer the questions:

1. What is “brand” and in what way does it differ from “trade mark”?

2. Why has a backlash appeared in the society against trade marks and brands?
3. Where does the nub of controversy lie?

Current trends

In recent years there has been something of a backlash in some sectors of society against the power that trade marks can have over the daily life of a consumer. This campaign has been directed primarily against brands, rather than trade marks on their own. Although there seems to be some discussion and disagreement as to the definition, the terms ‘brand’ and ‘branding’ would appear to refer to the totality of the image that is portrayed in relation to or by a product in the marketplace, and the process of getting it there. A brand is described thus: ‘The intangible sum of a product’s attributes: its name, packaging, and price, its history, its reputation, and the way it’s advertised’.
The process of branding can thus be applied to the entire corporate identity as well as to individual products and services. And herein lies the nub of the controversy. In recent years companies have attempted to build whole aspirations, images and lifestyles around a brand. Those that have achieved some success might include ‘Bailey’s Irish Cream’, ‘Pepsi Max’, ‘Levi’s jeans’ and ‘Absolute Vodka’. The message is that if you purchase this particular product, you too can have these experiences, this lifestyle and this success. The effect, so it is argued, is to offer a lifestyle that is dictated by the brand-owner, but which does not necessarily reflect ‘real life’. The ultimate result is that it is the companies who own these brands who determine the way we live, the choice we make and the shape of the world in which we live.

SPEAKING

Exercise 3. Summarize the text “Current trends” and express your opinion on the topic, give examples of your own. Make use of the following phrases.

the way I see it…; to my mind…; if you ask me…; I think…; I firmly believe etc...

Exercise 4. Interpret the questions in English.

____________________?
A trademark is a distinctive mark or symbol or device that a manufacturer affixes to the goods he produces so that they may be identified in the market.

____________________?
Yes, a trademark is a type of intellectual property, and typically comprises a name, word, phrase, logo, symbol, design, image, or a combination of these elements.

____________________?
No, it shouldn’t be confused with a trade name, which is a name used in the trade to designate as an entity the particular business of certain individuals or sometimes to designate a class of goods.

____________________?
The registered name identifies both the goods and the persons selling or making them, whereas a registered trade mark designates only the product. For example, the product “Sunshine Cola Drink” could be a subject of a trademark, and the “Sunshine Soft Drink Company” could be a trade name.

____________________?
There are also service marks, certification marks and collective marks.

____________________?
A certification mark is a symbol, name or device used by an organization to vouch for products and services provided by others. This type of mark may cover a characteristic such as regional origin, method of manufacture, product quality and service accuracy. For example, Rioja wines (Spanish wines from the Rioja region).

____________________?
Though trademark rights are acquired without registration, it is advisable to register a trademark and to register it under law.

____________________?
Registration is preferable, because the benefits of state registration are available only in the state of registration. The benefits of registration are available nationwide. 
____________________?
Registration lasts initially for ten years. The registration is renewable for consecutive ten-year periods. State registration and renewal period vary from state to state.

____________________?
A registration application typically asks for: 1) a description of the trademark; 2) an explanation of how the applicant is using it or plans to use it in the future; 3) a statement that the applicant believes no one else has a right to use it. Application for registration also requires the showing that the applicant is involved in interstate commerce.
____________________?

Next, the PTO publishes the trademark in the Official Gazette (a publication of the US Patent and Trademark Office). The Gazette states that the mark is a candidate for registration; this provides existing trademark owners with an opportunity to object to the registration. If someone objects, the PTO will schedule a hearing to resolve the dispute.

____________________?

For a trademark to be registered in the patent office, it must be a distinctive design, combination of letters, words, or figures, and must be shown to be first adopted and used by the applicant.

____________________?

The PTO won’t register a trademark if it is devoid of a distinctive character, has become a word commonly used in the trade or already in use. Most jurisdictions totally exclude certain types of terms and symbols from registration as trademarks, including the emblems, insignia and flags of nations, certain organisations and the modern Olympic Games, marks which are deceptive as to the origin of their associated products or services (eg as to their geographic origin), and marks comprising signs which are contrary to accepted principles of morality (eg marks which are obscene). As well as marks which contain words or symbols that disparage living or deceased persons, institutions, beliefs.

___________________?
It depends on the name. A mark that is primarily a surname (last name) does not qualify for protection under federal law unless the name becomes well-known as a mark through advertising or long use. If this happens, the mark is said to have “secondary meaning”. McDonald’s and Calvin Klein are just a few of the hundreds of surnames that have become effective and protected marks over time.

___________________?
One can do his own search for free on the Internet by visiting the US Patent and Trademark Office’s website. Or one can visit one of the Patent and Trademark Depository Libraries, available in every state. These libraries offer a combination of hardcover directories of federally registered marks and an online data base of both registered marks and marks for which a registration application is pending.

___________________?
Whether the owner of a trademark can stop others from using it depends on such factors as: whether the trademark is being used on competing goods or services; whether the consumer would likely be confused by the dual use of the trademark; whether the trademark is being used in the same part of the country or is being used on related goods.

___________________?
Typically, the owner will begin by sending a letter, called a “cease and desist letter” to the wrongful user, demanding that he stop using the mark. If the wrongful user continues to infringe the mark, the owner can file a lawsuit to stop the improper use.

___________________?
The lawsuit is usually filed in federal court if the mark is used in more than one state or country, and in state court if the dispute is between purely local marks. In additional to preventing further use of the mark, a trademark owner can sometimes obtain money damages from the wrongful user.

___________________?
If a trademark owner proves in a federal court that the infringing use is likely to confuse the consumer and that he suffered economically as a result of the infringement the competitor may have to pay the owner damages based on the loss.

___________________?

Not quite. If the court finds that the competitor intentionally copied the owner’s trademark, or at least should have known about the mark, the competitor may have to give up the profits he made by using the mark as well as pay other damages, such as punitive damages, fines or attorney fees.

READING 3

Exercise 5. Read through the text and answer the question what are the main functions of trademarks? 

Trademark: functions

The essential function of a trademark is to exclusively identify the commercial source or origin of products or services, such that a trademark, properly called, indicates the source or serves as a badge of origin. The use of a trademark in this way is known as trademark use, and a trademark owner seeks to enforce its rights or interests in a trademark by preventing unauthorized trademark use. Certain exclusive rights attach to a registered mark, which can be enforced by way of an action for trademark infringement, while unregistered trademark rights may be enforced pursuant to the common law tort of passing off.
However, what is important for those who buy goods is to know the quality of the goods they are purchasing. And this leads to the second important function of a trade mark, a sub-set of the origin function, and that is a registered trade mark indicates to the consumer the quality of the particular goods or services sold in connection with a particular mark.
The quality function has been emphasized by the House of Lords:
‘The quality of goods on offer is at the heart of all trading activities. As long as trading has existed, buyers have sought information and assurance about the quality of the merchandise on display. The use of trade marks is an integral part of this activity’.
A third function of a trade mark is that of advertising the goods or services sold by the trader in connection with the mark. Many traders invest not only time and effort, but also substantial sums in bringing a particular mark to the attention of the public.
A trade mark is a vehicle for communicating a message to the public, and itself represents financial value. This message is incorporated into the trade mark through use, especially for advertising purposes, which enables the trade mark to assume the message itself, whether informatively or symbolically. The message may refer to the product’s qualities, or indeed to intangible values such as luxury, lifestyle, exclusivity, adventure, youth, etc.

VOCABULARY IN USE

Exercise 6. Read through the text and fill in the gaps with appropriate phrases. Translate the text.

descriptive; fanciful; arbitrary; genericized; suggestive; generic term

Registrability and distinctive character

A trademark may be eligible for registration, registrable, or if amongst other things it performs the essential trademark function, and has a distinctive character. Registrability can be understood as a continuum, with “inherently distinctive” marks at one end, “generic” and “descriptive” marks with no distinctive character at the other end, and “suggestive” and “arbitrary” marks lying between these two points.
· A … trademark is prima facie registrable, and comprises an entirely invented or “fanciful” sign. For example, “Kodak” had no meaning before it was adopted and used as a trademark in relation to goods, whether photographic goods or otherwise. Invented marks are neologisms which will not previously have been found in any dictionary.
· An … trademark is usually a common word which is used in a meaningless context (e.g. “Apple” for computers). Such marks consist of words or images which have some dictionary meaning before being adopted as trademarks, but which are used in connection with products or services unrelated to that dictionary meaning. For example, Salty would be an arbitrary mark if it was used in connection with telephones, egSalty Telephones, as the term “salt” has no particular connection with such products.
· A … trademark tends to indicate the nature, quality, or a characteristic of the products or services in relation to which it is used, but does not describe this characteristic, and requires imagination on the part of the consumer to identify the characteristic. Suggestive marks invoke the consumer’s perceptive imagination. An example of a suggestive mark might be Salty used in connection with sailing gear.
· A … mark is a term with a dictionary meaning which is used in connection with products or services directly related to that meaning. An example might be Salty used in connection with saltine crackers or anchovies. Such terms are not registrable unless it can be shown that a distinctive character has been established in the term through extensive use in the market place
· A … term is the common name for the products or services in connection with which it is used, such as “salt” when used in connection with sodium chloride. A generic term is not capable of serving the essential trademark function of distinguishing the products or services of a business from the products or services of other businesses, and therefore cannot be afforded any legal protection. This is because there has to be some term which may generally be used by anyone—including other manufacturers—to refer to a product without using some organization’s proprietary trademark. Marks which become generic after losing their distinctive character are known as … .

It can be seen from the examples above that the distinctive character of a term is closely related to the products or services in relation to which the term is used.

Exercise 7. Translate focusing on the underlined constructions.

1. A trademark is said to have many roles: an indication of origin; a quality indicator; a method of advertisement and an investment vehicle.

2. Now, it is said that it is the association of a trademark with goods and services (the origin) that sells products to the consumers, rather than the expertise of the shopkeeper.

3. It is also argued that trade marks have other functions, which might be termed ‘communication’, investment, or advertising function.
4. Those functions are said to arise from the fact that the investment in the promotion of a product is built around the mark.
5. It is accordingly reasoned that those functions are values which deserve protection as such, even when there is no abuse arising from misrepresentations about either origin or quality.

6. The standard to be applied is that of the reasonable person with normal levels of sensitivity and tolerance for a mark to be considered deceptive there needs to be evidence of actual deceit or a sufficiently serious risk that the consumer will be deceived.
7. In cases of this type it is for the trader alleging consent, i.e. the defendant/importer to prove it, and not for the trademark proprietor to demonstrate its absence.
8. Rather the question becomes one of whether the use by the competitor of the sign dilutes the mark in the sense of taking unfair advantage of the reputation or being detrimental to the distinctive character or reputation of the earlier mark.
9. Not only is it possible to obtain a trademark covering the UK, but since 1994 it has been open to traders to register a Community Trade Mark (CTM), normally effective throughout the territory of member states of the EU.
10. Revocation can occur where the use of a mark is liable to mislead the public as to the nature, quality or geographical origin of the goods and services; if the use becomes misleading and if the mark becomes generic.

READING 4

Exercise 8. Read through the text and answer the questions.

Translate the text.

1. What is dilution of a trade mark?
2. What may be harmful for the reputation of a trade mark? Why?
3. When is the reputation of a trade mark considered to be tarnished? Give your own examples.
4. What is blurring? Why is it dangerous for a trade mark?

Detriment

The issue of the use of a sign being detrimental to the distinctive character or reputation of a mark has been referred to generally as ‘dilution’. Dilution could be generally described as the whittling away of the distinctive character of a trade mark and can be used to refer to both tarnishment and blurring.

Detrimental to the reputation — tarnishment

The reputation of a mark can be tarnished: where the use of the sign is detrimental to the reputation of the well known mark. An example might be by using a phonetically similar word for household cleaner as is registered for an expensive alcoholic beverage.

It is said that detriment by tarnishment takes place where the mark is:

— linked with the goods of poor quality or which evoke undesirable or questionable mental association which conflicts with the associations or image generated by legitimate use of the trade mark by its proprietor;

— linked with the goods which are incompatible with the quality and prestige associated with the trade mark, even though it is not a matter of inappropriate use of the trade mark in itself;

— amended or altered in a negative way.

In essence, the mark with the reputation ceases to convey desirable messages to the public.

Detrimental to the distinctive character — blurring

Blurring has been described as ‘the gradual whittling away or dispersion of the identity and hold upon the public mind of the mark or name by its use on non-competing goods’ such as, for example, the use of a prestige mark in association with T-shirts and window cleaning services. It will be detriment to the distinctive character where the mark with a reputation is no longer capable of arousing immediate association with the goods for which it is registered and used, thus the original exclusive quality of the mark would be lost. However, it has been suggested that where there is no tarnishment or confusion, then no real or verifiable damage would occur. In order to show that the distinctive character of a mark will be blurred, it has to be shown that the earlier mark has a reputation for a limited category of goods. If a third party uses the same or similar mark for dissimilar goods or services so the ‘singularity of that association’ would be whittled away.

VOCABULARY IN USE

Exercise 9. Match the concepts with their definitions and translate.

	1. collective
	a) it is used to prevent trademark infringement, can be

	trademark
	applied for by a trademark owner of a well known

	
	trademark for goods or services that are not intended

	
	to be used by that owner.

	2. certification
	b) the blurring of distinctiveness of a mark such that it

	trademark
	is  no  longer  capable  of  arousing  an  immediate

	
	association with the goods or services for which it is

	
	registered and used. In most cases, it involves an

	
	unauthorized use of another’s trademark on products

	
	that do not compete with, and have little connection

	
	with, those of the trademark owner.

	
	

	3. trademark
	c) a mark indicating that the goods or services in

	dilution
	connection with which it is used are certified by the

	
	proprietor of the mark in respect of origin, material,

	
	mode of manufacture of goods or performance of

	
	services, quality, accuracy or other characteristics and is designed to indicate that the quality of the goods or services meets certain criteria.

	4.deceptive mark
	d)a mark distinguishing the goods or services of members of the association which is the proprietor of the mark from those of other undertakings and is designed to indicate who can use the mark, for example, members of the association.

	5.genericized trademark
	e) a mark suggests that the goods are made from specific materials if that is in fact not the case.

	
	

	
	

	
	


Exercise 10. Fill in the gaps with the appropriate prepositions and translate the sentences.
in relation to (3); with (3); while; through (3); in; upon; for; between

1. If such a mark becomes synonymous … that product or service to the extent that the trademark owner can no longer enforce its proprietary rights, the mark has become generic.
2. The™ symbol may be used when trademark rights are claimed
· a mark, but the mark has not been registered … the government trademarks office of a particular country or jurisdiction, … the ® is used to indicate that the mark has been so registered.
3. Proprietary rights … a trademark may be established … actual use … the marketplace, or … registration of the mark … the trademarks office.
4. Certain jurisdictions generally do not recognize trademarks rights arising … use.
5. A registered trademark confers a bundle of exclusive rights … the registered owner, including the right to exclusive use of the mark … the products or services … which it is registered.
6. Non-distinctive, descriptive and customary marks are all excluded … registration unless they have become distinctive … use.
7. The exclusivity reflects the function of a trade mark as an indication of origin and provides a balance as … the interests of the would-be trade mark owner and competitors in the field.

LISTENING

Exercise 13. Listen to the text and fill in the gaps with appropriate words.

Maintaining trademark rights — abandonment and genericide

Trademarks rights must be 1. … through actual use of the trademark. These rights will 2. … over time if a mark is not actively used. In the case of a trademark registration, failure to actively use the mark, or to enforce the registration in the event of infringement, may also expose the registration itself to 3. … from the register after a certain period of time.
All jurisdictions with a mature trademark registration system provide a mechanism for removal in the event of such non-use, which is usually a period of either 4. … or 5. … years.
In the U.S., 6. … to use a trademark for this period of time, aside from the corresponding impact on product quality, will result in 7.
· of the mark, whereby any party may use the mark. An abandoned mark is not irrevocably in the 8. … …, but may instead be re-registered by any party which has re-established exclusive and active use, and must be associated or linked with the original mark owner. Further, if a court rules that a trademark has become “9. …” through common use (such that the mark no longer performs the essential trademark function and the average consumer no longer considers that exclusive rights attach to it), the corresponding registration may also be ruled 10. …
For example, the Bayer company’s trademark “Aspirin” has been ruled generic in the United States, so other companies may use that name for acetylsalicylic acid as well (although it is still a trademark in Canada). 11. … for copiers and Band-Aid for adhesive bandages are both trademarks which are at risk of succumbing to 12. …, which the respective trademark owners actively seek to prevent. In order to prevent marks becoming generic, trademark owners often contact those who appear to be using the trademark incorrectly, from web page authors to dictionary editors, and request that they 13. … the improper usage. The proper use of a trademark means using the mark as an 14. …, not as a noun or a verb, though for certain trademarks, use as nouns and, less commonly, verbs is common. For example, Adobe sent e-mails to many web authors using the term “photoshopped” telling them that they should only use the term “15. … by Adobe® Photoshop® software.” VeriPic likewise sends e-mails to reviewers using the term “VeriPic your digital photos” telling them that the proper usage of the term is “16. … by the VeriPic® Digital Photo Lab® secured photo database software.” Xerox has also purchased print advertisements declaring that “you cannot ‘17. …’ a document, but you can copy it on a Xerox Brand copying machine.” Such efforts may or may not be successful in preventing 18. … in the long run, which depends less on the mark owner’s efforts and more on how the public actually 19. … and uses the mark. In fact, legally it is more important that the trademark holder visibly and actively seems to attempt to prevent its trademark from becoming generic, regardless of real success.

SPEAKING

Exercise 14. Discuss these questions in pairs and express your opinion.

1. The area of registered trademarks has attracted more case law at European level than any intellectual property right. Why do you think this is so?
2. Can you think of any sign or trademark which might be refused registration on the grounds that it might be deceptive?
3. What requirements should be met for a trademark to be registrable?

PROJECT WORK

Exercise 15. Choose a topic and prepare a presentation.

1. Registration of a trademark: absolute and relative grounds for refusal.
2. Collective and certification trade marks.
3. The Community Trade Mark system (The EU): advantages and disadvantages.
4.  Revocation of a trademark: non-use, generic words, quality control.
5. Deceptive marks and marks prohibited.
6. Unfair competition. 
What is unfair competition?

Unfair competition is generally understood as any act of competition that is contrary to honest practices in industrial or commercial matters.

A dishonest practice is not something that can be defined with precision. The standard of fairness or honesty may change from country to country, as well as evolve with time. It is, therefore, difficult to attempt to encompass all existing acts of unfair competition in one definition. On the other hand, the Paris Convention for the Protection of Industrial Property specifies that the following acts and practices are incompatible with the notion of fairness in competition:
acts which may create confusion by any means with the establishment, the goods or the industrial or commercial activities of a competitor (e.g. using a trademark identical or similar to another with respect to goods of the same category);
acts that constitute false allegations of such nature as to discredit or disparage the establishment, the goods, or the industrial or commercial activities, of a competitor (e.g. an enterprise attacking a competitor through statements that are false and untrue with relation to the latter’s goods or services);
indications or allegations which may mislead the public as to the nature, the manufacturing process, the characteristics, the suitability for their purpose, or the quantity of the goods ( e.g. a company publishing false and untrue statements concerning the quality or safety of its own products in connection with promotion or sales advertising);
Unfair competition cannot be confined only to the 3 categories described above.
There is broad agreement that this concept should also apply to the following:

acts consisting in the disclosure or use by others of secret or confidential information without proper consent of the rightful holder of the information, in a manner contrary to honest commercial practices (e.g. acts tending to appropriate another’s secret information, such as a method of manufacturing a product, through industrial or commercial espionage);

acts or practices that, in the course of industrial or commercial activities, damage the goodwill or reputation of another’s enterprise, regardless of the fact whether such acts cause confusion or not (e.g. the fact of using a well-known trademark, say Cadillac, by someone other than its owner, for entirely different products, such as watches. This may result in the dilution of the well -known trademark, that is the lessening of its distinctive character or of its advertising value. Furthermore, in this case, the user obtains an unfair advantage over his competitors, who do not own the well-known trademark, which is likely to favor the sale of his own product.).

What is the relationship between unfair competition and intellectual property laws?

In many countries, unfair competition laws supplement intellectual property laws. To illustrate with an example, let us consider the situation where a trademark (A) has been used in association with certain goods. If a third party uses the same trademark or another similar mark (B) with the same category of goods, in a way that it is likely to cause confusion with (A), then the user of trademark (A) would justifiably have reason to complain and a legal basis to sue in order to stop the harmful activities. Two situations may then arise:

· If the owner of trademark (A) has registered his trade mark beforehand, he or she will be entitled to bring action before the courts on the basis of trademark violation or infringement;

· If the owner of trademark (A) has not yet registered the trademark, he or she may bring action on the basis of unfair competition.

However, the prerequisites to proceed with one or the other lawsuits are not identical. It may be easier to succeed with an action based on infringement of an intellectual property law, than with an action based on unfair competition. It is, therefore, advisable to register your rights (on trademarks, industrial designs, geographical indications, etc.) whenever national laws or international treaties allow for such a possibility, instead of relying solely on unfair competition, as a means to put an end to a dishonest behavior of a competitor that may harm your business.

Topic 8 
Intellectual Property and Business: Trademark Coexistence 
VOCABULARY

abandon a trademark 
maintain a patent / a right in relation to a trademark 
police rights 
in good faith 

trespass on each other’s territories conclude a formal co-existence agreement 
concurrent use 
a delimited geographical area 
contravene the trademark coexistence agreement 
counterfeit 
renouncehis right 
factual indicia 
burden of attribution 
estoppel 
READING 1

Exercise 1. Read through the article and complete the spaces (1–5) using the sentences (a — e).

a) The problems start if this distinguishing function no longer works because the businesses for which the trademarks were originally used begin to overlap.
b) In a formal trademark coexistence agreement both parties recognize the right of the other to their respective mark and agree the terms on which they may exist together in the market place.
c) Trademark coexistence describes a situation in which two different enterprises use a similar or identical trademark to market a product or service without necessarily interfering with each other’s businesses.
d) But neither company foresaw that the future development of digital music technologies was to bring the two fields much closer together.
The case of Apple Corps, the record label founded by the Beatles, and Apple Computer illustrates the difficulties (see WIPO Magazine 3/2006).

Trademark Coexistence

1) _____________________. Often trademarks consist of the family name of the person who started a business and, where that name is a common one, it is not unusual to find similar businesses under the same or similar names. None of this need lead to conflict or litigation, as long as the trademarks in question continue to perform their main function, namely to distinguish the goods or services for which they are used from those of competitors.
2) _____________________. Thus trademarks which had happily coexisted at one time may suddenly enter into a conflict. This is particular frustrating where both businesses use their identical trademarks in good faith, but because of business expansion start to trespass on each other’s territories. In some cases, when two companies are aware that they are using similar or identical trademarks, they may choose to conclude a formal co-existence agreement in order to prevent the future use of the two marks overlapping in such a way as to become undesirable or infringing.
In certain common law jurisdictions, the concept of “honest concurrent use” may apply. This takes into account the nature and length of use, the geographical area of trade, and the honesty of the adoption and subsequent use of the mark. A long period of concurrent use (at least five years) may help to overcome an opposition, and allow the two marks to coexist. However, a finding of honest concurrent use depends on a number of factors, including the likelihood of consumer confusion. Cases in which both parties are granted registration with, for example, a delimited geographical area of use for each company’s mark, seem therefore to be an exception rather than the rule.
“Come Together”
3) _____________________. Such coexistence may be based on a division of the territories in which each holder may operate, or on a delimitation of their respective fields of use, i.e. regarding the goods or services on which they are used.
The real challenge, however, lies in anticipating the future development of each company’s activities. Where would each company like to see itself in ten or twenty years’ time?
4) _____________________. The two companies entered into a trademark coexistence agreement in 1991. This provided that Apple Computer would have the exclusive right to use its Apple marks “on or in connection with electronic goods, computer software, data processing and data transmission services”; while Apple Corps would have the exclusive right to use its own Apple trademarks “on or in connection with any current or future creative work whose principle content was music and/or musical performances, regardless of the means by which those works were recorded, or communicated, whether tangible or intangible.” Thus, although the two companies had confusingly similar trademarks, they identified an area in which they were distinct — i.e. fields of use — and this became the basis of their coexistence agreement. The agreement permitted the two companies to continue to do business and build on their reputations without infringing on each other’s rights.
5) ____________________. When Apple Computers launched the iPod and the iTunes software and music store, Apple Corps sued, claiming that Apple Computers had trespassed into the area exclusively reserved for Apple Corps, thus contravening the trademark coexistence agreement. The court looked at the issue from the point of view of the consumer and held that there had been no breach of the agreement as the Apple Computers logo had been used in connection with the software and not with the music provided by the service. No consumer downloading music using the iTunes software would think they were interacting with Apple Corps.
Despite the coexistence agreement, expensive litigation was not avoided in this case.
As in all agreements, therefore, it is advisable to include a clause on dispute settlement for when problems arise in the future.

Exercise 2. Read trough the text again and answer these questions.

1. What does trademark coexistence mean?
2. What does a trademark coexistence agreement provide? Does this agreement prevent all possible conflicts in the future?
3. What was the basis of the coexistence agreement between Apple Computers and Apple Corps (what they identified in their coexistence agreement)?
4. Why did Apple Corp bring a suit against Apple Computers? What was the decision of the court? Why?
5. What clause should be included in a coexistence agreement to avoid expensive litigation?

READING 2

Exercise 3. Read through the article and answer the question What policy of the EEA is known as Fortress Europe?
Trademark Law: “Trade marks up in smoke?”

Mastercigars has unraveled the complexities of parallel importation says Denis McFarland

In brief

· Proof of consent to marketing within the EEA*
· Consent need not be express, it may be implied
· Unequivocal implied consent must be shown as a matter of reality, not theory

A recent Court of Appeal decision in which the issue of parallel importation of trade marked goods was reviewed has resulted in a decision packed with common sense and demystification of a complex area of EU law. The judgment was handed down on 8 March 2007 in Mastercigars Direct v Hunters &Frankau Ltd. The goods in issue were consignments of habanos, which are hand-made Cuban cigars. It was alleged at trial that the consignments were counterfeit,

and amounted to trade mark infringement, as unlawful parallel imports.
At first instance (…) Judge Michael Fysh QC, sitting as a High Court judge, gave a lengthy judgment. The trial lasted 16 days, Judge Fysh concluded that the major part had been dealing with the counterfeit issues. These allegations were dismissed and were not the subject of any appeal.

Practical decision

The question of consent within the meaning of Arts 5–7 of the First Council Directive 89/104/EEC has been fully considered and explored in Zino Davidoff SA v A&G Imports Ltd. Davidoff has been followed in many cases in the EU and UK, usually to the detriment of the importer. It is the reversal of fortune on the part of the importer in the present case that has caused particular interest in the Mastercigars decision.
In Davidoff the European Court of Justice held that relevant and sufficient consent may be expressed or, in exceptional circumstances, implied where from the facts and circumstances prior to, simultaneous with, or subsequent to the goods being placed on the market outside the European Economic Area (EEA), the trade mark owner has unequivocally demonstrated that he has renounced his right to oppose placing the goods on the market in the EEA.
In his leading judgment, Lord Justice Jacob delivered pithy and practical observations, helpfully outlining what may be the views of the general public:
“I suppose nearly all members of the public would think that you cannot infringe a trade mark if you are just selling the genuine goods of the proprietor to which he has applied his trade mark. Many (probably most) trade mark lawyers think that ought to be the rule… So the public would be surprised to know (and perhaps somewhat resentful of the fact) that the law of the EEA is such that** if genuine goods are available outside Europe, much cheaper than they are here, traders cannot buy them and import them for sale here, unless the trade mark owner has consented. Even though the trade mark tells the truth, its use can be prevented without that consent. The policy behind this rule has been called Fortress Europe”.
In cases of this type it is for the trader alleging consent, i.e. the defendant/importer to prove it, and not for the trade mark proprietor to demonstrate its absence. Such burden of attribution can create practical problems, in that the disclosure and evidence often central to assessing the true control, and issuance of consent lies with the party that does not bear the burden of proof. Implied consent cannot be inferred from ‘neutrality’ on the part of the trade mark owner, but its silence and/or failure to provide relevant disclosure can mean that the trader will find it difficult, or impossible, to discharge its burden of proof.
Consent may be given expressly, or implied, by the trade mark owner or by another with sufficient authority to give it. This issue was discussed in paras 24–29 of Jacob LJ’s judgment and, concluding at para 30, he advised against becoming overly enmeshed in “too theoretical matters”. He said: “I think one must focus on what is really happening, on actual knowledge and actual, practical control or the right of control by the trade mark owner. In this case this means concentrating on the acts of HSA (the defendant) and its legal and de facto powers of control. Do they, taken overall, lead to the unequivocal conclusion that HSA consented to the sale of the consignments in Europe?”
In reviewing the evidence, minutes of meeting from 2003 and 2004 were of the key importance in giving the court a “window” into the day-to-day operations of the relevant individuals from HSA, Cuban customs and certain government ministry officials. Their Lordships also noted from the evidence other factual indicia of de facto control by HSA over the relevant sales channels and distribution network.
Following a review of the evidence, Jacob LJ concluded:
“It seems to me blindingly obvious that HSA are saying, in effect to the Casas ‘you can sell these small but commercial quantities to foreigners… so they can take them home to sell’. And that leads ineluctably to the conclusion that consent to the use of the trade marks on the purchaser’s home market is given. The ‘unequivocal’ test is passed”.
At the para 47 he said: “I think that this conclusion applies as much to purchases by Europeans for sale within Europe as it does elsewhere.”
There are lessons to be learned from this decision, which focuses on the need to review the day-to-day conduct of the parties and the transactions in issue. The crucial question is: are the acts about which the parties have adduced evidence “taken together consistent only with such consent”?
VOCABULARY IN USE

Exercise 4. Match the words to form collocations as they appear in the article “Trade marks up in smoke?” 

	1. to unravel
	a) of consent

	2. to give
	b) of meeting

	3. reversal
	c) of attribution

	4. burden
	d) a lengthy judgment

	5. issuance
	e) of fortune

	6. minutes
	f) the complexities


Exercise 5. Match these words and phrases from the article “Trade marks up in smoke?” (1–9) with their synonyms (a — i).

	1. parallel importation
	a) to affix

	2. to demystify, demystification
	b) to Bring down a judgment

	3. to hand down a judgment
	c) to make clear

	4. to unequivocally demonstrate
	d) to produce proofs

	5. helpfully
	e) to unambiguously demonstrate

	6. proprietor
	f) grey market import

	7. to apply a trade mark to
	g) owner, possessor

	8. to adduce evidence
	h) kindly

	9. ineluctably
	i) unavoidably; inescapably


Exercise 6. Contextualize the following words and phrases.

— consent need not be express; unequivocal implied consent; consignments of habanos; counterfeit; amounted to trade mark infringement; unlawful parallel imports;
— to the detriment of the importer; the reversal of fortune; unequivocally demonstrated; has renounced;
— leading judgment; helpfully outlining; the genuine goods of the proprietor; somewhat resentful of the fact; genuine goods; Fortress Europe;
— burden of attribution; cannot be inferred from ‘neutrality’; to discharge the burden of proof; with sufficient authority;
— de facto powers of control; leads ineluctably to the conclusion; lessons to be learned.

SPEAKING

Exercise 7. Summarize the article “Trade marks up in smoke”? making use of the following phrases.

the article surveys (tackles; reveals) the problem of…; the particular concern of the article…; the article calls (draws) our attention to…; the author summarizes the results…; in conclusion the article reads/the author comes to the conclusion….

VOCABULARY IN USE

Exercise 8. Read the text comparing trademarks, patents, designs and copyright (the USA) and fill in the gaps with appropriate words or phrases. Answer the question What types of intellectual property are known as industrial property? Why?

Designs; intellectual; copyright (2); trademark (2); patent; industrial; maintain; enforce; the public domain; revoked

While … law seeks to protect indications of the commercial source of products or services, … law generally seeks to protect new and useful inventions, and registered … law generally seeks to protect the look or appearance of a manufactured article. Trademarks, patents and designs collectively form a subset of …property known as … property because they are often created and used in an industrial or commercial context.
By comparison, … law generally seeks to protect original literary, artistic and other creative works.
Although intellectual property laws such as these are theoretically distinct, more than one type may afford protection to the same article. For example, the particular design of a bottle may qualify for … protection as a non-utilitarian [sculpture], or for … protection based on its shape, or the ‘trade dress’ appearance of the bottle as a whole may be protectable. Titles and character names from books or movies may also be protectable as trademarks while the works from which they are drawn may qualify for copyright protection as a whole.
Drawing these distinctions is necessary but often challenging for the courts and lawyers, especially in jurisdictions such as the United States, where patents and copyrights will eventually expire into … but trademarks do not. Unlike patents and copyrights, which in theory are granted for one-off fixed terms, trademarks remain valid as long as the owner actively uses and defends them and maintains their registrations with the applicable jurisdiction’s trademarks office. This often involves payment of a periodic renewal fee.

As a trademark must be used in order to … rights in relation to that mark, a trademark can be ‘abandoned’ or its registration can be cancelled or … if the mark is not continuously used. By comparison, patents and copyrights cannot be ‘abandoned’ and a patent holder or copyright owner can generally … their rights without taking any particular action to maintain the patent or copyright. 
Additionally, patent holders and copyright owners may not necessarily need to actively police their rights. However, a failure to bring a timely infringement suit or action against a known infringer may give the defendant a defense of implied consent or estoppel when suit is finally brought.

Exercise 9. Make up sentences comparing trademarks, patents, designs and copyright. Make use of the following speech connectors and prepositions.

While; by comparison; in contrast to; unlike; as opposed to

1. … trademark law seeks to protect … patent law seeks to protect

· and registered designs law seeks to protect.

2. … trademarks, patents and designs collectively form … copyright lawgenerally seeks to protect ...

3. … titles and character names from books or movies may be protectable as … and the works from which they are drawn may qualify for ...

4. … patents and copyrights, which in theory are granted for one-off fixed terms ... trademarks remain valid as long as the owner … and maintain …
5. … patents and copyrights cannot be ... and a patent holder or copyright owner can generally enforce their rights without … to maintain the patent or copyright … and trademarks ...

VOCABULARY IN USE

Exercise 10. Translate and give equivalents.

To police rights; likelihood of confusion; unequivocal implied consent; to unravel the complexities; consignment; reversal of fortune; to launched software; to the detriment of the importer; to give a lengthy judgment; counterfeit; to deliver pithy and practical observations; somewhat resentful of the fact; to infer; to adduce evidence; to demystify; to hand down a judgment; estoppel; co-existence agreement; to renounce a right; to trespass on each other’s territories; to contravene an agreement.

SPEAKING

Exercise 11. Read through the article. Discuss the case and express your opinion on the outcome of the case referring to the appropriate International treaties and conventions.

Apple has lost a trademark fight in China, allowing a local company to continue using the term ‘iPhone’ for leather goods that it sells. In a decision handed down by the Beijing Municipal High People’s Court, XintongTiandi Technology was told it can continue selling its products using the term. According to China’s Legal Daily newspaper, Xintong trademarked ‘iPhone’ for leather products in 2010.

Apple applied for a trademark for the name covering electronic goods in 2002, and it was approved in 2013.The US company first brought the opposition case against Xintong at the China Trademark Office (CTMO) in 2012, but the CTMO ruled in favour of Xintong, prompting Apple to sue the company in a lower Beijing court. But the court also ruled against Apple, which then appealed against the decision to the high people’s court.

The higher court said that Apple could not prove it was a well-known brand in China before Xintong filed its trademark application in 2007.

According to Legal Daily, because Apple could not prove that ‘iPhone’ was already a well-known trademark in China at that point, the general public will not link Xintong’s trademark with Apple and will not harm Apple’s interests.

LISTENING

Exercise 12. You are going to see the video “Counterfeit Goods: What’s the harm?” Listen to the speakers and answer the questions.

https://www.youtube.com/watch?v=A6DcEVyRIeI

1. Why does counterfeiting negatively impact the overall economy?

2. How much money does the US business lose every year due to counterfeiting?

3. Who really benefits from selling counterfeit goods?

4. Why is it so dangerous to buy fake goods?

5. What practical steps should be followed to avoid buying counterfeit goods?

PROJECT WORK

Exercise 13. Choose a topic and prepare a presentation.

1. Legal protection of trademarks worldwide.
2. Honest concurrent use (co-existence) of trademarks.
3. The problems of parallel (grey) importations.
4. Geographical indications. 
What is a geographical indication?

A geographical indication is a sign used on goods and stating that a given product originates in a given geographical area and possesses qualities or reputation due to that place of origin.

Geographical indications may be used for a variety of products, such as agricultural products: for example cheese (e.g. “Roquefort” produced in this region of France ), olive oil (e.g. “Tuscany” for olive oil produced in a specific region in Italy), or tea (e.g. “Darjeeling” , which is grown in India). They are very often associated with wines and spirits, such as “Scotch Whisky” which originates in Scotland.

The use of geographical indications is not limited to agricultural products or alcoholic beverages. They may also highlight specific qualities of a product which are due to human factors that can be found in the place of origin of the products, such as specific manufacturing skills and traditions. That place of origin may be a village or town, a region or a country. An example for the latter is “Switzerland” or “Swiss,” which is perceived as a geographical indication in many countries for products that are made in Switzerland and, in particular, for watches.

What is the difference between a geographical indication and a trademark?

A trademark is a sign used by an enterprise to distinguish its goods and services from those of other enterprises. It gives its owner the right to exclude others from using the trademark.

A geographical indication tells consumers that a product is produced in a certain place and has certain characteristics that are due to that place of production. It may be used by all producers who make their products in the place designated by a geographical indication and whose products share typical qualities. For example, “Switzerland” can be used by all Swiss watch makers which comply with the official production standards for Swiss watches, but “ROLEX” is the exclusive right of the Rolex watch manufacturer.

How is a geographical indication protected?

A geographical indication is protected in accordance with national laws in various ways, such as:

· laws against unfair competition;

· consumer protection laws;

· laws for the protection of certification marks or collective marks; or

· special laws for the protection of geographical indications or appellations of origin.

In essence, unauthorized parties may not use geographical indications if such use is likely to mislead the public as to the true origin of the product.

Applicable sanctions range from court orders preventing the unauthorized use, to the payment of damages and fines or, in serious cases, imprisonment.

How are geographical indications protected at the international level?

A number of treaties administered by WIPO provide for the protection of geographical indications, most notably the Paris Convention for the Protection of Industrial Property of 1883 and the Lisbon Agreement for the Protection of Appellations of Origin and Their International Registration of 1958.

Why protect geographical indications?

Geographical indications are understood by consumers to denote the origin and the quality of products. Many of them have acquired valuable reputations which, if not adequately protected, may be misrepresented by dishonest commercial operators. False use of geographical indications by unauthorized parties, for example “Darjeeling” for tea that was not grown in the tea gardens of Darjeeling, is detrimental to consumers and legitimate producers. Consumers are deceived into believing that they are buying a genuine product with specific qualities and characteristics, whereas they have actually got a worthless imitation. Producers suffer damage because valuable business is taken away from them and the established reputation of their products is adversely affected.

Topic 9 
DESIGN LAW

VOCABULARY

industrial design 

graphical user interface 
handicraftitem

grace period 

disclosure 

design law 
design protection 
design feature 
informed user 

What is an industrial design?

An industrial design is the ornamental or aesthetic aspect of an article. The design may consist of three-dimensional features, such as the shape of an article, or two-dimensional features, such as patterns, lines or color.

Industrial designs are applied to a wide variety of products of industry and handicrafts such as technical and medical instruments, watches, jewelry, houseware, electrical appliances, vehicles, architectural structures, textile designs, leisure goods and other luxury items.

To be protected under most national laws, an industrial design must appeal to the eye. This means that an industrial design is primarily of an aesthetic nature, and does not protect any technical features of the article to which it is applied.

How can industrial designs be protected?

· In most countries, an industrial design must be registered in order to be protected under industrial design law.

As a general rule, to be registrable, the design must be “new” or “original”. Different countries have varying definitions of such terms, as well as variations in the registration process itself. Generally, “new” means that no identical or very similar design is known to have existed before. Once a design is registered, a registration certificate is issued.

· Depending on the particular national law and the kind of design, an industrial design may also be protected as a work of art under copyright law. In which case registration is not required.

In some countries, industrial design and copyright protection can exist concurrently. In other countries, they are mutually exclusive: once the owner chooses one kind of protection, he can no longer invoke the other.

· In certain countries, an industrial design may also be protected against imitation under unfair competition law.

What kind of protection is provided by industrial designs?

The owner of a protected industrial design is granted the right to prevent unauthorized copying or imitation of the design by others. This includes the right of making, offering, importing, exporting or selling any product in which the design is incorporated or to which it is applied. He may also license or authorize others to use the design on mutually agreed terms. The owner may also sell the right to the industrial design to someone else.

How long does the protection last?

The term of protection under industrial design laws is generally five years, with the possibility of further periods of renewal up to, in most cases, 15 years.

Are there territorial restrictions to industrial design protection?

Generally, industrial design protection is limited to the country in which protection is granted. Under the Hague Agreement Concerning the International Deposit of Industrial Designs, a WIPO-administered treaty, a procedure for an international registration is offered. An applicant can file a single international deposit with WIPO. The design will then be protected in as many member countries of the treaty as the applicant wishes.

Why protect industrial designs?

Industrial designs make an article attractive and appealing, thereby adding to its commercial value and increasing its marketability.

Protecting an industrial design:
· helps to ensure a fair return on investment;
· improves the competitiveness of a business against copying and imitating the design by competitors;
· helps to increase the commercial value of a company, as successful industrial designs constitute business assets;
· encourages creativity in the industrial and manufacturing sectors, as well as in traditional arts and crafts.

READING 1

Exercise 1. Read through the text and answer the questions.

1. What is an industrial design?

2. What kind of protection does an industrial design right offer?

3.   What kinds of products can benefit from industrial design protection?

4. How are industrial designs protected?

5. How long does industrial design protection last?

6. How are industrial design rights enforced?

7. What is the difference between an industrial design right and a patent?

Design means ‘the appearance of the whole or a part of a product resulting from the features of, in particular, the lines, contours, colors, shape, texture, materials of the product or its ornamentation. The essence of this definition is that design is about the appearance of a product. In a legal sense, an industrial design constitutes the ornamental or aesthetic aspect of an article. 
An industrial design may consist of three-dimensional features, such as the shape of an article, or two-dimensional features, such as patterns, lines or color. In principle, the owner of a registered industrial design or of a design patent has the right to prevent third parties from making, selling or importing articles bearing or embodying a design, which is a copy, or substantially a copy, of the protected design, when such acts are undertaken for commercial purposes. 
Industrial designs are applied to a wide variety of products of industry and handicraft items: from packages and containers to furnishing and household goods, from lighting equipment to jewelry, and from electronic devices to textiles. Industrial designs may also be relevant to graphic symbols, graphical user interfaces (GUI), and logos. In most countries, an industrial design needs to be registered in order to be protected under industrial design law as a “registered design”. 
In some countries, industrial designs are protected under patent law as “design patents”. Industrial design laws in some countries grant — without registration — time- and scope limited protection to so-called “unregistered industrial designs”. Depending on the particular national law and the kind of design, industrial designs may also be protected as works of art under copyright law. Industrial design rights are granted for a limited period. The duration of the protection of industrial designs varies from country to country, but it amounts at least to 10 years. In many countries, the total duration of protection is divided into successive renewable periods. Industrial design rights are usually enforced in a court, generally on the initiative of the owner of the rights, as provided for by the applicable law. 
The remedies and penalties vary from country to country and could be civil (injunctions to desist from an infringement, payment of damages, etc.), criminal or administrative. An industrial design right protects only the appearance or aesthetic features of a product, whereas a patent protects an invention that offers a new technical solution to a problem. In principle, an industrial design right does not protect the technical or functional features of a product. Such features could, however, potentially be protected by a patent.

VOCABULARY IN USE

Exercise 2. Read the text and fill in the gaps with the appropriate phrases.

appearance; regard; elaborated; exclusive; get-up; subject; unlikely; given

The inclusion of matter such as … and graphic symbols as products represents at least a change in the way in which the … is approached. Now they are to be seen as products themselves. In other words, products may be two-dimensional. Now typefaces are expressly included in the definition of a product and the designs may be registered for protection. The old law contained at least some doubt as to whether designs for packaging could be registered, but it is now clear that this is so.

· is the second essential element in the definition of design. The old law’s rather absurd ‘eye appeal’ test has happily disappeared, while its shape and configuration, pattern and ornament are either replaced or … by the new laws.

· that a product may be two as well as three-dimensional, there is not much need to highlight the difference with … to appearance. Lines, contours and of course shape may be taken to refer to the three-dimensional, while lines, colours and ornamentation seem to be equivalent to the former ‘pattern and ornament’. But discussions which used to cause trouble in the old law, about articles which had contoured surfaces, and whether this was shape, configuration, pattern or ornament, seem … to arise under the new law, where the list of design characteristics are ‘in particular’ and so not ….

Exercise 3. Discuss the following phrases and explain them in your own words.

get-up; ‘eye appeal’ test; industrial design; grace period; design patent; successive renewable periods; remedies and penalties.

READING 2

Exercise 4. Read through the text and answer the questions.

1.  What conditions must be met to obtain industrial design protection?

2. Who grants industrial design registrations or design patents?

3. Do you need an agent to file an application?

4. How much does it cost to obtain industrial design protection?

5. Is the industrial design protection granted in one country valid in every country?

6. How can industrial design rights be obtained in other countries?

7.   What practical steps does a person have to take to obtain protection for industrial design?

8. When should a person file an application?

9.   How can you search for industrial designs that have already been registered?

10. How can you find the industrial design laws of various countries?

Applying for industrial design protection

Depending on the applicable laws, independently created industrial designs must fulfil some or all of the following criteria: novelty/originality.

The assessment of novelty and originality varies from country to country. In general, an industrial design is considered to be new or novel if it has not previously been disclosed to the public and it may be considered original if it significantly differs from known designs or combinations of known design features.

Industrial design registrations or design patents are granted by the IP office of the country (or region) where an application is filed.

Depending on the applicable law, you may file an application for the registration of an industrial design or for the grant of a design patent yourself or you may be required to appoint an agent.

As the costs for filing for protection vary from country to country, it is best to contact your national (regional) IP office for details on the fee structure. If protection abroad is sought, in addition to the ordinary filing fees, you should take into account the translation costs and the costs of using a local agent.

Industrial design rights are territorial. This means that these rights are limited to the country (or region) where protection is granted. At present, no “world” or “international” industrial design right exists.

In general, in order to obtain protection in other countries, an application for the registration of an industrial design or for the grant of a patent for an industrial design must be filed in each country where protection is sought, in accordance with the law of that country. In other words, if protection is sought in countries A and B, an application should be filed with the intellectual property (IP) office of country A and another application with the IP office of country B.

To avoid having to submit applications in each and every country where protection is sought, WIPO’s Hague System provides a practical business solution for registering up to 100 designs in a large number of territories — all through one single international application. In certain regions, it is also possible to obtain protection for industrial designs in the region concerned by filing an application with a regional IP office.

This is the case in the African Intellectual Property Organization (OAPI), which registers industrial designs in states party to the Bangui Agreement; the African Regional Intellectual Property Organization (ARIPO), which registers industrial designs in states party to the Lusaka Agreement; the Benelux Office for Intellectual Property (BOIP), which registers industrial designs in the three “Benelux” countries; and the Office for Harmonization in the

Internal Market (trademarks and designs) (OHIM), which registers industrial designs in the member states of the European Union.

Alternatively WIPO’s Hague System for the International Registration of Industrial Designs provides a practical business solution for registering up to 100 designs in a large number of territories through filing one single international application.

Timing is very important. Taking into account the novelty and/or originality requirement for industrial designs in most legislation, it is in general crucial to file an application for registration or for the grant of a patent before publicly disclosing it, so as to avoid destroying its novelty/originality. If the industrial design has already been disclosed to the public (for example, by an advertisement published on the company’s website), it may no longer be considered as “new” or “original” and may become part of the public domain. Some countries, however, allow for a “grace period” to file after disclosure of the industrial design. Such a period provides a safeguard for applicants who have disclosed their industrial design before filing an application. Such a “grace period” is usually 6 or 12 months.
Intellectual property offices may make online databases of industrial design/patent for industrial design registrations available.

WIPO Lex provides easy access to intellectual property legislation from a wide range of countries and regions as well as to treaties on intellectual property. Many national or regional intellectual property offices also provide information concerning national or regional legislation on their websites.

VOCABULARY IN USE

Exercise 5. Complete the expressions below using the prepositions in the box. 
under; with; in (3); through; for

protection is given … a registration system;

to be perfectly consistent …general international intellectual property law;

to provide protection … the national law; to be a monopoly right … the design;

the product … question may perform its function;

a right shall not subsist … features of appearance of a product; states are to provide … the protection of new and original designs.

READING 3

Exercise 6. Read through the article concerning the relevance of design law in the fashion sector.

Some representatives of the European clothing industry are calling for a stronger worldwide intellectual property protection for fashion designs because they fear major losses from counterfeiting. Yet some modern economic theories consider competition to include a dynamic interaction between innovation and imitation: innovation generates superior products; imitation makes them available to a greater number of consumers, so a lively imitation process is crucial for dynamic competition. Many fashion aficionados cannot afford the original items created by Chanel, Dior, Versace, etc. Instead, they buy cheaper copies, fully aware that these are not originals. Certainly, plagiarism can confuse consumers and, in case of inferior product quality, damage the designer’s good reputation. Nevertheless, it could be argued that counterfeit products bring fashion labels more publicity, stimulating nascent fashion trends and increasing demand for the originals.

What is the relevance of design law to the European fashion industry
Design protection can only be sought when the intangible creative idea — e.g. a novel pattern — is embodied in physical form, such as in a specific fabric or item of clothing. A creative idea, for example for a certain flowered cloth pattern, is intangible and can be reproduced without any asset erosion. Therefore, exclusive rights to specific physical things, like the flowered cloth pattern, would not suffice to grant the design IP protection. The intellectual idea itself must be protected. This can only be achieved by prohibiting the imitation of the physical things through which we perceive the intellectual good. The ban of imitation for a certain time period “enables people to reap where they have sown. Without that prospect the incentive to sow is diminished.” On the other hand, since we can only perceive intellectual goods if they are incorporated in physical things, non-materialized ideas cannot be protected. As a consequence, fashion styles like mini-skirts or jeans in general as much as manufacturing processes, such as innovative techniques to cut, sew or print clothing, which allow the manufacturing of a wide range of different physical results, cannot be protected as such under design law. Protection can only be sought as far as the idea is materialized in a specific physical thing.

From royal privileges to the Community design regulation

The development of European design law goes hand in hand with the history of the textile industry. In the 15th century, the French King granted exclusive rights, or privileges, for the fabrication of textiles. A government ordinance penalized the counterfeiting of weaving patterns for the first time in 1711 in Lyon. In England and Scotland, the first statute concerning the protection for designs was initiated by textile producers in 1787. In 1876, Germany issued a law concerning the copyright on patterns and models, again mainly as a consequence of requests of the textile industry. More recently, the drive to harmonize Europe’s design laws led to the European Regulation on Community designs, which came into force in 2002.

The European Community Design Regulation protects only designs that are new and have individual character. The degree of visual difference from pre-known designs, resulting from one-to-one comparisons and examined from the perspective of an informed user, is the only decisive criterion as to whether or not a design can be protected. Differences between two designs which are of minor importance to a casual observer, such as the arrangement of buttons, the shape of a collar or the length of a skirt, may produce a different overall impression in the eye of an informed fashion user.

To register or not to register

Few new designs on the market are truly exceptional in form. Fashion designers are actually quite limited in their scope for creativity: clothing must fit the human body; and the general social need to conform to accepted dress codes tends to lead to uniformity. Thus few new designs on the market are truly exceptional in form. But since difference is assessed by one-to-one comparisons, a single distinguishing feature — such as an embroidered jeans pocket, an oversized zipper or a dominant print — may be enough to produce a unique overall impression and justify the protection either of the extraordinary feature or of the whole item.

In 2007, WIPO registered only 29 international designs (2.5% of total registrations) under class 2 of the Locarno Classification (clothing and haberdashery) through The Hague System, while the EU Office for Harmonisation in the Internal Market (OHIM) registered 7’421 (9% of total). Yet, most of the designs registered by fashion houses are not for clothing, but for accessories — watches, bags, sunglasses, etc., which fall under several different Locarno classes — an important source of income for fashion labels. The majority of fashion designers consider that, with fashion seasons lasting only a few months, the five-year minimum protection period offered by these registration systems is not appropriate for often ephemeral fashion designs, and that their time and money would therefore be better spent on creating new designs than on registration.

European designers do have an effective solution in the unregistered Community design. This is obtained without any formalities simply by making the design available to the public, and lasts for three years. Since most designers become concerned with protection only after becoming a victim of counterfeiting, the unregistered Community design provides a welcome alternative to registration.

SPEAKING

Exercise 7. Contextualize the following words and phrases.

Call for, losses from counterfeiting, superior (inferior) product, lively imitation, dynamic competition, nascent trends, intangible idea, asset erosion, enable people to reap, in the eye of a fashion user, ephemeral fashion design.

Exercise 8. Read through the article again and answer the questions.

1. Is a strong worldwide intellectual property protection for fashion designs necessary nowadays?

2. What is the major requirement for the design to be protected?

3. What designs does the European Community Design Regulation protect?

4. What are advantages and disadvantages of registering the designs in the fashion sector?

Exercise 9. Discuss the article making use of the following phrases.

It goes without saying …, needless to say …, it explains why …, I think you overestimate (underestimate) …, contrary to your arguments I’d like to say …, I’d like to draw your attention to …, the article gives a good insight into …, what strike me is …, I can hardly believe that …, life proves that …, what I’m hinting at is….

VOCABULARY IN USE

Exercise 10. Translate focusing on the underlined constructions.

1. Given the breadth of the provisions on infringement if a trader was to secure a registration for a commonly used shape or colour, so other traders might have to rely on defences to infringement if a confusingly similar colour or shape were used in trade.

2. IP protection is essential to the company in seeking to differentiate its brands in the minds of consumers.

3. Before filing an application, the design team sits down with our IP attorneys to understand the essence of the design and to craft representations of it in order to file for design protection. The aim is to optimize the scope of protection, taking care not to include too much detail but also ensuring not to over-generalize.

4. Design adds value across the product development process by ensuring the product meets the often unarticulated needs of consumers. Design is integral to the brand. At its core, a brand encapsulates the emotional and psychological relationship we have with the consumer. Design helps manifest that relationship and ensures that everything about the brand is intentional and has meaning — from the logo, to the typeface, the colors used, the shape and the character of the brand.

5. The original proprietor of a design is its author, the person who created the design, unless the design was created in pursuance of a commission for money or money’s worth, in which case the commissioner is the original proprietor, or by an employee in the course of his employment, in which case the employer is the original proprietor.
6. The date of registration is the date of international priority is application unless has been claimed, or there modification of the application that only such a from the design’s alteration is it new or of individual chatacter. 

LISTENING

Exercise 10. You are going to hear Rolf Claessen talking about Design Protection in Many Countries via WIPO.

https://www.youtube.com/watch?v=F2DGcZj4ZEc

Listen and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

1. It is quite easy to protect the design in many countries.

2. WTO administers the Hague Agreement.

3. You must have a domicile or a commercial establishment in one of the member states to apply for industrial design protection.

4. Basically you need the representations of the design.

5. You do not need to pay any fees for registration. It is absolutely free.

Exercise 11. Choose a topic and prepare a presentation.

1. Industrial design-related treaties.

2. Protection of industrial designs in the EU.

Topic 10 
PATENT LAW

VOCABULARY

patent 

disclose technical information 

patent owner 

patented invention 
patent protection 
chemical compound 
grant a patent 

enforce patent rights 

patent infringement 
transfer a patent 
incentive 

inventive step 
patentee 

patent licensing agreement 
patentable subject matter 
What is a patent?
A patent is an exclusive right granted in respect of an invention, which may be a product or a process that provides a new and inventive way of doing something, or offers a new and inventive technical solution to a problem. Examples of patents range from electric lighting (patents held by Edison and Swan) and plastic (patents held by Baekeland), to ballpoint pens (patents held by Biro), microprocessors (patents held by Intel, for example) , telephones (patents held by Bell) and CDs (patents held by Russell).

What kinds of inventions are protected?

An invention must, in general, fulfill the following conditions to be protected by a patent:

b) it must be new or novel, that is, it must show some new characteristic which is not known in the body of existing knowledge (called “prior art”) in its technical field.

c) it must be non-obviousor involve an inventive step, that is, it could not be deduced by a person with average knowledge in the technical field.

d) it must be useful or capable of industrial application;

e) finally, the invention must be part of the so-called “patentable subject matter” under the applicable law. In many countries, scientific theories, mathematical methods, plant or animal varieties, discoveries of natural substances, commercial methods, or methods for medical treatment (as opposed to medical products) are not considered to be patentable subject matter.

How to protect your inventions?

The most common and efficient way of protecting an invention is by obtaining a patent. A patent is granted by the patent office of the country in which you wish to protect your invention. Patent rights are granted in return for the inventor’s full disclosure of the technology to the public in the patent application.

Another way of obtaining protection is to keep the technology secret, and to rely on what is referred to as trade secrets. Trade secrets protection allows the preservation of the confidential nature of information from being unduly revealed and used by unauthorized people.

How is a patent granted?

The first step in securing a patent is the filing of a patent application. The patent application generally contains the title of the invention and a brief statement of the technical field in which the invention lies, as well as thebackground and a description of the invention in a manner sufficiently clear for it to be evaluated and carried out by a person having ordinary skill in the arts. Such descriptions are usually accompanied by visual materials such as drawings, plans, or diagrams to better describe the invention. The application also contains various “claims”, that is, information which determines the extent of protection granted by the patent.

The patent rights are usually enforced in a court, which, in most systems, holds the authority to stop patent infringement. Conversely, a court can also declare a patent invalid upon a successful challenge by a third party.

What rights does a patent provide?

The owner of a patent may, in principle, exclude others in the territory covered by the patent from making, using, offering for sale, importing or selling the invention without his or her consent.

Furthermore, the patent owner may give permission to, or license, other parties to use the invention on mutually agreed terms. The owner may also sell the right to the invention to someone else, who will then become the new owner of the patent.

How extensive is patent protection?

A patent is, in general, granted by a national patent office. The effects of such a grant are, however, limited to the country concerned. Patents may also be granted by a regional office that does the work for a number of countries, such as the European Patent Office (EPO) and the African Regional Industrial Property Organization (ARIPO). Under such regional systems,regional patent office accepts regional patent applications, or grants regional patents, which have the same effect as applications filed, or patents granted, in the member states of that region. The enforcement of such regional patents, however, lies within the jurisdiction of each Member State.
The WIPO-administered Patent Cooperation Treaty (PCT) is an agreement for international cooperation in the field of patents. It is largely a treaty for rationalization and cooperation with regard to the filing, searching and examination of patent applications and the dissemination of the technical information contained therein. The PCT does not provide for the grant of “international patents”: The task and responsibility for granting patents remains exclusively in the hands of the offices mentioned in the paragraph above.

Why protect inventions by patents?

Patents provide incentives to individuals by offering them recognition for their creativity and material reward for their marketable inventions. These incentives encourage innovation, which assures that the quality of human life is continuously enhanced.

Furthermore, patent owners are obliged, in return for patent protection, to publicly disclose information on their invention. Such an ever-increasing body of public knowledge promotes further creativity and innovation by future researchers and innovators.

READING 1

Exercise 1. Read through the text and answer the questions.

1. What is a patent?

2. What rights does a patent provide?

3. What kinds of inventions can be protected?

4. How long does patent protection last?

5. Is a patent valid in any country?

6. How are patent rights enforced?

7. What does it mean to “license a patent” and why is it done?

8. Why are patents useful for society, business, individuals?

A patent is an exclusive right granted for an invention, which is a product or a process that provides, in general, a new way of doing something, or offers a new technical solution to a problem. To get a patent, technical information about the invention must be disclosed to the public in a patent application.

A patent owner has the right to decide who may — or may not — use the patented invention for the period in which the invention is protected. In other words, patent protection means that the invention cannot be commercially made, used, distributed, imported, or sold by others without the patent owner’s consent.

Patents may be granted for inventions in any field of technology, from an everyday kitchen utensil to a nanotechnology chip. An invention can be a product — such as a chemical compound, or a process, for example — or a process for producing a specific chemical compound. Many products in fact contain a number of inventions. For example, a laptop computer can involve hundreds of inventions, working together.

Patent protection is granted for a limited period, generally 20 years from the filing date of the application.

Patents are territorial rights. In general, the exclusive rights are only applicable in the country or region in which a patent has been filed and granted, in accordance with the law of that country or region.

Patent rights are usually enforced in a court on the initiative of the right owner. In most systems a court of law has the authority to stop patent infringement. However the main responsibility for monitoring, identifying, and taking action against infringers of a patent lies with the patent owner.

Licensing a patent simply means that the patent owner grants permission to another individual/organization to make, use, sell etc. his/her patented invention. This takes place according to agreed terms and conditions (for example, defining the amount and type of payment to be made by the licensee to the licensor), for a defined purpose, in a defined territory, and for an agreed period of time.

A patent owner may grant a license to a third party for many reasons. The patent owner may not have the necessary manufacturing facilities, for example, and therefore opts to allow others to make and sell his/her patented invention in return for “royalty” payments. Alternatively, a patent owner may have manufacturing facilities, but they may not be large enough to cover market demand. In this case, he/she may be interested in licensing the patent to another manufacturer in order to benefit from another income stream. Another possible situation is one in which the patent owner wishes to concentrate on one geographic market; therefore the patent owner may choose to grant a license to another individual/organization, with interests in other geographical markets. Entering into a licensing agreement can help to build a mutually-beneficial business relationship.

Unlike selling or transferring a patent to another party, the licensor continue to have property rights over the patented invention.

Patented inventions have, in fact, pervaded every aspect of human life, from electric lighting (patents held by Edison and Swan) and plastic (patents held by Baekeland), to ballpoint pens (patents held by Biro), and microprocessors (patents held by Intel, for example).

Patents provide incentives to and protection for individuals by offering them recognition for their creativity and the possibility of material reward for their inventions. At the same time, the obligatory publication of patents and patent applications facilitates the mutually-beneficial spread of new knowledge and accelerates innovation activities by, for example, avoiding the necessity to “re-invent the wheel”.

Once knowledge is publicly available, by its nature, it can be used simultaneously by an unlimited number of persons. While this is, without doubt, perfectly acceptable for public information, it causes a dilemma for the commercialization of technical knowledge. In the absence of protection of such knowledge, “free-riders” could easily use technical knowledge embedded in inventions without any recognition of the creativity of the inventor or contribution to the investments made by the inventor. As a consequence, inventors would naturally be discouraged to bring new inventions to the market, and tend to keep their commercially valuable inventions secret. A patent system intends to correct such under-provision of innovative activities by providing innovators with limited exclusive rights, thereby giving the innovators the possibility to receive appropriate returns on their innovative activities.

In a wider sense, the public disclosure of the technical knowledge in the patent, and the exclusive right granted by the patent, provide incentives for competitors to search for alternative solutions and to “invent around” the first invention. These incentives and the dissemination of knowledge about new inventions encourage further innovation, which assures that the quality of human life and the well-being of society is continuously enhanced.

VOCABULARY IN USE

Exercise 2. Read through the text and fill in the gaps with appropriate phrases. 

cost-effective or efficient manner; any area of technology; incremental innovations; make improvements; utility models; patentable inventions; scientific breakthroughs

While it is certainly true that not all enterprises develop .., it is a wrong to believe that patents only apply to complex physical or chemical processes and products or that they are only useful to large corporations. Patents can be obtained for … from paper clips to computers.

Moreover, when people think of patents, what usually comes to mind are major … such as Edison’s first electric lamp, or large corporations investing in research and development. But, in fact, most patents aren’t granted for groundbreaking scientific breakthroughs, but rather for inventions that … to existing inventions. For example the second or third generation of a product or a process, that works in a ...

Certain countries also have specific legal provisions for protecting

... These are called … and they tend to have a shorter duration than patents and are generally easier to obtain.
Exercise 3. Discuss the following phrases and explain them in your own words.

groundbreaking scientific breakthroughs;

the second or third generation of a product or a process;

utility model;

patentable invention;

territorial rights;

royalty payments;

licensing agreement;

free-riders;

mutually-beneficial business relationship.

Exercise 4. Choose the correct word to complete each sentence in this text. 

Exclusive rights. Patents provide/give/supply you with an exclusive right to prevent or stop others from commercially exploiting an invention for twenty years from the date of filing of the patent demand/tender/application.

Return on investments. Having invested a considerable quantity/amount/number of money and time in developing innovative products, through exclusive patent rights, you may be able to establish yourself in the market as the pre-eminent player and to obtain higher returns on investments.

Opportunity to license or sell the invention. If you choose not to exploit the patent yourself, you may sell it or license the commercialization of the patented invention to another company/sole proprietor/enterprise, which could then be a source of income for your company.

Increase in negotiating power. If your company is in the process of acquiring the rights to use the patents of another enterprise through a licensing contract, your patent portfolio will enhance your market/bargaining/negotiable power. That is to say, your patents may prove to be of considerable interest to the enterprise with which you are negotiating, and you could enter into a cross-licensing arrangement where, simply put, your enterprise and the other agree to license respective patents to each other.

Positive image for your enterprise. Business partners, investors and shareholders may perceive patent portfolios as a demonstration of the high level of expertise, specialization, and technological capacity within your company. This may prove useful for raising/taking/lifting funds, finding business partners and raising your company’s market value.

LISTENING 1

Exercise 5. You are going to hear Dr. Rolf Claessen, Patent Attorney talking about the patent basics. Listen and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

https://www.youtube.com/watch?v=PFgEbj2gY2Y

1. When asking for a patent, technical aspect is not quite important.

2.  Doing a research for a prior art is necessary before filing a patent application.

3. Once a patent is granted, everyone can use your technology for free.

4. Competitors can attack your patent.

READING 2

Exercise 6. Read through the article and answer the questions. 

1. What are the rulings of the key biotech cases?

2. What was the legal issue of the Association for Molecular Pathology v Myriad Genetics case? What was the ruling of the court?

3. What was the impact of this ruling on would-be gene patent holders?

4. What does the decision mean for biotechnology scientists?

Who owns your genes? Do you own them if they are inside your body, but someone else can own them if they have been removed? Are isolated human genes man-made, patentable inventions or unpatentable products of nature? These were the issues before the nine justices of America’s highest court in Association for Molecular Pathology v Myriad Genetics earlier this year.

The story of Myriad begins almost 20 years ago, when Salt Lake City-based Myriad Genetics announced it had sequenced the BRCA1 gene, a mutation that can lead to breast and ovarian cancer. Two years later, the team published the sequence for another gene correlated with hereditary breast and ovarian cancer: BRCA2. It obtained patents on both genes. Its discoveries were lucrative: in 1996 it began selling the first molecular diagnostic test for these hereditary cancers at a cost of around US $3,000 per patient.

Key biotech cases

Judges and patent office officials on both sides of the Atlantic have decided a series of high-profile gene-related disputes. Here are some of the most important.

Diamond v Chakrabarty

In 1980, the Supreme Court of the United States ruled that a micro-organism that had been genetically modified for use in cleaning oil spills was patentable on the grounds that it did not constitute a “product of nature”. The Court set an important precedent in the area of patentability by ruling: “The laws of nature, physical phenomena, and abstract ideas have been held not patentable. Thus, a new mineral discovered in the earth or a new plant found in the wild is not patentable subject matter … Such discoveries are ‘manifestations of ... nature, free to all men and reserved exclusively to none’. “The decision was a close-run thing, however: four justices dissented, a portent of litigation to come.

Prometheus Laboratories, Inc v Mayo Collaborative Services

In March 2012, the Supreme Court ruled that Prometheus’ patent claims related to ways of optimizing doses of certain drugs used to treat specific conditions were invalid because they relate to a natural phenomenon. The effect of the decision was to make it harder for developers of genetic tests to obtain patent protection.

Fast-forward to 2009 and the company found itself (along with the Trustees of the University of Utah) sued by a group of human rights campaigners and patients’ rights activists. The plaintiffs, who included the Public Patent Foundation (PUBPAT), the American Civil Liberties Union (ACLU) and Breast Cancer Action, challenged claims in seven of Myriad’s BRCA patents. Although thousands of genes are patented in the US, PUBPAT attorney Dan Ravicher says the groups targeted Myriad because of the company’s reluctance to license its patents to competitors.

In the case involving Association for Molecular Pathology v Myriad Genetics the US Supreme Court addressed the issue of whether isolated human genes are patentable. In a unanimous decision, the nine presiding justices ruled that naturally isolated DNA is not patentable but that synthetic DNA, such as cDNA, is patentable.

The plaintiffs prevailed at first instance, when a New York judge held that DNA is unpatentable subject matter. A quirk of timing saw the Federal Circuit for the Court of Appeals consider the dispute twice: once before and once after the Supreme Court ruled in another highly-anticipated biotech case — Prometheus v Mayo — that Prometheus’s diagnostic method patents were invalid.

By the time the Myriad case wound its way up to the Supreme Court, it had attracted almost 50 amicus briefs, from associations of IP lawyers and biotech researchers to venture capitalists and concerned citizens. The interest the case provoked is unsurprising considering both the issues before the Court and trends within the pharmaceutical industry. The dispute raises emotive issues relating to the ownership and control of genetic material just as pharmaceutical companies are desperate to obtain patent rights over medical innovations as the flow of blockbuster drugs dries up. The Court was asked to rule just as personalized medicine, offered via tests such as Myriad’s BRACAnalysis, heralds a breakthrough in the delivery of healthcare but also as healthcare budgets come under greater financial pressure than ever. The question before the Court was whether isolated human genes are patentable.

The Supreme Court’s nine justices took eight weeks to answer after hearing from both sides in the dispute. What they said was this: a naturally occurring DNA segment is a product of nature and, as such, cannot be patented. In contrast, so-called complementary DNA — an artificial product designed to mirror the coding parts of genes — is eligible for patent protection because it is not naturally occurring. “The lab technician unquestionably creates something new when cDNA is made”, they said. The impact on would-be gene patent holders was clear: within hours, the USPTO issued a memo to its examiners instructing them to reject product claims drawn solely to naturally occurring nucleic acids, or fragments of them, whether isolated or not.

The Court’s opinion, drafted by Justice Thomas, ran to just 18 pages. Its brevity was interpreted by some as a sign of the open-and-shut nature of the case; by others as evidence of the Court’s failure to get to grips with the difficult issues raised by the dispute. There were complaints that the case-specific ruling offered little guidance as to how the law should be applied in other biotech wrangles.

“The opinion … is remarkably short given the complex legal and scientific questions that were raised; it fails to clarify in any meaningful way the difference needed to change natural material into man-made material that is eligible for patent protection”, lamented Jeffrey Lewis, president of the American Intellectual Property Law Association.

Myriad quickly sought to put a positive spin on the outcome of its four-year legal battle to protect its patent rights, announcing that the Supreme Court had upheld its patent claims on cDNA. Although conceding that the justices had ruled that five of its claims covering isolated DNA were not patent eligible, the company said it had more than 500 valid claims in 24 different patents over its BRACAnalysis test.

Plaintiffs declare victory for their campaign against gene patents.

“The court rightfully found that patents cannot be awarded for something so fundamental to nature as DNA”, said PATPUB’s Dan Ravicher. Sandra Park of the ACLU Women’s Rights Project declared that the nine justices had struck down a major barrier to patient care and medical innovation. “Myriad did not invent the BRCA genes and should not control them”, she said. “Because of this ruling, patients will have greater access to genetic testing and scientists can engage in research on these genes without fear of being sued”.

So what does the decision mean for biotechnology scientists? Opinion is divided. Some, such as Nobel prize-winning gene scientist John Sulston, believe that patents do little to stimulate research. Backing the lawsuit against Myriad in 2009, Dr. Sulston said that gene patents could have a “chilling impact on research, obstruct the development of new genetic tests, and interfere with medical care … rather than fostering innovation”.
Jim Greenwood, head of the US-based industry group BIO, said the decision represents “a troubling departure “from decades of judicial and USPTO precedent supporting the patentability of DNA molecules that mimic naturally-occurring sequences, adding that it could create business uncertainty for a broader range of biotechnology inventions.

That view was echoed by Courtenay Brinckerhoff of Foley & Lardner, who said that while the decision will have far-reaching and long-term implications for the biotech industry, the biggest immediate impact is the level of ambiguity it presents to scientists and their financial backers.

Ms. Brinckerhoff and other attorneys also argue that Myriad sets the US apart from its economic rivals when it comes to rules on patenting genes. The EPO, for example, will grant patents for inventions related to gene sequences as long as applicants can demonstrate the industrial application of the sequence. Australia, Canada and Japan have similar rules, allowing the patenting of human genes providing they are isolated and the patent application explains how the genes are useful.

These jurisdictional differences mean that patent-chasing scientists will need to revise their IP strategies in the US. Now that USPTO examiners will no longer grant patents for isolated genomic DNA, biotech companies are likely to turn to trade secrets to protect their investments (a development that challenges the promise of the patent system — that disclosure is rewarded with a temporary monopoly). Whether they can keep their secrets secret will depend largely on the ability of rivals to reverse engineer their discoveries. Biotech companies such as Myriad are also likely to guard more closely the valuable data they accumulate in the course of their research. Companies that already hold patents over genes will need to revisit their portfolios and consider abandoning patents rather than pay fees to maintain hollow IP rights. Businesses that have licensed-in patent rights may want to renegotiate the royalty rates.

But despite the challenges that the opinion has posed for the biotech industry, the company at the center of the ruling remains bullish. As patent owners and their lawyers mulled over the implications of the Court’s decision, Myriad itself was busy preparing patent infringement lawsuits. Less than a month after the Supreme Court issued its opinion, the company sued two businesses that launched rival BRCA tests in June. It also watched as politicians called on the National Institutes of Health to use so-called march-in rights to force Myriad to license its BRACA analysis patents. The battle over biotech is far from over.

VOCABULARY IN USE

Exercise 7. Match the concepts with their definitions and translate them.

exhaustion of rights; novelty; patent model; unity of invention; essential patent; industrial applicability; patent watch; non-obviousness; utility

1. A patent that is required to make a certain product is described as essential.

2. A legal concept stating that rights in a product are exhausted by its sale.

3. A requirement of many patent systems, requiring that an invention be capable of industrial applicability in order for a patent to be granted for that invention.

4. A patentability requirement according to which an invention should be non-obvious in order to be patented.

5. A patentability requirement according to which an invention is not patentable if it was already known before the date of filing.

6. A miniature model that shows how an invention works.

7. A process for monitoring newly issued patents on a periodic basis to see if any of these patents might be of interest.

8. A requirement that a patent application can relate only to one invention.

9. A patentability requirement mainly used to prevent the patenting of inoperative devices such as perpetual motion machines.

Exercise 8. Translate and give equivalents.

Grant a patent; exclusive right; disclose information; patented invention patent owner’s consent; chemical compound; enforce patent rights; patent infringement; license a patent; cover market demand; provide incentives; material reward for the invention; accelerate innovation activity; be publicly available; discourage inventors; obtain a patent; invest in research and development; legal provisions; prevent from commercially exploiting an invention; return on investments; enhance bargaining power; raise company’s market value.

Exercise 9. Fill in the gaps with the appropriate prepositions and translate the sentences.

to; in (7); from (2); with (3); by (2); into; against; of; for (2); through; on; within

1. The exclusive right granted … a patentee … most countries is the right to prevent or exclude others … making, using, selling, offering to sell or importing the invention.

2. The additional qualification “utility patents” is used … countries such as the United States to distinguish them … other types of patents but should not be confused … utility models granted … other countries

3. They issued a decree …which new and inventive devices, once they had been put … practice, had to be communicated to the Republic … order to obtain legal protection … potential infringers.

4. The Crown granted patents … respect … all sorts of common goods (salt, for example).

5. A patent is, … effect, a limited property right that the government offers to inventors … exchange … their agreement to share the details of their inventions … the public.

6. The vast majority of patent rights, however, are not determined … litigation.

7. An important limitation … the ability of a patent owner to successfully assert his or her patent … civil litigation is the accused infringer’s right to challenge the validity of that patent.

8. Commonly, a nation forms a patent office … responsibility … operating that nation’s patent system.

SPEAKING

Exercise 10. Interpret the questions in English.

______________________?

A patent is a set of exclusive rights granted by a state to a patentee for a fixed period of time in exchange for a disclosure of an invention. The term “patent” usually refers to a right granted to anyone who invents or discovers any new and useful process, machine, article of manufacture, or composition of matter, or any new and useful improvement thereof.

_______________________?
The exclusive right granted to a patentee in most countries is the right to prevent or exclude others from making, using, selling, offering to sell or importing the invention.

_______________________?

The grant and enforcement of patents are governed by national laws, and also by international treaties, where those treaties have been given effect in national laws. Patents are, therefore, territorial in nature.

_______________________?

A nation forms a patent office with responsibility for operating that nation’s patent system, within the relevant patent laws. The patent office generally has responsibility for the grant of patents, with infringement being the remit of national courts.

_______________________?

There is a trend towards global harmonization of patent laws, with the WTO being particularly active in this area. The TRIPs Agreement has been largely successful in providing a forum for nations to agree on an aligned set of patent laws. Conformity with the TRIPs agreement is a requirement of admission to the WTO and so compliance is seen by many nations as important. This has also led to many developing nations, which may historically have developed different laws to aid their development, enforcing patents laws in line with global practice.

______________________?

A key international convention relating to patents is the Paris Convention for the Protection of Industrial Property which was initially agreed in 1883. The Paris Convention sets out a range of basic rules relating to patents, and although the convention does not have direct legal effect in all national jurisdictions, the principles of the convention are incorporated into all notable current patent systems. The most significant aspect of the convention is the provision of the right to claim priority: filing an application in any one member state of the Paris Convention preserves the right for one year to file in any other member state, and receive the benefit of the original filing date. 

_____________________?

The authority for patent statutes in different countries varies. In the United States, the Constitution empowers Congress to make laws to “promote the Progress of Science and useful Arts...” The laws Congress passed are codified in title 35 of the United States Code and created the United States Patent and Trademark Office. In the UK, substantive patent law is contained in the Patents Act 1977 as amended. In addition, there are international treaty procedures, such as the procedures under the EPC (administered by the EPO), and the PCT (administered by WIPO and covering 137 countries), that centralise some portion of the filing and examination procedure. Similar arrangements exist among the member states of ARIPO, OAPI, the analogous treaties among African countries.
LISTENING 2

Exercise 11. You are going to hear Patent Attorney Vincent G. Tempio talking about patentable ideas. Listen and answer the questions.

https://www.youtube.com/watch?v=m435wwsG6l8

1. What makes an idea patentable?
2. How to understand whether an improvement is new, useful and non-obvious?
3. Give an explanation and an example of what is “non-obvious”.

Exercise 12. Choose a topic and prepare a presentation.

1. Patent vs. Trademark vs. Copyright.
2. What is a patent and why does a business need it?
3. Patent infringement.
4. Biotechnology. Biotechnological inventions.
What Is Biotechnology?

Biotechnology is a field of technology of growing importance in which inventions may have a significant effect on our future, particularly in medicine, food, agriculture, energy and protection of the environment. The science of biotechnology concerns living organisms, such as plants, animals, seeds and microorganisms, as well as biological material, such as, enzymes, proteins and plasmids (which are used in “genetic engineering”).

In recent times, scientists have developed processes to modify the genetic composition of living organisms (genetic engineering). For example, the modified microorganisms created by Chakrabarty (an inventor in the United States of America) were able to break down components of oil pollution in oceans and rivers. The patent on these microorganisms was the subject of a landmark decision by the United States Supreme Court, in which modified microorganisms were recognized as patentable subject matter. The Court noted that the laws of nature, physical phenomena and abstract ideas were not patentable. The claimed invention, however, was not directed to an existing natural phenomenon but to new bacteria with markedly different characteristics from any found in nature. The invention therefore resulted from the inventor’s ingenuity and effort and could be the subject of a patent.

The list of industries using biotechnology has expanded to include health care, agriculture, food processing, bioremediation, forestry, enzymes, chemicals, cosmetics, energy, paper making, electronics, textiles and mining. This expansion of applications has resulted from innovations that have led to significant economic activity and development.

Why protect biotechnological inventions

As in other fields of technology, there is a need for legal protection in respect of biotechnological inventions. Such inventions are creations of the human mind just as much as other inventions, and are generally the result of substantial research, inventive effort and investment in sophisticated laboratories. Typically, enterprises engaged in research only make investments if legal protection is available for the results of their research. As with other inventions and industries, the need for investment in research and development efforts creates an obvious need for the protection of biotechnological inventions. This need is not only in the interest of inventors and their employers, but also in the public interest of promoting technological progress.

Modern, flexible intellectual property systems and policies have contributed to fostering investment needed to establish biotechnology industries creating tangible products. Flexible intellectual property policies can play a role in favoring stable legal environments conducive to public/private partnerships, investment and other economic activity needed to spread biotechnological innovations to more countries.

The patenting of biotechnology innovations has been accompanied by controversy as has the use of some of these new innovations. Policy makers of all countries, however, have been careful to avoid extending patent rights to things as they exist in nature or to natural phenomena. A new plant species discovered in the wild, for instance, can not be patented and neither can laws of nature. In each country, the laws on patentability of biotechnological inventions need to be consulted to learn the availability of patent protection and its scope. When considering these issues, one also needs to recognize that legal regimes other than patent systems are typically relied upon to address other public interests, such as the environmental or medical safety of products, efficacy of products, and unfair competition that may occur in the assertion of patent rights. The confluence of this new technology with legal and regulatory systems makes biotechnology an evolving and dynamic component of intellectual property law.

Topic 11 
Patent Law: Patent application

VOCABULARY

patent application 

preliminary filing 
cutoff date 
priority date 

divisional application 
continuation application 
provisional application 
standard application 

patent specification 
valid patent 

filing date 
standard patent 

priority claim 
priorart 
nonobviousness 

industrial applicability 

filing fee 

READING 1

Exercise 1. Read through the text and answer the questions.

1. What exactly does the owner of a patent obtain from the state?

2. What conditions must be met to obtain patent protection?

3. Who grants patents?

4. How much does it cost to patent an invention?

5. What is the best way to achieve international protection for a patent?

6. What practical steps does a person have to take to obtain patent protection?

7. Can the decision to grant a patent be challenged?

8. Is it possible to extend the term of patent protection?

There are numerous conditions that must be met in order to obtain a patent and it is not possible to compile an exhaustive, universally applicable list. However, some of the key conditions include the following:

· the invention must show an element of novelty; that is, some new characteristic which is not known in the body of existing knowledge in its technical field. This body of existing knowledge is called “prior art”;

· the invention must involve an “inventive step” or “non-obvious”, which means that it could not be obviously deduced by a person having ordinary skill in the relevant technical field;

· the invention must be capable of industrial application, meaning that it must be capable of being used for an industrial or business purpose beyond a mere theoretical phenomenon, or be useful.

Its subject matter must be accepted as “patentable” under law. In many countries, scientific theories, aesthetic creations, mathematical methods, plant or animal varieties, discoveries of natural substances, commercial methods, methods for medical treatment (as opposed to medical products) or computer programs are generally not patentable.

The invention must be disclosed in an application in a manner sufficiently clear and complete to enable it to be replicated by a person with an ordinary level of skill in the relevant technical field.

A patent is granted by a national patent office or by a regional office that carries out the task for a number of countries. Currently, the following regional patent offices are operational:

· African Intellectual Property Organization (OAPI);

· African Regional Intellectual Property Organization (ARIPO);

· Eurasian Patent Organization (EAPO);

· European Patent Office (EPO);

· Patent Office of the Cooperation Council for the Arab States of the Gulf (GCC Patent Office).

Under such regional systems, an applicant requests protection for an invention in one or more member states of the regional organization in question. The regional office accepts these patent applications, which have the same effect as national applications, or grants patents, if all the criteria for the grant of such a regional patent are met.

The cost of patenting an invention depends on factors such as the nature of the invention, its complexity, patent attorney’s fees, the length of the application, and possible objections raised during the examination by the patent office. Some countries offer discounts to small- and medium-sized enterprises and applicants filing the application online. In addition to the national official filing fees, once a patent is granted by the patent office, you must pay maintenance or renewal fees, generally on an annual basis, to maintain the validity of the patent.

In case you decide to patent your invention abroad, you should also consider the relevant official filing fees for each country in question, the translation costs, and the costs of using local patent agents, which is a requirement in many countries for foreign applicants.

At present, you cannot obtain a universal “world patent” or “international patent”. Patents are territorial rights. In general, an application for a patent must be filed, and the patent granted and enforced, in each country in which you seek patent protection for your invention, in accordance with the law of that country. Therefore, one way of obtaining patents in a number of countries is to file a national patent application with each relevant national patent office.

If you are seeking patent protection in a number of countries worldwide, a good option is to file an international application under the Patent Cooperation Treaty (PCT), administered by WIPO.

The first step in securing a patent is the filing of a patent application. In the patent application, in general, you must describe the title of the invention, as well as provide an indication of its technical field. You must also include the background to and a description of the invention, in clear language and enough detail that a person with an average understanding of the field could use or reproduce the invention. Such descriptions are usually accompanied by visual materials such as drawings, plans, or diagrams to better describe the invention and an abstract, which contains a brief summary of the invention. You must also clearly and concisely define the matter for which patent protection is sought in the “claims” part of the patent application.

In addition, depending on the applicable patent law, you may need to submit various kinds of statements, declarations or supporting documents to a patent office. The procedures vary significantly from one country to another, so it is impossible to provide an exhaustive step-by-step overview.

The grant of a patent can be challenged either via a patent office or in a court of law. A court may invalidate or revoke a patent upon a successful challenge by a third party. In addition, many patent offices provide administrative procedures that allow third parties to oppose to the grant of a patent (including so-called “opposition systems”), for example, on the basis that the claimed invention is not new or does not involve an inventive step.

In some countries, patent protection may be extended beyond 20 years or a Supplementary Protection Certificate (SPC) may be issued in very specific cases. The extension aims to compensate for the time expended on the administrative approval procedure before products can be put on the market. The time taken for this procedure means that the patent owner may sometimes not be able to benefit from his right for a considerable period of time after the grant of the patent.

VOCABULARY IN USE

Exercise 2. Read through the text and fill in the gaps with appropriate phrases. Interpret it.

prior art; disclosure; valid patent; non-disclosure agreement; publication; grace period; granting of a patent; filing date; applicable law; patent application

Confidentiality

Patents are granted by patent offices in exchange for a full … of the invention. In general, the details of the invention are then published and made available to the public at large.

It should be noted that … can take place at various stages of the procedure. In some countries, the patent document is only published after the ... In other countries, patent applications are generally published 18 months from the … or, where priority has been claimed, the priority date. It is important to file a … before publicly disclosing the details of an invention. In general, any invention which is made public before an application is filed would be considered “...” (although the definition of the term “prior art” is not uniform at the international level, in many countries, it refers to any information which has been made available to the public anywhere in the world by written or oral disclosure before the filing date).

In countries which apply the above definition of the term “prior art”, an applicant’s public disclosure of an invention prior to filing a patent application would prevent him/her from obtaining a … for that invention, since the invention would not comply with the novelty requirement. Some countries, however, allow for a … — usually between 6 and 12 months — which provides a safeguard for applicants who disclosed their inventions before filing a patent application. Further, the novelty criteria may be interpreted differently depending on the ...

If disclosing your invention before filing a patent application is unavoidable — for example, to a potential investor or a business partner — then any disclosure should be accompanied by a confidentiality or ... It should also be kept in mind that applying early for patent protection will generally be helpful when seeking financial support to commercialize an invention.

Exercise 3. Discuss the following phrases and explain them in your own words.

novelty; prior art; non-obviousness; industrial applicability; patent application; confidentiality agreement

Exercise 4. Read the text. Answer the questions: What is the main part of the application? What does it include? Translate it.

Patent specification

A patent specification is a document describing the invention for which a patent is sought and setting out the scope of the protection of the patent. As such, a specification generally contains a section detailing the background and overview of the invention, a description of the invention and embodiments of the invention and claims, which set out the scope of the protection. A specification may include figures to aid the description of the invention, gene sequences and references to biological deposits, or computer code, depending upon the subject matter of the application. Most patent offices also require that the application include an abstract which provides a summary of the invention to aid searching. A title must also generally be provided for the application.

Each patent office has rules relating to the form of the specification, defining such things as paper size, font, layout, section ordering and headings. Such requirements vary between offices.

A description cannot generally be modified once it is filed (with narrow exceptions), so it is important to have it done correctly the first time.

Exercise 5. Match the terms with their definitions and translate.

examination; patent office; the abstract; patent pending; priority date; the claims; opposition system; maintenance fees; specification; search

1. It is a part of the document that is directed to the technician; it contains sufficient technical information for a skilled person in that area to study the science to see whether it goes beyond what already exists in the field.
2. It is a governmental or intergovernmental organization that controls the issue of patents.
3. It is a part of the specification and a legal part of the application which a court will look at to determine whether ther has been infringement.
4. It is an administrative procedure that allows third parties to oppose to the grant of a patent.
5. It is the date of the earliest application for a patent for a particular invention in any country of the world where the priority of such application can be validly claimed.

6. These fees are paid to maintain a granted patent in force.
7. It is a description of the invention and the best method of performing it.
8. This term is used to describe an alleged invention that is the subject of a patent application. The term may be used to mark products containing the invention to draw competitors’ attention to the fact that they may be infringing a patent if the product is copied after the patent is granted.
9. This is the process of researching to reveal a prior art which may be relevant to the patentability of the invention. It is useful to the applicant to determine whether the application should be pursued or if there is a prior art that prevents the grant of a useful patent, in which case the application may be abandoned before incurring further expense.
10. This is the process of ensuring that an application complies with the requirements of the relevant patent laws.

LISTENING 1

Exercise 6. You are going to hear a lecture on the prior art search. Listen and say whether the following statements are true or false. If they are false correct them, if they are true prove it.

https://www.youtube.com/watch?v=eybXz4jvoz0

1. The primary goal of the prior art search is to discover how likely it is that an invention will be granted a patent.

2. Prior art search is a time-consuming and money-consuming process.

3. To be granted a patent, an invention must meet four requirements.

4. Utility requires an invention to be available to the public.

5. Prior art search is the first and the most important step in the patent process.

READING 2

Exercise 7. Read through the article and answer the questions. 

1. When was the PTC concluded and modified?

2. What rights does the PTC provide the patent applicant with?

3. What is an international search report?

4. Can an applicant withdraw an international application? Why?

5. What is the goal of an additional search?

6. What is the goal of an optional international preliminary examination?

7. What are the advantages of the procedure under the PCT?

8. What are the most important tasks of the Assembly?

Summary of the Patent Cooperation Treaty (PCT) (1970)

The PCT was concluded in 1970, amended in 1979 and modified in 1984 and in 2001.

The Patent Cooperation Treaty (PCT) makes it possible to seek patent protection for an invention simultaneously in each of a large number of countries by filing an “international” patent application.

Such an application may be filed by anyone who is a national or resident of a PCT Contracting State. It may generally be filed with the national patent office of the Contracting State of which the applicant is a national or resident or, at the applicant’s option, with the International Bureau of WIPO in Geneva.

The Treaty regulates in detail the formal requirements with which international applications must comply.

Filing a PCT application has the effect of automatically designating all Contracting States bound by the PCT on the international filing date. The effect of the international application is the same in each designated State as if a national patent application had been filed with the national patent office of that State.

The international application is subjected to an international search. That search is carried out by one of the competent International Searching Authorities (ISA) under the PCT and results in an international search report, that is, a listing of the citations of published documents that might affect the patentability of the invention claimed in the international application. In addition, a preliminary and non-binding written opinion on whether the invention appears to meet patentability criteria in light of the search report results is also issued.

The international search report and written opinion are communicated to the applicant who, after evaluating their content, may decide to withdraw the application, in particular where the content of the report and opinion suggests that the granting of patents is unlikely, or the applicant may decide to amend the claims in the application.

If the international application is not withdrawn, it is published by the International Bureau, together with the international search report.

Before the expiration of 19 months from the priority date, the applicant has the option to request a Supplementary International Searching Authority (SISA) to carry out an additional search of relevant documentation, specifically focusing on documents in the particular language in which that authority specializes. The goal of this additional search is to reduce the likelihood of further documents coming to light in the national phase that would make granting the patent unlikely.

An applicant that decides to continue with the international application with a view to obtaining national (or regional) patents can, in relation to most Contracting States, wait until the end of the thirtieth month from the priority date to commence the national procedure before each designated office by furnishing a translation (where necessary) of the application into the official language of that office, paying to it the necessary fees and acquiring the services of local patent agents.

If the applicant wishes to make amendments to the application — for example, in order to address documents identified in the search report and conclusions made in the written opinion — and to have the potential patentability of the “as-amended” application reviewed — an optional international preliminary examination may be requested. The result of the preliminary examination is an international preliminary report on patentability which is prepared by one of the competent International Preliminary Examining Authorities (IPEA) under the PCT and which contains a preliminary and non-binding opinion on the patentability of the claimed invention. It provides the applicant with an even stronger basis on which to evaluate the chances of obtaining a patent and, if the report is favorable, a stronger basis on which to continue with the application before national and regional patent offices.

The procedure under the PCT has great advantages for applicants, patent offices and the general public: 1) applicants have up to 18 months more than if they had not used the PCT to reflect on the desirability of seeking protection in foreign countries, appoint local patent agents in each foreign country, prepare the necessary translations and pay national fees; 2) applicants can rest assured that, if their international application is in the form prescribed by the PCT, it cannot be rejected on formal grounds by any designated office during the national phase; 3) on the basis of the international search report and the written opinion, applicants can evaluate with reasonable probability the chances of their invention being patented; 4) applicants have the possibility, during the optional international preliminary examination, to amend the international application and thus put it in order before processing by the various patent offices; 5) the search and examination work of patent offices can be considerably reduced or eliminated thanks to the international search report, the written opinion and, where applicable, the international preliminary report on patentability which are communicated to designated offices together with the international application; 6) since each international application is published with an international search report, third parties are in a better position to formulate a well-founded opinion about the potential patentability of the claimed invention; 7) for applicants, international publication puts the world on notice of their applications, which can be an effective means of advertising and looking for potential licensees.

Ultimately, the PCT brings the world within reach;postpones the major costs associated with international patent protection;provides a strong basis for patenting decisions; andis used by the world’s major corporations, research institutions and universities in seeking international patent protection.

The PCT created a Union which has an Assembly. Every State party to the PCT is a member of the Assembly. Among the most important tasks of the Assembly are the amendment of the Regulations issued under the Treaty, the adoption of the biennial program and budget of the Union and the fixing of certain fees connected with the use of the PCT system.

VOCABULARY IN USE

Exercise 8. Match the concepts with their definitions and translate.

Types of applications

Patent offices may define a number of types of applications, each offering different benefits and being useful in different situations.

continuation application; provisional application; patent application; standard application; divisional application

1. It is a patent application containing all of the necessary parts (e.g. a written description of the invention and claims) that are required for the grant of a patent. It may or may not result in the grant of a patent depending upon the outcome of an examination by the patent office it is filed in.

2. This application provides the opportunity to place an application on file to obtain a filing date (thereby securing a priority date). The disclosure in this kind of an application may, within a limited time (one year in the US), be incorporated into a standard patent application if a patent is to be pursued. Otherwise, it expires. No enforceable rights can be obtained solely through the filing of this application.

3. Such an application is a convenient method of including material from a previous application in a new application when the priority year has expired and further refinement is needed.

4. It is an application that has been “divided” from an existing application. It can only contain subject matter in the application from which it is divided (its parent), but retains the filing and priority date of that parent. It is useful if a unity of invention objection is issued, in which case the second (and third, fourth, etc) inventions can be protected in this application.

5. It is a request pending at a patent office for the grant of a patent for the invention described and claimed by that application. It consists of a description of the invention (the patent specification), together with official forms and correspondence relating to the application.

Exercise 9. Translate and give equivalents.

Provisional application; standard application; patent specification; valid patent; filing date; standard patent; priority claim; prior art; nonobviousness; industrial applicability; filing fee; national patent office; nature of the invention; maintenance or renewal fees, annual basis; to maintain the validity; translation costs;secure a patent;applicable patent law;challenge a patent; invalidate or revoke a patent.
Exercise 10. Read through the text and fill in the gaps with appropriate prepositions. Translate it.

up to; with (X4); out; after; to (X2); in; from; under; during
Claims

The claims of a patent specification define the scope of protection of a patent granted … those claims. The claims describe the invention in a specific legal style, setting … the essential features of the invention in a manner to clearly define what will infringe the patent. Claims are often amended … prosecution to narrow or expand their scope.

Filing date

The filing date of an application is important as it sets a cutoff date … which any public disclosures will not form prior art (but the priority date must also be considered), and also because in most jurisdictions (notably not the USA) the right to a patent for an invention lies … the first person to file an application for the protection of that invention. It is therefore generally beneficial to file an application as soon as possible. In order to obtain a filing date the documents filed must comply … the regulations of the patent office in which it was filed. A full specification complying with all rules may not be required to obtain a filing date, for example in the United Kingdom, claims and an abstract are not required to obtain a filing date, but can be added later. However, no subject matter can be added to an application after the filing date and so it is vital that an application discloses all the material relevant … the application at the time of filing. If the requirements for the award of a filing date are not met, the Patent Office will notify the applicant of the deficiencies. Depending upon the law of the patent office … question, correction may be possible without moving the filing date, or the application may be awarded a filing date adjusted … the date on which the requirements are completed.

Priority claim

A patent application may make a claim to priority … another previously filed application, in order to take advantage of the filing date of information disclosed in that earlier application. Claiming priority is desirable because the earlier effective filing date reduces the number of prior art disclosures, increasing the likelihood of obtaining a patent. The priority system is principally useful in filing patent applications in many countries, as the cost of the filings can be delayed by … … a year, without any of the applications made earlier for the same invention counting against later applications. The rules relating to priority claims are derived from the Paris Convention for the Protection of Industrial Property and countries which provide a priority system in conformity … the Paris convention are said to be convention countries. These should not be confused with the rules … the Patent Cooperation Treaty (PCT).

Exercise 11. Translate focusing on the underlined constructions.

Security issues

Many national patent offices require that security clearance is given prior to the filing of a patent application in foreign countries. Such clearance is intended to protect national security by preventing the spread and publication of technologies related to (amongst others) warfare or nuclear arms.The rules vary between patent offices, but in general all applications filed are reviewed and if they contain any relevant material, a secrecy order may be imposed. That order may prevent the publication of the application, and/or the foreign filing of patents relating to the invention.Should it be desired to file an application in a country other than an inventor’s country of residence, it may be necessary to obtain a foreign filing licence from the inventor’s national patent office to permit filing abroad. Some offices, such as the USPTO, may grant an automatic license after a specified time (eg, 6 months), if a secrecy order is not issued in that time.Anyone working on government contracts involving national security technologies would be well advised to carefully coordinate patent applications with the relevant agencies. Similarly, patent applicants should be aware of the arms export-control laws that may restrict the types of technical information that can be disclosed to any foreign nationals.

Publication

Patent applications are generally published 18 months after the earliest priority date of the application. Prior to that publication the application is confidential to the patent office. After publication, depending upon local rules, certain parts of the application file may remain confidential, but it is common for all communications between an applicant (or his agent) and the patent office to be publicly available.

The publication of a patent application marks the date at which it is publicly available and therefore at which it forms full prior art for other patent applications worldwide.

Issue or grant

Once the patent application complies with the requirements of the relevant Patent Office, a patent will be granted further official fees, and in some regional patent systems, such as the European patent system, translations of the application into the official languages of the states in which protection is desired must be filed to validate the patent.The date of issue effectively terminates prosecution of a specific application, after which continuing applications cannot be filed, and establishes the date upon which infringement may be charged. Furthermore, an issue date for a USA application filed prior to 1995 also factors into the term of the patent, whereas the term of later filings is determined solely by the filing date.

Post-issue or grant

Many jurisdictions require periodic payment of maintenance fees in order to retain the validity of a patent after it is issued and during its term.Failure to timely pay the fees results in the loss of the patent’s protection.The validity of an issued patent may also be subject to post-issue challenges of various types, some of which may cause the patent office to re-examine the application.
SPEAKING

Exercise 12. Interpret the questions in English.

____________________?

Anyone can apply for a patent and they do not need to be the inventor, although if this is the case they must have some entitlement in law to apply, for example through contractual arrangement, and the basis for this must be made clear at the time of application. The inventor is entitled to be named both in the application and the patent.

_____________________?

The filing date of an application is important as it sets a cutoff date after which any public disclosures will not form prior art (but the priority date must also be considered), and also because in most jurisdictions (notably, not the USA) the right to a patent for an invention lies with the first person to file an application for protection of that invention. It is therefore generally beneficial to file an application as soon as possible.

______________________?

Many national patent offices require that security clearance is given prior to the filing of a patent application in foreign countries. Such clearance is intended to protect national security by preventing the spread and publication of technologies related to (amongst others) warfare ornuclear arms.

_______________________?

Should it be desired to file an application in a country other than an inventor’s country of residence, it may be necessary to obtain a foreign filing licence from the inventor’s national patent office to permit filing abroad.

_______________________?

Patent applications are generally published 18 months after the earliest priority date of the application. Prior to that publication the application is confidential to the patent office. After publication, depending upon local rules, certain parts of the application file may remain confidential, but it is common for all communications between an applicant (or his agent) and the patent office to be publicly available.The publication of a patent application marks the date at which it is publicly available and therefore at which it forms full prior art for other patent applications worldwide.

____________________?

Patent pending is a term used to describe an alleged invention that is the subject of a patent application. The term may be used to mark products containing the invention to draw competitors’ attention to the fact that they may be infringing a patent if the product is copied after the patent is granted. The rules relating to the use of the term to mark products vary between patent offices, as do the benefits of such marking. In general, it is permissible to apply the term patent pending to a product if there is, in fact, a patent pending for any invention implemented in the product.

_______________________?

After filing, and when requested, a patent application is researched to reveal prior art which may be relevant to the patentability of the invention. The search report is published, generally with the application 18 months after the priority date with the application, and as such is a public document. The search report is useful to the applicant to determine whether the application should be pursued or if there is prior art that prevents the grant of a useful patent, in which case the application may be abandoned before incurring further expense.

_________________________?
Examination is the process of ensuring an application complies with the requirements of the relevant patent laws. Examination is generally an iterative process, in which the patent office writes to the applicant notifying him/her of its objections to which the applicant responds with arguments and/or amendments to overcome the objections. Amendments and arguments may then be accepted or rejected, triggering further response, and so forth, until a patent is issued or the application is abandoned.

_______________________?

Once the patent application complies with the requirements of the relevant Patent Office, a patent will be granted further official fees, and in some regional patent systems, such as the European patent system, translations of the application into the official languages of the states in which protection is desired must be filed to validate the patent. The date of issue effectively terminates prosecution of a specific application, after which continuing applications cannot be filed, and establishes the date upon which infringement may be charged.

___________________?

Many jurisdictions require periodic payment of maintenance fees in order to retain the validity of a patent after it is issued and during its term. Failure to timely pay the fees results in the loss of the patent’s protection.

LISTENING 2

Exercise 13. You are going to hear an interview for jurors about the patent process. Listen and answer the questions.

https://www.youtube.com/watch?v=ax7QHQTbKQE

1. What rights does a patent grant to an owner?

2. What is the effective life of a patent?

3. What is a conception?

4. What is a patent attorney responsible for?

5. Who is a patent examiner?

6. Why is ‘art’ used in the term ‘prior art’?

7. What is a specification?

8. What is the most important part of the patent?

9. What is a prosecution of the patent application?

10. What is a duty of candor?

11. What are office actions and responses?

12. What is a file wrapper?

13. When can a person who has assigned a patent to enforce the patent?

14. What is a disputable infringement?

15. What is a defense to an infringement lawsuit?

16. What is preponderance of evidence?

17. What is clear and convincing evidence?

Exercise 14. Choose a topic and prepare a presentation.

1. Plant variety (varieties of plants)
Why protect new varieties of plants?

Providing an effective system of plant variety protection has the aim of encouraging the development of new varieties of plants, for the benefit of society. The breeding of new varieties of plants requires substantial amounts of investment (skill, labor, money, time, etc.). Providing exclusive rights to breeders is an incentive to the development of new plant varieties for agriculture, horticulture and forestry.
How can new plants be protected?
The International Convention for the Protection of New Varieties of Plants (UPOV Convention) provides for the protection of plant varieties by means of a “Plant Breeder’s Right”, which is a sui generis form of intellectual property rights, specifically tailored for that purpose.

Members of the World Trade Organization (WTO) are committed by the TRIPS Agreement to provide protection to plant varieties either by patents or by an effective sui generis system (special system for plant varieties) or by a combination of both (Article 27.3(b)).

When can plant varieties be protected?

Under the UPOV Convention, in order for the plant variety to be protected, it must be:
New, meaning that it has not been commercially exploited during a certain period before the application;
Distinct, meaning that it is clearly distinguishable from any other variety whose existence is a matter of common knowledge;
Uniform, meaning that the plants of a variety should be uniform in the relevant characteristics, subject to the variations that may be expected from the particular features of its propagation;
Stable, meaning that the variety should remain unchanged in its relevant characteristics over a period of repeated propagation;
Have a suitable denomination, meaning it must have a name by which it is designated.

What protection does the breeder get?

Under the 1991 Act of the UPOV Convention, the following acts in respect to the propagating material (the seed or plant or part of plant that is used for the reproduction or multiplication of the variety) require prior authorization from the breeder: production or reproduction; conditioning for the purpose of propagation; offering for sale; selling or other marketing; exporting; importing; stocking for any of the above purposes.

If a breeder does not have the chance to exercise his right on the propagating material, and the variety is propagated without authorization, a breeder can exercise his right on the harvested material.

How does the system allow the breeder to recoup the investment?

When giving the authorization for the above-mentioned acts to those who wish to exploit the variety, the breeder may, as a condition, require the payment of a royalty. Thus, for farmers who buy seed, this royalty would be included in the price of the seed.

To what extent can you use a protected plant variety without the need to ask for authorization?

It is important to note that authorization from the breeder is NOT required for: acts done for non-commercial purposes; acts done for experimental purposes; acts done for the purpose of breeding and exploiting other varieties.

Subject to reasonable limitations and to the safeguarding of the legitimate interest of the breeders, the UPOV Convention allows UPOV members to provide for farmers to use the product of their harvest for propagating purposes (e.g. to save part of the grain harvested by the farmer to be used as seed for the following season on their own farm).

How long do the breeder’s rights last?

The minimum duration described in the 1991 Act of the UPOV Convention is:

-25 years for trees and vines

-20 years for other plants.

How extensive is plant variety protection?

Usually, the protection is granted on a national level, in each of the States where the breeder seeks protection. However, the International Convention for the Protection of New Varieties of Plants (UPOV) allows protection on a supranational basis, which can greatly reduce the cost and effort needed to obtain protection in several countries. For example in the European Union, the Community Plant Variety Office grants a plant breeder’s right which is valid in the territory of all its member States.
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